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FEDERAL COURT OF APPEAL

ATTORNEY GENERAL OF CANADA
Appellant
and
BENJAMIN MOORE & CO
Respondent
NOTICE OF APPEAL
TO THE RESPONDENT:
A LEGAL PROCEEDING HAS BEEN COMMENCED AGAINST YOU by the
appellant. The relief claimed by the appellant appears below.
THIS APPEAL will be heard by the Court at a time and place to be fixed by the
Judicial Administrator. Unless the Court directs otherwise, the place of hearing
will be as requested by the appellant. The appellant requests that this appeal
be heard at Toronto where the Federal Court of Appeal ordinarily sits.
IF YOU WISH TO OPPOSE THIS APPEAL, to receive notice of any step on
the appeal or to be served with any documents in the appeal, you or a solicitor
acting for you must prepare a notice of appearance in Form 341A prescribed
by the Federal Courts Rules, and serve it on the appellant's solicitor, or where
the appellant is self-represented, on the appellant, WITHIN 10 DAYS after
being served with this notice of appeal.
IF YOU INTEND TO SEEK A DIFFERENT DISPOSITION of the order
appealed from, you must serve and file a notice of cross-appeal in Form 341B
prescribed by the Federal Courts Rules, instead of serving and filing a notice
of appearance.
Copies of the Federal Courts Rules, information concerning the local offices of
the Court and other necessary information may be obtained on request to the
Administrator of this Court at Ottawa (telephone 613-992-4283) or at any local
office.

IF YOU FAIL TO OPPOSE THIS APPEAL, JUDGEMENT MAY BE GIVEN IN
YOUR ABSENCE AND WITHOUT FURTHER NOTICE TO YOU.
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Federal Court of Appeal
180 Queen Street West, Suite 200
Toronto, ON M5V 3L6
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THE ADMINISTRATOR
Federal Court of Appeal
180 Queen Street West, Suite 200
Toronto, ON M5V 3L6

AND TO:

RIDOUT & MAYBEE LLP
Barristers and Solicitors
250 University Avenue, 5th Floor
Toronto, Ontario, M5H 3E5
Matthew R. Norwood (mnorwood ridoutmaybee.com)
Benjamin Mak (bmak ridoutmavbee.com)
Abbas A. Kassam (akassamna
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Fax:

(416) 868-1482
(416) 362-0823

Solicitors for the Respondent
AND TO:

FASKEN MARTINEAU DuMOULIN, LLP
800 Victoria Square, Suite 3500
Montreal, Quebec H4Z 1E9
Julie Desrosiers (jdesrosiers@fasken.com)
Michael Shortt (mshortt fasken.com)
Elaine Ellbogen (eellbocien fasken.com)
Tel:
Fax:

(514) 397-7400
(514) 397-7600

Solicitors for the Intellectual Property Institute of Canada

APPEAL
THE APPELLANT APPEALS to the Federal Court of Appeal from the
Judgment of the Honourable Associate Chief Justice Gagne dated June 17,
2022, by which the Respondent's appeals were allowed with respect to the
setting aside of the Commissioner of Patents' ("Commissioner") refusals to
grant patents in respect of Canadian Patent Application Nos: 2,695,130 and
2,695,146 (the "Patent Applications"), and the Patent Applications were sent
back to the Commissioner for redetermination with instructions to apply a new
legal test for determining patentable subject matter ("New Test").
THE APPELLANT ASKS that this Honourable Court:
1

Allow this appeal and quash the order instructing the Commissioner to
apply the New Test;

2.

Remit the Patent Applications back to the Commissioner for
reconsideration in accordance with the applicable jurisprudence;

3.

Order costs to the Attorney General of Canada; and

4.

Grant such further and other relief as counsel may advise and this
Honourable Court permit.

THE GROUNDS OF APPEAL are as follows:
A.

The Judge adopted a New Test that is incorrect in law

1.

The Commissioner refused to grant the Respondent's Patent

Applications, on the basis that they did not disclose patentable subject matter
(the "Refusal Decisions").
2.

Following the Refusal Decisions, the Federal Court in Choueifaty v

Attorney General of Canada, 2020 FC 837 [Choueifaty], concluded that the
Commissioner did not apply the correct legal test for construing the patent
claims. As a result of Choueifaty, clarifying the test for construing patent claims
when the Patent Office is examining a patent application, the Patent Office

4
revised its practice for determining patentable subject matter (the "postChoueifaty Practice").
3.

The Respondent commenced statutory appeals of the Refusal

Decisions after the Choueifaty ruling but before the Patent Office's revised
post-Choueifaty Practice was developed and published. In light of Choueifaty,
the AGC proposed and consented to a judgment, which would return the
original

Refusal Decisions back

to the Commissioner for a fresh

reconsideration in accordance with Choueifaty.
4.

In

addition to remitting the Patent Applications back to the

Commissioner, the Judge adopted and instructed the Commissioner to apply a
New Test that was proposed by the intervener in the underlying statutory
appeal, an industry group known as the Intellectual Property Institute of
Canada.
5.

The New Test for assessing the patentability of computer-implemented

inventions includes the following steps:
a) Purposively construe the claim;
b) Ask whether the construed claim as a whole consists of only a mere
scientific principle or abstract theorem, or whether it comprises a
practical application that employs a scientific principle or abstract
theorem; and
c) If the construed claim comprises a practical application, assess the
construed claim for the remaining patentability criteria: statutory
categories and judicial exclusions, as well as novelty, obviousness,
and utility.
6.

The Judge erred by ordering the Commissioner to apply the New Test

because it contradicts binding jurisprudence of the Federal Court of Appeal in
Canada (Attorney General) v Amazon.com,

Inc,

2011 FCA 328 [Amazon] and

5
Schlumberger Canada Ltd v Canada (Commissioner of Patents) [1981] 56
CPR (2d) 204 [Schlumberger]. Both Amazon and Schlumberger remain binding
authority on the Federal Court and the Commissioner.
7.

The New Test institutes a "bare practical application" analysis in the

second step of the New Test, which Amazon affirming Schlumberger, has held
to be insufficient for making a determination that a patent claim covers
patentable subject matter with respect to a computer-implemented invention.
8.

In Schlumberger, the Federal Court of Appeal found that an abstract

computer algorithm, given a practical application by merely being implemented
on a computer, was not sufficient to demonstrate patentable subject matter.
The New Test is incorrect as it permits a patent to be granted for a computerimplemented invention that is no more than a bare "practical application" of an
abstract idea by means of an abstract algorithm programmed into a computer.
B.

The Judge usurped the authority of the Commissioner

9.

The Judge erred in adopting the New Test, which was never raised or

proposed to the Commissioner when the Patent Applications were before her.
Also, no proposal for the New Test, or for any new test for assessing
patentability was set out in the Respondent's Notice of Appeal or Memorandum
of Fact and Law filed in the Federal Court.
10.

The Judge erred by instructing the Commissioner to apply the New Test,

which ultimately usurps the Commissioner's statutory role and function in
determining patentable subject matter, and thus is inconsistent with the
legislative intent of the Patent Act.

6
C.

The Judge inappropriately expanded the scope of the appeal

11.

The Judge further erred in law by permitting the intervener to introduce

new issues and expand the boundaries of the case. The role of an intervener
is not to expand the scope of a legal matter.
12.

Such further grounds as counsel may advise and this Honourable Court

permit.
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