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File No. 36654
SUPREME COURT OF CANADA
(ON APPEAL FROM A JUDGMENT OF THE FEDERAL COURT OF APPEAL)
BETWEEN:
ASTRAZENECA CANADA INC.
and
ASTRAZENECA AKTIEBOLAG
and
ASTRAZENECA UK LIMITED
APPELLANTS
- and APOTEX INC.
and
APOTEX PHARMACHEM INC.
RESPONDENTS

NOTICE OF MOTION FOR LEAVE TO INTERVENE
(Rules 47, 55 to 57 of the Rules of the Supreme Court of Canada)
TAKE NOTICE that the FÉDÉRATION

INTERNATIONALE DES CONSEILS EN PROPRIÉTÉ

INTELLECTUELLE (“FICPI”) hereby applies for leave to intervene to the Court, pursuant to Rules 55

to 57 of the Rules of the Supreme Court of Canada for an order:
(a)

Granting FICPI leave to intervene in this appeal;

(b)

Permitting FICPI to file a 15-page factum on the appeal;

(c)

Permitting 15 minutes for the presentation of FICPI’s oral argument at the hearing of
the appeal; and

(d)

Such further or other order as the said judge may deem appropriate.
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AND FURTHER TAKE NOTICE that the following documents will be referred to in support
of the motion:
(a)

The Affidavit of Coleen Morrison, sworn July 27, 2016;

(b)

Such further and other material as counsel may advise and this Court may permit.

AND FURTHER TAKE NOTICE that the motion shall be made on the following grounds:
1.

FICPI is a Switzerland-based international and non-political association of approximately
5,000 intellectual property lawyers in private practice from over eighty countries, including
Canada. FICPI was established in 1906. FICPI is a unique international organization that
supports leading intellectual property counsel in private practice from around the world. One
of its strengths stems from the experience and broad-based wisdom of its varied membership,
providing FICPI with a particularly balanced international perspective.

2.

One of FICPI’s major roles is to support the predictable and balanced global protection of
inventions, the global harmonization of substantive patent law, and the interest of inventors
and applicants, the whole with deference to local laws and national authorities such as the
Canadian Intellectual Property Office (“CIPO”) tasked with granting a fair scope of patent
protection consistent with the claimed invention.

3.

FICPI represents a large number of patent professionals in private practice active in the
pharmaceutical industry whose professional activity will be affected by the outcome of the
present appeal. FICPI members’ clients include individual inventors as well as small,
medium, and large companies. Its members advise inventors in intellectual property matters
and secure protection for industrial innovation. Since FICPI is largely comprised of patent
practitioners in private practice representing foreign inventors, corporate entities,
universities, and research institutes, FICPI is poised to give this Court the broad perspective
of the international patent community.
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Interest
4.

FICPI and its members have a direct and significant interest in the issues raised in this appeal.
This appeal has the potential of significantly impacting how patent professionals operate
internationally regarding patent prosecution in general and also of pharmaceutical
innovations in Canada, notably through the PCT system - which corresponds to a
fundamental part of FICPI’s members’ practice.

5.

The outcome of this appeal is a matter of great concern for the members of FICPI since they
represent clients that file numerous patents, including, pharmaceutical patents in Canada.
The appeal also raises issues of significance to the international patent community with
regard to the scope of protection that is provided under Canada’s Patent Act, namely with
respect to the utility of pharmaceutical patents and the existence and application of the
promise doctrine. The law on this issue requires clarification from this Court.

6.

Global patent protection is the cornerstone of innovation. The accompanying market
exclusivity provides an essential economic incentive to pursue the development of new and
better products. This incentive is even more critical in the pharmaceutical world since not
every pharmaceutical research endeavour and invention will succeed. In fact, most will fail
and never proceed beyond the initial testing phase. It goes without saying that the
development of a pharmaceutical product is very costly and requires tremendous investment
in time and money. Pharmaceutical inventions are often the result of a global endeavour with
multiple stakeholders from all over the world collaborating in the developing the invention.
With this in mind, the importance of global patent protection in the overall viability of the
pharmaceutical industry cannot be undermined.

7.

Against this backdrop, FICPI has observed that in Canada, patents have been found to be
invalid for lack of utility, either because the specification, as filed, failed to contain or refer
to sufficient experimental data to demonstrate utility or to enable a sound prediction of utility
or because a “promise” of utility made by the inventor has not been shown to have been
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fulfilled or soundly predicted at the Canadian filing date. As a result, patents on very valuable
and successful inventions have been invalidated for lack of utility only in Canada.
8.

In particular, FICPI is concerned with regard to the interpretation and application of the promise
doctrine in Canada. This interpretation is inconsistent with international treaties, namely the
Trans-Pacific Partnership (“TPP”), Agreement on Trade Related Aspects of Intellectual
Property (“TRIPS”), North American Free Trade Agreement (“NAFTA”) and the Patent
Cooperation Treaty requirements (“PCT”). As it currently stands, the utility requirements in
Canada have been blurred by the promise doctrine and lacks predictability and certainty.

9.

The promise doctrine has been the subject of much debate in Canada and abroad. In FICPI’s
view, the promise doctrine has contributed to invalidating a number of patents (whose
equivalent in other jurisdictions remain valid) and obviating the value of useful and
meaningful inventions - jeopardizing future research and development efforts.

10.

In light of the above, FICPI is concerned about the balanced global protection of inventions,
the global harmonization of substantive patent law, and the interest of inventors and patent
holders in Canada.

Useful and Different
11.

As the world’s leading association of intellectual property counsel in private practice, FICPI
is uniquely situated to provide this Honourable Court with a global perspective on the
important issues of law and policy raised in this appeal. Since FICPI is largely comprised of
patent practitioners representing foreign inventors, corporate entities, universities, and
research institutes, FICPI is poised to give this Court the broad perspective of the
international patent community. FICPI’s submissions will not only be relevant and useful to
this Court, but will also be different from those of the other parties since its perspective stems
from the experience and broad-based wisdom of its varied membership, providing FICPI
with a particularly balanced international perspective.
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12.

FICPI’s submissions will assist the Court in the determination of the issues raised in this
appeal in a manner that is consistent with international standards of law and policy, bearing
in mind national nuances and any material differences between Canada’s legal system and
those in other jurisdictions.

13.

FICPI will therefore provide this Court with submissions that are not only relevant and
useful, but also different from those of the other parties.

14.

If granted leave, FICPI will take the position that:
(a)

Canada’s utility requirement lacks certainty and predictability to the international
patent community in consideration of the balanced global protection of inventions, the
global harmonization of substantive patent law, and the interest of inventors. This
uncertainty negatively impacts Canada and its role in contemporary global commerce.

(b)

Patent utility is a statutory requirement set out in s. 2 of the Patent Act, which requires
that an invention be new, useful, and non-obvious. The threshold of Canada’s utility
requirement should reflect the standard followed by Canada’s major trading partners.
It should be a low one, such as a “mere scintilla of utility” or “capable of some realworld use”, whether the utility of the patent is based on a demonstrated or predicted
basis.

(c)

The utility requirement relates to patentability, and not, for example, in the
pharmaceutical industry, to the safety and effectiveness of the drug. A patent should
only be declared invalid on the basis of lack of utility in the very rare instances where
it is shown that the invention has no utility whatsoever or that the proposed utility was
merely and utterly speculative.

(d)

A promise in the patent disclosure should only invalidate a patent pursuant to the
requirements of subsection 53(1) of the Patent Act. The promise doctrine currently

-6Notice of Motion for Leave to Intervene, this 29 day of July, 2016
applied by Canadian courts is inconsistent with subsection 53(1) of the Patent Act since
it does not consider the criteria found in subsection 53(1).
Prejudice to FICPI
15.

Denying FICPI the opportunity to be heard before this Court would cause prejudice to
FICPI’s members and stakeholders, many of whom have a direct and significant interest in
the pharmaceutical patent industry in Canada.

16.

FICPI will also suffer prejudice if it is not granted intervener status in the present appeal
since its arguments regarding the Canadian utility requirement and the promise doctrine with
a view to the balanced global protection of inventions, the global harmonization of
substantive patent law, and the interest of inventors, both foreign and domestic, the impact
of those issues on patent practitioners around the world, and the importance of patent
protection in today’s global economy will not be highlighted before this Court.

17.

FICPI has no interest as to the validity of the patent in dispute and accordingly, will not take
position on the outcome of the appeal. Pursuant to its statute, FICPI does not advocate for
any party involved in this appeal. Accordingly, FICPI does not intend to take a position in
favor of any side to this matter. Rather, its submissions will provide assistance to this Court
in forming the proper test in consideration of the balanced global protection of inventions,
the global harmonization of substantive patent law, and the interest of the inventors and
patent holders in view of contemporary global commerce. The proposed intervention will
not cause delay or prejudice to the parties.

18.

The intervener relies on Rules 46, 55 to 57 of the Rules of the Supreme Court of Canada;
and

19.

Such further and other grounds as counsel may advise and this Court permit.
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Dated at Montréal, this 29 day of July, 2016
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File No. 36654
SUPREME COURT OF CANADA
(ON APPEAL FROM A JUDGMENT OF THE FEDERAL COURT OF APPEAL)
BETWEEN:
ASTRAZENECA CANADA INC.
ASTRAZENECA AKTIEBOLAG and
ASTRAZENECA UK LIMITED
Appellants
(Appellants/Respondents Below)
- and APOTEX INC. and
APOTEX PHARMACHEM INC.
Respondents
(Respondents/Appellants Below)

AFFIDAVIT OF COLEEN MORRISON

I, Coleen Morrison, of the City of Ottawa, Ontario HEREBY MAKE OATH AND SAY
AS FOLLOWS:
1.

I am the President of the Work and Study Group/Commission d’Étude et de Travail
(CET) of the FÉDÉRATION

DES CONSEILS EN PROPRIÉTÉ INTELLECTUELLE

(“FICPI”) and

the Vice-President of FICPI Canada, and as such have knowledge of the matters to which
I depose in this affidavit.
2.

FICPI seeks leave to intervene in this appeal from the decision of the Federal Court of
Appeal dated July 6, 2015.

FICPI’s Purpose and Mission
3.

FICPI is a Switzerland-based international and non-political association of approximately
5,000 intellectual property lawyers in private practice from over eighty countries,
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including Canada. FICPI was established in 1906. FICPI is a unique international
organization that supports leading intellectual property counsel from around the world.
One of its strengths stems from the experience and broad-based wisdom of its varied
membership, providing FICPI with a particularly balanced international perspective.
4.

One of FICPI’s major roles is to support the predictable and balanced global protection of
inventions, the global harmonization of substantive patent law, and the interest of
inventors and applicants, the whole with deference to local laws and national authorities
such as the Canadian Intellectual Property Office (“CIPO”) tasked with granting a fair
scope of patent protection consistent with the claimed invention. In this regard, I attach
Exhibit CM-1.

5.

In particular, FICPI represents a large number of patent professionals in private practice
active in the pharmaceutical and many other industries and whose professional activity
will be affected by the outcome of this appeal. Our members’ clients include individual
inventors as well as small, medium, and large companies.

6.

FICPI’s members advise inventors in intellectual property matters and secure protection
for industrial innovations. FICPI’s members’ patent filing operations are crucial to
Canada’s patent prosecution industry since the patent filings and grants by foreign
countries in Canada amount to over 85% of the total number of applications filed and
granted. The vast majority of patents filed by foreign countries in Canada are processed
through the PCT system, which allows the filing of a single patent application (prepared
by FICPI members) in multiple jurisdictions simultaneously. I attach as Exhibit CM-2
the 2014-2015 Canadian Intellectual Property Office Annual Report and annexes that
show that over 32,000 out of 37,000 or so patent applications are filed by foreign entities
- an important number of application are prepared by FICPI’s members.

FICPI’s Previous Interventions in Judicial Proceedings
7.

FICIPI’s statutory objectives include, inter alia, intervening in international proceedings
in order to secure the rights of inventors and industrialists. In particular, articles 2(4) and
2(5) of FICPI’s statute which I attach as Exhibit CM-3 provides that:
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4. To study all administrative or legislative reforms and all improvements
to international treaties and conventions, with the object of facilitating the
exercise by inventors and industrialists of their rights, of increasing their
security, and of simplifying procedure or formalities;
5. To intervene in international proceedings for the purpose of pursuing
the achievement of the abovementioned reforms and improvements;
8.

In performing its role, FICPI has also been involved in many interventions before
different organizations and judicial entities. In the course of representing the interests of
its members, FICPI has presented submissions to various organizations across the world.
Most notably, FICPI has intervened in major patent cases in Canada, the United States
and Europe, namely:
(a)

FICPI was one of the interveners before this Honorable Court in Apotex Inc., et
al. v. Sanofi-Aventis, et al., Docket No. 35562. In that case, FICPI provided useful
submissions regarding similar issues as in the present case, namely Canada’s
promise doctrine and heightened utility requirement from an international
perspective. That case was discontinued the day before the hearing, barring FICPI
from the opportunity to provide oral submission on those issues before this Court.
I attach these as Exhibit CM-4.

(b)

FICPI was the only organization to bring an international perspective to the
United States Supreme Court (The Association for Molecular Pathology, et al v
Myriad Genetics, Inc, et al, 569 US12-398 (2013); Bilski v Kappos, 561 US __
(2010)) and the Court of Appeals for the Federal Circuit (Lighting Ballast Control
LLC v Philips Electronics North America Corporation et al, No 12-1014 (Feb 12,
2014);) by filing amicus briefs on standards for file history estoppel, the proper
definition of the scope of invention, the protection of software, the requirement of
written description, the broad application of prior art and the proper scope and
reach of a country’s patents into a foreign jurisdiction. I attach these as
Exhibit CM-5.

(c)

FICPI has also filed amicus briefs with the European Patent Office’s Enlarged
Board of Appeal, dealing with issues, such as disclaimers, diagnostic and surgical
methods, divisional applications, “essentially biological” processes, dosage
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regiments, the patentability of computer software, and partial and multiple
priorities. I attach these as Exhibit CM-6.
9.

Pursuant to article 3(1) of its Statutes, FICPI does not advocate for any party involved in
this appeal.

FICPI’s Interest in the Appeal
10.

FICPI and its members have a direct and significant interest in the issues raised in this
appeal. The appeal raises issues of significance to the international patent community, in
particular IP professionals in private practice, with regard to the scope of protection that
is provided under Canada’s Patent Act, namely with respect to the utility of patents and
the existence and application of the promise doctrine. The law on this issue requires
clarification from this Court.

11.

This appeal has the potential of significantly impacting how patent professionals operate
internationally regarding patent prosecution of innovations in Canada, notably through
the PCT system. The outcome of this appeal is a matter of great concern to the members
of FICPI since we represent clients that file an important number of patents, including
pharmaceutical patents in Canada.

12.

Global patent protection is the cornerstone of innovation. The accompanying market
exclusivity provides an essential economic incentive to pursue the development of new
and better products. This incentive is even more critical for the pharmaceutical industry
since not every pharmaceutical research endeavour and invention will succeed. In fact,
most will fail and never proceed beyond the initial testing phase. It goes without saying
that the development of a pharmaceutical product is very costly and requires tremendous
investment in time and money. Pharmaceutical inventions are often the result of a global
endeavour with multiple stakeholders from all over the world collaborating in the
developing the invention. With this in mind, the importance of global patent protection in
the overall viability of the pharmaceutical industry cannot be understated.

13.

Against this backdrop, FICPI members have observed that in Canada, patents have been
declared invalid by the courts for lack of utility, because a “promise” of utility
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supposedly made by the inventor has not been shown to have been demonstrated or
soundly predicted at the time of the Canadian filing. As a result, the promise doctrine has
contributed to invalidating a number of patents for lack of utility when they were found
to be useful in other jurisdictions. FICPI and its members are very concerned by the
effects caused by this doctrine.
14.

During its assembly from April 6 to April 10, 2014, FICPI’s Executive Committee passed
a Resolution regarding the utility requirement in pharmaceutical patents. This Resolution
emphasizes the need to clarify the extent of the utility requirement in certain jurisdictions,
including Canada. I attach this Resolution as Exhibit CM-7.

15.

FICPI is concerned with regard to the interpretation and application of the promise
doctrine in Canada. In FICPI’s view, this interpretation is inconsistent with international
treaties, namely the Trans-Pacific Partnership (“TPP”), Agreement on Trade Related
Aspects of Intellectual Property (“TRIPS”), North American Free Trade Agreement
(“NAFTA”) and the Patent Cooperation Treaty requirements (“PCT”). As it currently
stands, the utility requirements in Canada has been blurred by the promise doctrine and
lacks predictability and certainty.

16.

The promise doctrine as currently interpreted and applied by Canadian courts is also
highly prejudicial to members of FICPI having regard to their economic interests and
more importantly those of their clients in view of contemporary global commerce since
Canadian patent law and its promise doctrine fail to properly consider the context in
which international patent applications are prepared and processed, namely through the
PCT system. Consequently, the promise doctrine poses an undue burden on the
international patent practice of FICPI’s members and ultimately creates disproportionate
risks to their clients.

17.

Moreover, members of FICPI are concerned that the current interpretation and
application of the utility requirement by Canadian courts allow for the invalidation of
patents based on the concept of deceit as codified under subsection 53(1) of the Patent
Act, without the need to show material misrepresentation and wilful deceit.
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18.

In light of the above, members of FICPI are concerned that the current interpretation of
the promise doctrine puts Canada out of step with its major trading partners and the rest
of the world, jeopardizing innovation and legitimate inventions while negatively affecting
the balanced global protection of inventions, the global harmonization of substantive
patent law, and the interest of inventors and patent holders in view of global
contemporary commerce.

FICPI’s Submission Will Be Useful and Different
19.

As the world’s leading association of intellectual property counsel in private practice,
FICPI is uniquely situated to provide this Honourable Court with a global perspective on
the important issues of law and policy raised in this appeal. Since FICPI is largely
comprised of patent practitioners in private practice representing foreign inventors,
corporate entities, universities, and research institutes, FICPI is poised to give this Court
the broad perspective of the international patent community. FICPI’s submissions will
not only be relevant and useful to this Court, but will also be different from those of the
other parties since its perspective stems from the experience and broad-based wisdom of
its varied membership, providing FICPI with a particularly balanced international
perspective..

20.

FICPI has no interest as to the validity of the patent in dispute and accordingly, will not
take position on the outcome of the appeal. As stated previously, according to its statute,
FICPI does not advocate for any party involved in this appeal. Accordingly, FICPI does
not intend to take a position in favor of any party to this matter. Rather, its submissions
will provide assistance to this Court in forming the proper test in consideration of the
balanced global protection of inventions, the global harmonization of substantive patent
law, and the interest of the inventors and patent holders in view of contemporary global
commerce.

21.

FICPI’s submissions will assist the Court in the determination of the issues raised in this
appeal in a manner that is consistent with international standards of law and policy,
bearing in mind national nuances and any material differences between Canada’s legal
system and those in other jurisdictions.
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22.

FICPI will therefore provide this Court with submissions that are not only relevant and
useful, but also different from those of the other parties.

23.

If granted leave, FICPI will take the position that:
(a)

Canada’s utility requirement lacks certainty and predictability to the international
patent community in consideration of the balanced global protection of
inventions, the global harmonization of substantive patent law, and the interest of
inventors. This uncertainty negatively impacts Canada and its role in
contemporary global commerce.

(b)

Patent utility is a statutory requirement set out in s. 2 of the Patent Act, which
requires that an invention be new, useful, and non-obvious. The threshold of
Canada’s utility requirement should reflect the standard followed by the Canada’s
major trading partners. It should be a low one, such as a “mere scintilla of utility”
or “capable of some real-world use”, whether the utility of the patent is based on a
demonstrated or predicted basis.

(c)

The utility requirement relates to patentability, and not, for example, to the safety
and effectiveness of the drug. A patent should only be declared invalid on the
basis of lack of utility in the very rare instances where it is shown that the
invention has no utility whatsoever or that the proposed utility was merely and
utterly speculative.

(a)

A promise in the patent disclosure should only invalidate a patent pursuant to the
requirements of subsection 53(1) of the Patent Act. The promise doctrine
currently applied by Canadian courts is inconsistent with subsection 53(1) of the
Patent Act since it does not consider the criteria found in subsection 53(1).

Prejudice to FICPI
24.

Denying FICPI the opportunity to be heard before this Court would cause prejudice to
FICPI’s members and stakeholders, all of whom have a direct and significant interest in
the pharmaceutical patent industry in Canada.
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riCPl will also suifer prejudice if it is not granted 1ntcrvener status in the present appeal

25.

since its arguments regarding the Canadian utili1y requirement and the promise doctrine

·with a view to the balanced global protection of inventions, the global haimonization of
substantive patent law, and the interest of inventors, both foreign and domestic, the

lmpact of those issues on patent practitioners around the world, and the impmiance of
patent protection in today' s global economy will not be highlighted before this Court.
26.

r

Accordingly,

urge this .Honorable Court to consjder its submissions and broader

intemational perspective.

AND I HAVE SIGNED

COLEEN MORRISOI\
Sworn to/ Affitmed before me
On July 27.2016. at Sydney,
in lh Provin ofNova Scota
CHRISTINE E. MU RRAY
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About
FICPI Connects the World's IP Leading Professionals.
FICPI is unique, beingathe only international NGO whose membership consists exclusively of IP attorneys in private
practice.aFICPI thus represents an important constituency within the international IP system.
Some key facts:
Founded over 100 years ago, in 1906, FICPI now has more than 5,000 members in more than 80 countries on
six continents.
Before being admitted, an applicant for membership of FICPI must satisfy prescribed criteria as to their
character, experience and international reputation.
FICPI members represent their clients in patent, trade mark and design matters, and related forms of IP, at the
national, regional and international levels.
Clients of FICPI members range from individuals and SMEs to multi-national industries, as well as universities,
governmental and non-governmental organisations and other institutions, who are applicants and nonapplicants alike.
FICPI members have assisted in the drafting of IP laws and treaties.
FICPI o×ers well balanced opinions with regard to newly proposed international, regional or national
legislation or practice guidelines on the basis of a wide range of di×erent kinds of client knowledge, experience
and business needs of the IP system.
FICPI aims to enhance international cooperation within the profession of IP attorneys in private practice and to
promote the training and continuing education of its members and others interested in IP protection.
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Principal Aims
FICPI is committed to supporting its members in private practice and bringing value to intellectual property in a wider
sense.
We are passionate about our aims, which can be summarised as follows:
1. Enhancing international cooperation within the profession of IP attorneys in private practice, promoting the
exchange of information and facilitating business relations between members.
2. Maintaining the dignity of our members and the standards of the profession of IP attorneys in private practice
on an international scale.
3. Expressing FICPI’s opinions with regard to newly proposed international and national legislation that is of
general concern to the profession; and defending the interests of our members and their clients in
maintaining a vigorous and e×ective system of intellectual property protection, with well-qualiÒed IP attorneys
in private practice to make that system work.
4. Promoting training and continuing education of our members and others interested in intellectual property by
organising regular international meetings, as well as local and regional ad hoc programmes.
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Your Voice, Your Interests
With the expertise and practical experience provided by our membership and our participation as observers
and advisors on many national and international platforms, FICPI is ideally placed to keep abreast of new
developments, to keep you informed, to make an impact on future legislation and to ensure that your
concerns as private practitioners are heard.
FICPI members have assisted in the drafting of IP laws and treaties. We o×er well balanced opinions on the
interpretation of existing laws and the implementation of newly proposed international, regional or national
legislation and practice guidelines which are rooted in a wide range of di×erent experiences and knowledge of the
business needs of the IP system.
Our views are highly respected by the IP authorities because they have come to appreciate that we speak with the
experience of the entire free profession, in support of an e×ective IP system for all users, owners and third parties
alike. The independent practitioner is a key part of the IP system; FICPI represents that part.
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Your Involvement Matters
As an independent practitioner, FICPI provides you with the ideal platform to make your
contribution to the IP system on which your practice depends.
FICPI’s activities are not dictated by people outside the profession, who may have their own agenda, FICPI is
dependent upon the active support of its members to conduct, guide and support its activities. Many members
participate in the work of FICPI’s various commissions; others regularly attend FICPI’s meetings.
New members are welcome to join these commissions and to assist FICPI in its valuable work on behalf of the
profession.
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Who are FICPI Members?
Members of FICPI come from all aspects of private practice in the Òeld of IP*, practising in patent, trade
mark, design and other IP matters on behalf of clients who may be owners of IP rights or third parties.
FICPI membersarepresent clients ranging from individuals and SMEs to multi-national industries, as well as
universities, governmental and non-governmental organisations and other institutions.
Membership in FICPI is restricted to qualiÒed and experienced IP practitioner whose peers can conÒrm their good
reputation and character and support their application for membership.
Applications for membership of FICPI by candidates in a country where there is a national IP association that is a
member of FICPI should be made though that association. Some national sections of FICPI also have the power to
admit their own members.a Candidates for FICPI membership who are unable to join an established national group
are approved for membership by the Executive Committee, after existing FICPI members have had an opportunity to
comment on the candidate’s suitability.
*aaFor the purposes of FICPI membership an IP practitioner is one specialised in IP matters, with the right to represent a
party before the authority responsible for granting an IP right in their country or region, and who has passed any required
qualifying examination for that authority.
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What Does FICPI Do?
FICPI represents independent IP practitioners at the international level
FICPI is di×erent. Not only are we interested in the improvement of the laws and treaties that are the
foundation of the IP system, but by virtue of our exclusive membership, FICPI is also the only professional
body that truly represents independent IP attorneys at the international level. FICPI ensures that the views
of the profession are heard and supports a network of highly skilled and experienced professionals of good
standing that clients and the IP system require.
FICPI meets regularly with the heads and senior oÕcers of the patent and trade mark oÕces in Europe, Japan, China,
India, Korea and the U.S.A., as well as the European Commission, WIPO, WTO and OHIM, with plans to extend these
regular meetings to other IP oÕces.
FICPI believes it is essential for the worldwide IP profession to maintain regular contacts with the most important
national, regional and international IP authorities to ensure that proposals to amend IP laws are practical and are
made in the interest of all users.a FICPI has a good relationship with WIPO and was the only international
organisation invited by the EPO President to attend a workshop on the future fee structure at the EPO and one of
only two NGOs to be invited to the Annual Meeting of the Trilateral Partners (JPO, USPTO and OHIM) in Tokyo.
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Supporting and Shaping the IP World
FICPI’s perspective and inÓuence gives its members, especially those from smaller countries, a better
understanding of and an opportunity to inÓuence developments in the IP world than if standing alone.
FICPI has been active in the patent harmonisation process and is one of the very few organisations listened to by the
GroupaB+ countries substantive harmonisation of patent laws.
FICPI has stood up for the public interest in developing and maintaining a strong IP profession throughout the world,
so that all clients have good access to skilled IP advisers in their own countries.

Harmonisation, but not centralisation.
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FICPI’s Achievements
Among its many notable accomplishments, FICPI has been and continues to be:
The only organisation to bring an international perspective to the U.S. Supreme Court and the Court of
Appeals for the Federal Circuit (CAFC) on standards for Òle history estoppel, the proper deÒnition of the scope
of invention, the protection of software, the requirement of written description, the broad application of prior
art and the proper scope and reach of one country’s patents into a foreign jurisdiction.
A successful Òler of amicus briefs with the EPO’s Enlarged Board of Appeal, dealing with such topics as
disclaimers, diagnostic and surgical methods, divisional applications, “essentially biological” processes, dosage
regimens and the patentability of computer software. Decisions of the EBA expressly mention these amicus
briefs, and the EBA has followed FICPI’s position on basic questions of importance for our clients and for us,
such as the correction of priority declarations, the requirement for claiming priority of the “same invention”
and disclaimers.
aInstrumental in WIPO’s Standing Committee on the Law of Trademarks, Industrial Designs and Geographical
Indications (SCT) in ensuring that the rights of trade mark owners are protected in cyberspace. FICPI has also
presented a list of “key design issues” that formed the basis for discussion at the SCT on the protection of
designs internationally.
The early voice of IP interests within ICANN, the body governing all domain name related issues on the
Internet. FICPI played an important role in the foundation of the intellectual property constituency (IPC) of
ICANN and continues to be inÓuential in that arena.
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What Has FICPI Done For You?
FICPI’s activities have been of great beneÒt to its members and to the independent “free” profession worldwide.
Without broad international representation of your interests by FICPI, there is a real danger that the interests of IP
attorneys in private practice and their clients throughout the World –aand indeed the IP attorney profession in
general –awill fall victim to bureaucratic ambitions and the hegemony of large international business.
Many of FICPI’s e×orts have been directed towards maintaining a strong, independent, local profession in the face of
e×orts to centralise the Òling and prosecution of applications in a small number of national and regional oÕces. Only
an international organisation of the scope and stature of FICPI can represent the interests of the private practitioner
before national, regional and international bodies. FICPI’s ability to speak for IP attorneys in free practice assists us in
achieving our aim to improve the position of individual IP attorneys in all countries.
To date, FICPI has:
Fought to preserve the right in the Patent Law Treaty (PLT) to have local representation before a patent oÕce.
Without FICPI’s e×orts, the PLT may have drastically reduced the need for and role of local representatives,
which would have been catastrophic to the profession in many countries.
Supported the retention of local patent oÕces in the EU Green Paper on patenting in Europe and pushed for
decentralisation of the European patent system.
Lobbied strongly for the retention of translation requirements in Europe, for the beneÒt of local industry as
well as the local professions, their clients and third parties.
Removed potential liability from private practitioners through frequent interventions in the negotiations
leading up to the Singapore Treaty on the Law of Trade Marks (2006) to provide for the restoration of priority
rights.
Engaged in and turned the debate about patent costs away from criticism of European practitioners.
Been at the forefront of the drive to enncourage the adoption of conÒdentiality for clients’ correspondence
with their IP attorneys where it does not exist, and cross-border recognition of that right.a The right of privilege
is of utmost importance for the IP profession.
Worked against the Norwegian Proposal, tabled at the WIPO Madrid Working Group, to remove the
requirement for a basic home application, which is fundamental to the Madrid system. FICPI will continue to
intervene to ensure that the rights of trade mark owners and the welfare of the profession are not overlooked.
Organised 6-month patent drafting courses (called SEAD and EuroSEAD) to provide training to young
professionals in south east Asia and in Europe.a A new course is under development in India.
Advocated for the right of patent attorneys to represent clients during the drafting of Article 28 of the
European Litigation Agreement. FICPI continues to Òght for the right of national patent attorneys in Europe to
represent clients before Community courts in IP matters.
Organised meetings for its members and others on topical issues, including a World Congress for all FICPI
members every three years, Fora open to all in the intervening years, colloquia with sister organisations to
bring the views of FICPI members to the attention of IP oÕce oÕcials and symposia focused on developments
in IP issues in Asian countries, including China, Japan, India and Korea.
If you areacommitted to supporting intellectual property in private practice and bringing value to intellectual property
in a wider sense, pleaseaclick here (/contact)aand complete our membership enquiry form.
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OUR MISSION
TO CONTRIBUTE
TO CANADA’S
INNOVATION
AND ECONOMIC
SUCCESS BY:

PROVIDING GREATER CERTAINTY IN THE
MARKETPLACE THROUGH HIGH QUALITY
AND TIMELY IP RIGHTS
FOSTERING AND SUPPORTING
INVENTION AND CREATIVITY
THROUGH KNOWLEDGE SHARING
RAISING AWARENESS TO ENCOURAGE
INNOVATORS TO BETTER EXPLOIT IP
HELPING BUSINESS COMPETE GLOBALLY
THROUGH INTERNATIONAL COOPERATION
AND THE PROMOTION OF CANADA’S
IP INTERESTS
ADMINISTERING CANADA’S IP
SYSTEM AND OFFICE EFFICIENTLY
AND EFFECTIVELY

OUR VISION
OUR LEADERSHIP AND EXPERTISE
SUPPORT CREATIVITY, ENHANCE
INNOVATION AND CONTRIBUTE
TO ECONOMIC SUCCESS.

OUR VALUES
AS TRUSTED PARTNERS IN BUILDING AN
INNOVATIVE CANADIAN ECONOMY:
WE SERVE WITH EXCELLENCE AND
EFFICIENCY IN ALL THAT WE DO
WE MAKE TIMELY AND SOUND
DECISIONS ON IP RIGHTS
WE RESPECT THE PERSPECTIVES
OF STAKEHOLDERS WHILE CARRYING
OUT OUR REGULATORY FUNCTION
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HOW WE CONNECTED WITH CANADIAN
INNOVATORS AND CREATORS

12,923

1,275
3,104

WRITTEN INQUIRIES WERE RECEIVED AND
ANSWERED BY THE CLIENT SERVICE CENTRE

TWEETS

FOLLOWERS

54,095

5,000+

PHONE ENQUIRIES

INDIVIDUALS AND PARTNERS MET WITH CIPO
BUSINESS DEVELOPMENT OFFICERS

2,051

3,200

WALK-IN CLIENTS

PEOPLE PARTICIPATED IN IP
PRESENTATIONS DELIVERED BY CIPO

TOP 10 FILING COUNTRIES AT CIPO
NETHERLANDS SWEDEN
UNITED KINGDOM 9

CANADA
2

1

2

7

1

2

1

5

10

5

GERMANY

FRANCE
5

UNITED STATES
1

4

5

7

3

6

ITALY

2

9

10

3

CHINA

4

SWITZERLAND
6

7

3

8

7

8

8
3

BERMUDA

JAPAN

8

HONG KONG

4

PATENTS
US
CA
DE
JP
FR
SZ
GB
CN
NL
IT

17,129
4,812
2,374
1,903
1,876
1,476
1,229
661
601
569

RANK
#

TRADEMARKS
CA 21,426
US 16,792
DE
1,574
GB
1,501
FR
1,230
JP
1,081
SZ
915
CN
869
IT
651
AU
571

6
9

4

RANK
#

6

RANK
#

INDUSTRIAL DESIGNS
US 3,248
CA 824
SZ
204
DE
201
GB 183
JP
174
FR
146
CN 100
KR
93
SE
83

RANK
#

COPYRIGHTS
CA
US
HK
BM
GB
FR
SZ
CN
AU
JP

6,844
560
64
26
22
19
17
16
14
11

10

REPUBLIC OF KOREA

AUSTRALIA
10

9
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2014–2015 IN NUMBERS

APPLICATIONS

37,526
PATENTS

51,181
TRADEMARKS

7,638
COPYRIGHTS

5,916

INDUSTRIAL DESIGNS

GRANTS/
REGISTRATIONS

23,746
PATENTS

25,613
TRADEMARKS

6,822
COPYRIGHTS

6,424

INDUSTRIAL DESIGNS

2,484

REQUESTS FOR
EXAMINATION

28,776
PATENTS

INTERNATIONAL SEARCHING
AUTHORITY (ISA) APPLICATIONS

268

INTERNATIONAL PRELIMINARY
EXAMINATION AUTHORITY (IPEA)
APPLICATIONS
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OUR CLIENT SERVICE COMMITMENT
At CIPO, we are committed to providing excellent
services to our clients. We have established service
standards to provide you with the products and
services that you need in a timely manner.
There are several ways that you can reach us:
by phone, mail, email and fax. The Client Service
Centre checks voice messages at least once a
day and will return your call by the end of the next
business day. We respond to general enquiries
received by mail, email and fax requests within
two business days.
If you prefer, you can visit the Client Service
&HQWUHZKHUHZHRIIHUVHUYLFHVLQERWKRIÀFLDO
ODQJXDJHV,IQHHGHGDQLQIRUPDWLRQRIÀFHUZLOO
be there to help you.
If you wish to give us feedback on any of the
products and services that we offer, please
use our online feedback form.

HOW TO REACH US
CANADIAN INTELLECTUAL PROPERTY OFFICE
INNOVATION, SCIENCE AND ECONOMIC
DEVELOPMENT CANADA
Place du Portage I
Room C-229, 2nd Floor
50 Victoria Street
Gatineau QC K1A 0C9

FOR GENERAL ENQUIRIES:
TELEPHONE (TOLL-FREE): 1-866-997-1936
TTY: 1-866-442-2476
FAX: 819-953-CIPO (819-953-2476)
EMAIL: ic.contact-contact.ic@canada.ca
WEBSITE: www.cipo.ic.gc.ca
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MESSAGE FROM THE CEO

&URVVLQJWKHKDOIZD\SRLQWLQRXUÀYH\HDUEXVLQHVV
VWUDWHJ\ZHPDGHVLJQLÀFDQWSURJUHVVWRZDUGRXU
strategic goals in 2014–2015 and emerged better
equipped than ever to support Canadian innovation
in the modern, global intellectual property (IP) arena.
Working with colleagues within
the department, CIPO
supported a wave of legislative
amendments to the 3DWHQW$FW,
the 7UDGHPDUNV$FW and the
,QGXVWULDO'HVLJQ$FW which will
allow Canada to align with
international treaties and
modernize our country’s IP
framework. This process of
modernization will help spur
innovation in Canada and
increase our country’s
economic competitiveness.
In keeping with our IT
modernization vision, we
engaged in a number of major
technology initiatives to better
support businesses. These
included creating a long-term IT
roadmap for CIPO as well as
UHÀQLQJNH\GLJLWDODQGRQOLQH
services to deliver greater value
to innovators throughout the
innovation life cycle.
All of this work was carried out
in support of our strategic and
HQDEOLQJSLOODUVLGHQWLÀHGLQ
our business strategy: to strive
internally for operational
excellence and to focus on

2

meeting the IP needs of
Canadian innovators and
creators, giving them access to
the knowledge they need to
effectively use IP. Thanks to the
feedback we received from our
customers through roundtable
discussions, we spent the year
developing a series of potential
services to businesses. On the
operational front, we applied
Lean methodologies to
modernize our procedures and
streamline the way we work to
allow us to deliver IP services in
a timely manner.
Achieving excellence depends
on the strength of an
organization’s team. According
to the 2014 Public Service
(PSOR\HH6XUYH\ 36(6 ÀQGLQJV
UHFHLYHGODVWÀVFDO\HDU&,32
has made gains in employee
engagement and the creation
of a workplace based on
respect and ethics. The
organization’s commitment to
continuous improvement will
sustain that focus on employee
engagement and
development, guided by an
action plan for supporting a

CIPO Annual Report 2014–2015

highly skilled workforce.
Realizing all that we have in
2014–2015 (the third year of our
business strategy) is, from my
perspective, a remarkable feat
and one every CIPO employee
should be proud of. Those
achievements will give Canadian
innovators the tools and
protections they need to
innovate, create and succeed
in the global economy.
Going forward, we will work
to implement the legislative
changes, continue to
harmonize Canada’s IP
framework with those of other
countries, and identify and
adopt international best
practices in registering IP
rights—in each case leveraging
the right technologies to carry
out our work in an integrated
DQGHIÀFLHQWZD\
Johanne Bélisle
&RPPLVVLRQHURI3DWHQWV
5HJLVWUDURI7UDGHPDUNV
DQG&KLHI([HFXWLYH2IÀFHU
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CIPO AT A GLANCE
THE CANADIAN PATENTS
INTELLECTUAL
INVENTIONS AND IMPROVEMENTS TO
PROPERTY NEW
EXISTING INVENTIONS
OFFICE IS
A SPECIAL TRADEMARKS
OPERATING
AGENCY OF THE WORDS OR DESIGNS USED TO IDENTIFY GOODS
GOVERNMENT OR SERVICES
OF CANADA.
OUR AREAS OF COPYRIGHT
ACTIVITY PROTECTION FOR ARTISTIC, DRAMATIC,
INCLUDE: MUSICAL, LITERARY AND OTHER WORKS
INDUSTRIAL DESIGNS
VISUAL FEATURES APPLIED TO A FINISHED
ARTICLE OF MANUFACTURE

INTEGRATED CIRCUIT TOPOGRAPHIES
THREE-DIMENSIONAL CONFIGURATIONS OF
ELECTRONIC CIRCUITS

965
EMPLOYEES
FOR OVER

100,000
IP APPLICATIONS

CIPO Annual Report 2014–2015
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OUR
BRANCHES
PATENT BRANCH
TRADEMARKS
BRANCH
COPYRIGHT
AND INDUSTRIAL
DESIGNS
BRANCH
PATENT APPEAL
BOARD
TRADEMARKS
OPPOSITION
BOARD
CORPORATE
STRATEGIES
AND SERVICES
INFORMATION
BRANCH
PROGRAMS
BRANCH

OUR PILLARS
CUSTOMERS
FOCUSING ON DEVELOPING A DEEPER UNDERSTANDING OF
INNOVATORS’ IP NEEDS AND NEW SERVICES CIPO CAN PROVIDE

ACCESS TO INNOVATIVE KNOWLEDGE
ENSURING CIPO EFFECTIVELY DISSEMINATES INFORMATION TO
ENCOURAGE INNOVATION THROUGH THE EXPLOITATION OF
ACCESSIBLE KNOWLEDGE

MODERN IP FRAMEWORK
REDUCING RED TAPE AND ALIGNING CANADA’S REGULATORY
AND ADMINISTRATIVE IP FRAMEWORKS WITH INTERNATIONAL
BEST PRACTICES

HIGHLY SKILLED WORKFORCE
ENABLING CIPO TO BE A FLEXIBLE, KNOWLEDGE-INTENSIVE,
LEARNING-BASED ORGANIZATION THAT ATTRACTS AND
RETAINS THE MOST QUALIFIED PEOPLE WHO UNDERSTAND THE
INNOVATION BENEFITS OF IP

RESPONSIVE INFORMATION
TECHNOLOGY INFRASTRUCTURE
ENSURING CIPO HAS A RESPONSIVE AND MODERN IT SYSTEM TO
ENCOURAGE INNOVATION, MAINTAIN A MODERN REGULATORY
FRAMEWORK AND PROVIDE EFFICIENT SERVICES AND ACCESSIBLE
KNOWLEDGE

OPERATIONAL EXCELLENCE
ENABLING A STRONG AND SUSTAINABLE CAPABILITY TO MANAGE
BUSINESS OPERATIONS EFFECTIVELY AND EFFICIENTLY WHILE
MEETING THE NEEDS OF CUSTOMERS/STAKEHOLDERS FOR TIMELY,
HIGH QUALITY AND COST-EFFECTIVE IP RIGHTS PROTECTIONS

4
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Supporting
Canadian
INNOVATION

CIPO Annual Report 2014–2015
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Supporting Canadian Innovation

Ideas, not things, are the key to prosperity in the global economy.
,QQRYDWLRQDQGGLVFRYHU\DUHPRUHLPSRUWDQWWKDQHYHU7RÁRXULVK
innovative thinking requires the right setting: an environment where
IP is valued and protected.

A LEGACY OF DISCOVERY
Canada has a long history of innovation. Our country
has produced medical breakthroughs, engineering
advancements and great leaps forward in
telecommunications and other advanced
technologies. Reference documents like the IP
5HJLPHLQ&DQDGD report, a report developed by the
Standing Committee on Industry, Science and
Technology, suggest that to continue this tradition,
companies need the support of a modern and
HIÀFLHQW,3V\VWHP
6RZKDWGRHVWKDWORRNOLNH"

A WORLD OF OPPORTUNITY

“

The Coca-Cola brand and trademark
is Coca-Cola’s most valuable asset, bar
none. ... Our relationship with CIPO is
therefore critical to Coca-Cola’s
business: CIPO helps us protect our
most valuable asset.

”

THE COCA-COLA COMPANY
$*/2%$//($'(5,17+(%(9(5$*(,1'8675<

6

CIPO Annual Report 2014–2015

With globalization knocking down economic boundaries,
some parts of the traditional IP framework no longer
support the reality of global business. Companies today
need a timely and affordable way to protect their IP
rights everywhere, not just at home. That requires the
world’s IP systems to be more harmonized.
At the same time, the amount of intellectual property
being created has grown exponentially. Many
companies’ business models now make IP their main
source of value, ahead of more tangible assets like
SK\VLFDOJRRGV,3RIÀFHVOLNH&,32QHHGWRDGDSW
their ways of working to handle the rising tide and
increasingly complex innovation environment.
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“

[We do] extensive searches through the
CIPO site before we proceed through our
product development process. CIPO has
EHHQYHU\EHQHÀFLDOLQVSHHGLQJXSRXU
product development.

”

TRUDEAU CORPORATION
6833/,(52)48$/,7<.,7&+(1$1'7$%/(352'8&76

World IP Applications

2004

2013

Patents

1,574,400

2,567,900

Trademarks

4,468,063

7,045,140

586,600

1,242,701

6,629,063

10,855,741

Industrial Designs
Total

IP AS AN
ECONOMIC ENGINE
CIPO has always focused on
supporting innovation by
providing timely, high quality
IP protection so businesses can
develop commercially
successful products and
services. In the new global
reality, that means aligning our
activities more closely with
Canada’s economic strategies
and focusing on encouraging
invention, discovery and
commercial success through
modernization, international
harmonization, and more
VWUHDPOLQHGHIÀFLHQWZD\VRI
getting IP business done.

CIPO Annual Report 2014–2015
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FEATURES

8
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A MODERN IP FRAMEWORK FOR A
GLOBALLY COMPETITIVE CANADA

:KHQLGHDVDUHZHOOSURWHFWHGFRPSDQLHVKDYHWKHFRQÀGHQFH
to transform them into competitive products and solutions. That
knowledge has driven CIPO’s ambitious agenda of IP
modernization and international alignment over the past three
years. The result? A wave of change that will ensure Canada’s
administrative and regulatory IP frameworks support innovation
DQGFRPSHWLWLYHQHVVZLWKFODULW\FHUWDLQW\DQGHIÀFLHQF\
A MODERNIZED IP SYSTEM
The Government of Canada sees IP protection
as an economic priority, as proven by the
VLJQLÀFDQWOHJLVODWLYHFKDQJHVPDGHWKDW
now allow the country to align its IP
framework with important international
treaties and agreements. These changes will
give Canadian businesses a competitive
advantage by reducing administrative
burden and harmonizing international IP
procedures.
In a single year, 2014–2015 brought updates
to three key pieces of Canadian IP
legislation. Bill C-31 received Royal Assent in
June 2014: its amendments to the Trade0DUNV$FW allow Canada to join three
international administrative IP treaties. These
treaties will allow CIPO to reduce red tape,
increase certainty, and support expansion
into global markets. In December of that
same year, amendments were passed to the
3DWHQW$FW and ,QGXVWULDO'HVLJQ$FW,
enabling the country to join another two IP
treaties, with the objective to support
Canadian businesses to compete globally.
Changes to Canada’s trademark regime
were also undertaken as part of Bill C-8, the
&RPEDWWLQJ&RXQWHUIHLW3URGXFWV$FW, which
became law in December 2014.
CIPO Annual Report 2014–2015
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INTERNATIONAL IP HARMONIZATION
While the new laws were being passed, CIPO
ZRUNHGZLWKRWKHU,3RIÀFHVWRLQÁXHQFH
international forums, support Canada’s trade and
foreign policy agenda, and formalize agreements
WKDWEHQHÀW&DQDGLDQEXVLQHVVHV&,32VLJQHGD
new Patent Prosecution Highway (PPH)
DJUHHPHQWZLWKWKH(XURSHDQ3DWHQW2IÀFHWR
help innovators obtain patent protection in a
timely and effective manner. CIPO also signed a
memorandum of understanding with China that
enables both countries’ IP agencies to cooperate
on several aspects of trademark administration.

Moreover, CIPO continued to provide expert
assistance to developing countries—for example,
through the annual CIPO-WIPO Executive
:RUNVKRSIRUVHQLRURIÀFLDOVIURPGHYHORSLQJ
countries. Also, CIPO attended the 7th meeting
of the Patent Cooperation Treaty (PCT) Working
Group in Geneva and the 7th Plurilateral PPH
Working Group meeting in Singapore, and began
DFFHSWLQJHOHFWURQLFÀOLQJVRILQWHUQDWLRQDO
patent applications prepared using the World
Intellectual Property Organization (WIPO)
ePCT service.

ALIGNED WITH
INTERNATIONAL AGREEMENTS
CANADA’S LEGISLATIVE CHANGES IN 2014–2015 ALLOW THE COUNTRY
TO PARTICIPATE IN:
1LFH$JUHHPHQW&RQFHUQLQJWKH,QWHUQDWLRQDO&ODVVLÀFDWLRQRI
Goods and Services for the Purposes of the Registration of Marks
Singapore Treaty on the Law of Trademarks
Protocol Relating to the Madrid Agreement Concerning the
International Registration of Marks
Patent Law Treaty
Hague Agreement Concerning the International Registration of
Industrial Designs

10
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NEW BUSINESS SERVICES,
BETTER ACCESS TO INFORMATION

Small and medium-sized businesses are important engines of the economy.
Yet many lack the information to make sense of complex IP law and build
strong IP strategies. To bridge that gap, CIPO worked throughout the year to
identify new business services that will help Canadian businesses make the
best use of their IP, and obtain the timely results they need.
BOOSTING CANADA’S “IP IQ”
Adopting a strong customer focus and delivering
valuable services to business are top priorities for
CIPO. To advance on these fronts, the organization
shortlisted a number of potential new services to
develop—including online resources and new
training modules. CIPO also reviewed best
SUDFWLFHVFROODERUDWLQJZLWKVHOHFWSDWHQWRIÀFHV
in other countries in preparation for introducing
these new services and for developing others in
the years to come.
Many of CIPO’s new services are designed to boost
Canadian companies’ knowledge of IP: their “IP
IQ”. To complement these, CIPO expanded on
existing strategic partnerships, and began building
new ones, to carry out research on key topics and
industries, and to share IP information more widely
among small and medium-sized businesses.

HELPING BUSINESSES ACCESS IP
INFORMATION
CIPO conducted a comprehensive gap analysis
to determine which of its information is available
to clients online and which can only be obtained
via traditional media by request. This is an
LPSRUWDQWÀUVWVWHSWRZDUGHQVXULQJWKDW
companies have access to the information they
QHHGWREXLOGHIIHFWLYH,3VWUDWHJLHV7ZRVSHFLÀF
initiatives that would increase access to

LQIRUPDWLRQIRU,3XVHUVZHUHLGHQWLÀHGIRU
implementation. One initiative related
to the Canadian Patents Database, which will
LQFUHDVHWUDQVSDUHQF\LPSURYHHIÀFLHQF\RIWKH
search and examination process, and result in
greater international compliance and cooperation.
The other related to IP analytics, which will map out
patent technologies and inventor collaborations,
allowing for a better understanding of collaboration
in innovation, emerging technologies and where
Canadians may have a technological advantage.
Longer-term plans are under development.

INFORMING
INNOVATORS
THROUGH OUTREACH
CIPO BUSINESS DEVELOPMENT OFFICERS MET
WITH MORE THAN 5,000 INDIVIDUALS. WITH
PARTNERS, WE DELIVERED IP PRESENTATIONS
TO MORE THAN 3,200 PEOPLE.

CIPO Annual Report 2014–2015

11

- 51 CM-2 2014-2015 Canadian Intellectual Property Office Annual Report and Additional Information

AN IT INFRASTRUCTURE TO KEEP PACE WITH THE
BUSINESS OF INNOVATION

With innovation accelerating and the global IP environment becoming
increasingly interconnected, fast, reliable, and high-performing technology
is a must for any IP organization. In 2014–2015, CIPO drew up an IT roadmap
and advanced 15 technology modernization projects that will create a more
agile and responsive IP system for Canadian companies.
PROPELLING OUR PRIORITIES

PUTTING OUR CUSTOMERS FIRST

Last year’s slate of IT modernization projects
focused on a number of priority areas for CIPO.
Legislative compliance topped the list as a result
of sweeping changes to Canada’s IP framework
and preparations to align with multiple
international agreements. Other projects focused
RQLPSURYLQJWKHWLPHOLQHVVRIÀQDQFLDOGDWD
developing new business services, implementing
an enterprise content management system and
DFKLHYLQJLQWHUQDOSURFHVVHIÀFLHQFLHV

As part of its IT activities in 2014-2015, CIPO
initiated work on a customer relationship
management framework, scheduled to launch in
WKHÀVFDO\HDUWKDWZLOOVXSSRUWKLJK
quality interactions with customers. Also,
developing an online version of the Trademarks
*RRGVDQG6HUYLFHV0DQXDO and the
functionality to classify according to the Nice
FODVVLÀFDWLRQDQGLPSURYLQJWKH&,32ZHEVLWH
were all steps taken to streamline and consolidate
WKH2IÀFH·VWHFKQRORJLHVDQGSODWIRUPV

A broad range of potential solutions were
analyzed to validate the organization’s IT
roadmap, and planned investments were
reassessed and reprioritized to ensure our IT
modernization is coherent, integrated and
HIÀFLHQWZLWKVPDUWUHXVHRIWHFKQRORJLHVDQG
resources across projects. All proposed
enhancements—from desktop software renewal to
a long-term telework pilot—are meant to help
employees serve clients better.

Work also progressed on updates to the Canadian
Patents Database. New functionality allows users
WRÀOWHUVHDUFKUHVXOWVWRVKRZRQO\DFWLYHRULQDFWLYH
patent documents, making it easier to narrow
search results when determining freedom to
operate or trying to avoid infringement.

PLANNED UPDATES AND IMPROVEMENTS TO CIPO’S WEB APPLICATIONS WILL
ENHANCE THE USER EXPERIENCE.

12
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LEAN, MOTIVATED AND READY TO ENGAGE

Organizations in many sectors today talk about “agility”: the
ability to work swiftly, adapt to change and leap at emerging
opportunities. To support innovative Canadian companies,
CIPO also has to be agile, so it made strides to streamline
operations and strengthen its highly skilled workforce.
A MORE RESPONSIVE CIPO
CIPO teams continued to embed the
principles of the Lean continuous process
improvement methodology, focusing on
customer value, quality, and timeliness
throughout the organization’s operations.
Employees played an important role in
reducing the processing times for trademark
registration, the treatment of incoming
correspondence, as well
as several operational areas within the
Patent Branch—all contributing towards
&,32·VJRDOVDQGREMHFWLYHVLGHQWLÀHG
in the 2012–2017 Business Strategy.
Trademark employees also triggered
several changes with the help of our clients
to reduce the total processing times
required to acquire a trademark, which
were well received by the agent
community and direct applicants alike.
They were also able to reduce the
inventory of trademark correspondence by
more than 90%.
To better manage capacity, service
standards, quality, and costs, CIPO
developed activity-based management
models that contributed to operational
excellence and improved performance.

86% SAID:

PROMOTING EMPLOYEE
EXCELLENCE
Highly effective people are crucial to
organizational excellence. CIPO
GHYHORSHGFRPSHWHQF\SURÀOHVIRU
managers to support employee
development, approved an approach
to career path design, and developed
VSHFLÀFFDUHHUSDWKVIRUVXSHUYLVRUVDQG
managers, outlining training requirements
for both roles. Training was key to keeping
the CIPO workforce current. For
example, we had 186 training sessions for
patent examiners and we launched a
mentoring program pilot for patent
examiners.

“

I am proud of the
work that I do

”

2014 PUBLIC SERVICE
EMPLOYEE SURVEY

Results from the 2014 Public Service
Employee Survey (PSES), which measures
employee opinions on employee
engagement, leadership, the workforce
and the workplace, arrived at the close of
2014–2015. CIPO began work on a new
2014–2017 PSES action plan by analyzing its
strengths and areas of improvement,
having completed 100% of the action items
of the 2011 PSES action plan earlier in the
year. Formal awards and informal
recognitions helped boost employee
engagement and celebrate individual
achievements.

CIPO Annual Report 2014–2015
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STRIVING FOR HIGHER PERFORMANCE
CIPO’S ONGOING IMPROVEMENT INITIATIVES CONTINUED TO YIELD
SIGNIFICANT EFFICIENCY GAINS THROUGHOUT 2014–2015.
PATENTS

PATENT APPEAL BOARD

(INVENTORY AND TURNAROUND TIMES)

(INVENTORY AND TURNAROUND TIMES)

Inventory

(Number of applications
awaiting first action)

Turnaround times

(From request for examination
to grant)

Inventory

(Number of applications)

48.4

Turnaround times
(in months)

55
45.7

42.7

40.3

29

43

37

37

2012–2013

2013–2014

2014–2015

30
18

45,281

36,872

30,125

28,367

53

2011–2012

2012–2013

2013–2014

2014–2015

2011–2012

TRADEMARKS

TRADEMARKS OPPOSITION BOARD

(INVENTORY AND TURNAROUND TIMES)

Inventory

(CASELOAD AND TURNAROUND TIMES FOR OPPOSITION PROCEEDINGS)

Turnaround times
(in months)

28.7

Active Caseload
Opposition Proceedings

TAT (in months)
Opposition Proceedings

Active Caseload
Section 45 Proceedings

TAT(in months)
Section 45 Proceedings

49
44

27.3

27.1

30

27

113,935

118,947

123,328

131,442

2011–2012

2012–2013

2013–2014

2014–2015

(INVENTORY AND TURNAROUND TIMES)

Inventory

(Number of applications)

Turnaround times

(in months)

12.6

14

11.8

9.5

9.6

4,126

5,092

6,269

5,242

2011–2012

2012–2013

2013–2014

2014–2015
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30
29

26

2,397 658 2,030 781 1,899 754 1,818 735
2011–2012
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38

2012–2013

2013–2014

2014–2015
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Performance vs
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To contribute to CIPO’s overarching strategic aim to improve IP frameworks,
support innovation, competitiveness, clarity and certainty and reduce “red
WDSHµHDFKEUDQFKZLWKLQ&,32VHWVVSHFLÀFSULRULWLHVWRDFKLHYHRYHUWKH
FRXUVHRIWKHÀVFDO\HDU7KHIROORZLQJLQGLFDWHVWKRVHSULRULWLHVLQ²
2015 and summarizes the progress achieved toward them.

PATENT BRANCH
ORGANIZATIONAL OBJECTIVE:
To support CIPO’s objective of administering IP rights
in a timely way, the Patent Branch aimed to reduce
pendency—the average number of months from
receipt of a request for examination to granting of a
patent. By the end of March 2015, a 40.3-month
yearly average was achieved. This represented a
2.4-month reduction in overall pendency from the
SUHYLRXVÀVFDO\HDU6XFFHVVWKLV\HDULVGXHWR
sustained efforts to work through older inventory,
strategic use of overtime and successful results of
past recruitment strategies of patent examiners.
OPERATIONAL PRIORITIES AND
RESULTS ACHIEVED
1. Enhance patent quality and legal certainty:
Revised and published several chapters
of the 0DQXDORI3DWHQW2IÀFH3UDFWLFH
(MOPOP) and published an ([DPLQDWLRQ
3UDFWLFH5HVSHFWLQJ0HGLFDO8VHV
2. Work on amendments to the Patent Act and
Patent Rules:
&DUULHGRXWVLJQLÀFDQWZRUNUHODWHG
to 3DWHQW$FW amendments toward
&DQDGD·VUDWLÀFDWLRQRIWKH3DWHQW
Law Treaty (PLT). Amendments to the
3DWHQW$FWreceived Royal Assent on
December 16, 2014.

16
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3. Support work sharing initiatives:
Provided on-site training to staff at the
&KLOHDQ3DWHQW2IÀFHIRUWKH3DWHQW
Cooperation Treaty.
Collaborated with China’s State
,QWHOOHFWXDO3URSHUW\2IÀFHDQG
RWKHU*OREDO33+SDUWQHURIÀFHV
to develop a common interactive
PPH request form.
As a member of the Vancouver Group,
FROODERUDWHGZLWK$XVWUDOLDQ3DWHQW2IÀFH
DQG8.,QWHOOHFWXDO3URSHUW\2IÀFHRQD
paper on the principles of recording
search strategies.
4. Bring further improvements to the Quality
Management System (QMS):
Fully deployed quality control system for
international applications, with subsequent
improvements to the interface.
Upgraded search recording tool (to enable
the provision of a fully documented search
at each stage of examination prosecution
and for outgoing examination reports).
The backlog of patent applications with a request
IRUH[DPLQDWLRQDZDLWLQJÀUVWDFWLRQWKDWDUH
months and older has been reduced by more
than 90% since March 2012.
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PATENT

INVENTORY AND TURNAROUND TIME
CIPO’S PATENT TURNAROUND TIME (OR PENDENCY TIME)
SHRANK BY NEARLY 17% BETWEEN 2011–2012 AND 2014–2015,
AND THE INVENTORY OF PATENT APPLICATIONS WITH A REQUEST
FOR EXAMINATION AWAITING FIRST ACTION WAS REDUCED BY
37% BETWEEN 2011–2012 AND 2014–2015.

2011–2012

TURNAROUND
TIME WAS

48.4
months

2012–2013

TURNAROUND
TIME WAS

2013–2014

45.7 42.7
TURNAROUND
TIME WAS

months

drop

2014–2015

40.3

TURNAROUND
TIME WAS

months

months

AGE OF INVENTORY* AWAITING FIRST ACTION**
0<12
months

12<18
months

18<24
months

24<30
months

30+
months

25,000

20,000

15,000

10,000

5,000

0

Q1

2013–2014

Q2

2013–2014

Q3

2013–2014

Q4

2013–2014

Q1

2014–2015

Q2

2014–2015

Q3

2014–2015

Q4

2014–2015

* Age of inventory at end of quarter
**The age of inventory is calculated from the date of the request for examination
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TRADEMARKS BRANCH

ORGANIZATIONAL OBJECTIVE:
To support CIPO’s objective of reducing the time
to administer IP rights, the Trademarks Branch
aimed to reduce the number of months between
WKHÀOLQJDQGUHJLVWUDWLRQRIDWUDGHPDUN%\WKH
end of March 2015, a 28.7-month yearly average
was achieved. This represented a 1.7-month
increase in overall pendency from the previous
ÀVFDO\HDU7KLVUHVXOWLVGXHWRZRUNSHUIRUPHGRQ
the creation of management reporting tools, and
particularly to the fact that these tools were able to
LGHQWLI\XQSURFHVVHGÀOHVLQWKHÀOHLQYHQWRULHV
ZKLFKUHVXOWHGLQWKHSURFHVVLQJRIROGHUÀOHV7R
counteract this increase, new measures continue
to be taken to meet targets, such as the
implementation of Lean in certain processes. Also,
once the legislative changes made in 2014-2015
are implemented, the Trademarks Branch will be
able to reduce and improve turnaround times
going forward.
OPERATIONAL PRIORITIES AND RESULTS ACHIEVED
1. Continue to improve processes, especially
with respect to correspondence:
Initiated Lean pilot to review all business
processes from end to end, with good
progress and positive results. Aiming to
reduce overall turnaround time from
ÀOLQJWRUHJLVWUDWLRQ
Committed to reducing the response
times for correspondence received
after an Examiner’s report.

18

CIPO Annual Report 2014–2015

2. Review reporting tools:
Added “aging” component to most of
reports for more accurate representation
of our caseloads and to make better,
timelier decisions.
Worked on production model to assist
with determining optimal capacity.
3. Continue to modernize the relevant regulatory
and legislative frameworks:
Worked on implementing new legislation that
allows for accession to three international
treaties (Nice Agreement, Singapore Treaty
and Madrid Protocol).
4. Implement new regulations regarding
trademark agents
Implemented the new regulations regarding
trademark agents, which came into effect
on April 1, 2014. New trademark agents
must now pass the qualifying exam before
being entered on the list of trademark
agents.
Actions were also taken in 2014–2015 to actively
reduce the inventory. While time spent on treating
PDLOLQYHQWRU\ÀOHVGLGFDXVHDVOLJKWLQFUHDVHLQWKH
ODVWTXDUWHURIWKHÀVFDO\HDULQJHQHUDOUHGXFLQJ
the existing inventory has helped CIPO become
more effective in managing turnaround times.
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TRADEMARK

INVENTORY AND TURNAROUND TIME
WHILE CIPO’S OVERALL TRADEMARK REGISTRATION TURNAROUND TIME
AND INVENTORY HAVE BOTH RISEN SINCE 2011–2012, IMPORTANT
INSIGHTS HAVE BEEN GAINED INTO THE DRIVERS BEHIND THE TIMING
FACTOR, AND A RENEWED COMMITMENT TO PROCESS IMPROVEMENT
WILL LEAD TO TURNAROUND TIME REDUCTIONS IN UPCOMING YEARS.

2011–2012

2012–2013

27.3

27.1

TURNAROUND
TIME WAS

TURNAROUND
TIME WAS

months

2013–2014

27

TURNAROUND
TIME WAS

months

rise

2014–2015

28.7

TURNAROUND
TIME WAS

months

months

AGE OF INVENTORY* AWAITING FIRST ACTION
0<4
months

4<6
months

6<8
months

8<10
months

10+
months

18,000
16,000
14,000
12,000
10,000
8,000
6,000
4,000
2,000
0

Q3

2013–2014

Q4

2013–2014

Q1

2014–2015

Q2

2014–2015

Q3

2014–2015

Q4

2014–2015

* Age of inventory at end of quarter
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COPYRIGHT AND INDUSTRIAL
DESIGNS BRANCH

ORGANIZATIONAL OBJECTIVE:
 3XWDSODQLQSODFHWRVLJQLÀFDQWO\UHGXFH
In 2014–2015, the Copyright and Industrial Designs
current levels of inventory applications:
Branch focused its efforts on reducing the time to
Created new work tools to address
examine an industrial design application and issue
pendency and ensure progress toward
a timely decision. It set out to reduce the average
desired state.
number of months between receipt of an industrial
Emphasized immediate action on
design application and registration to 10.8 months.
RIÀFHGULYHQSHQGHQF\ÀOHVE\SURFHVVLQJ
%\WKHHQGRIWKHÀVFDO\HDUWKH%UDQFKKDG
the oldest applications on a priority basis,
achieved an average rate of 11.8 months. This
VLJQLÀFDQWO\UHGXFLQJWKHQXPEHURI
ZDVSDUWO\GXHWRDQHZ´ÀUVWLQÀUVWRXWµDSSURDFK
ROGHUÀOHV
to prosecuting applications that brought forward
3. Develop stronger performance reporting
ROGHUPRUHFRPSOH[ÀOHV$VZHOOPDQ\DOORZHG
and monitoring tools:
ÀOHVZHUHDVVRFLDWHGZLWKÀOHVVWLOOXQGHUSURVHFXWLRQ
Used forecasting model as an essential
and could not be registered until the associated
tool to determine the number of resources
ÀOHVZHUHDOVRDOORZHG :LWKRXWDQDVVRFLDWLRQD
required to meet our target.
ÀOHLVUHJLVWHUHGRQWKHVDPHGD\LWLVDOORZHG
OPERATIONAL PRIORITIES AND RESULTS ACHIEVED
1. Develop new models and processes for
KDQGOLQJLQGXVWULDOGHVLJQÀOHVLQRUGHUWR
reach targets:
5HÀQHGIRUHFDVWLQJPRGHO
Continued to improve forecast TAT from
ÀOLQJWRDOORZDQFH

4. Continue to support IP modernization in
preparation for Canada’s accession to
international treaties on industrial design:
Collaborated internally, within the
department and with the Department
of Justice, to amend the ,QGXVWULDO'HVLJQ
$FW. Amendments to the Act received
Royal Assent on December 16, 2014.
Actions taken since March 2014 to actively
reduce the existing inventory have contributed
to a downward trend.
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INDUSTRIAL DESIGN

INVENTORY AND TURNAROUND TIME
A BACKLOG OF OLDER ID APPLICATIONS AND A CHANGE IN
WORK PRACTICES HAVE SLOWED OPERATIONS IN THE SHORT
TERM, BUT TURNAROUND TIMES AND INVENTORY LEVELS ARE
NOW BEGINNING TO DECLINE FOR OLDER APPLICATIONS.

2011–2012

2012–2013

9.5

9.6

TURNAROUND
TIME WAS

TURNAROUND
TIME WAS

months

months

2013–2014

12.6

TURNAROUND
TIME WAS

months

start
of decline

2014–2015

11.8

TURNAROUND
TIME WAS

months

AGE OF INVENTORY*
0<9
months

10<14
months

15<19
months

20+
months
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2,000
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0

Q3
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Q4

2013–2014

Q1
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Q2

2014–2015

Q3

2014–2015

Q4

2014–2015

* Age of inventory at end of quarter
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PATENT APPEAL BOARD

2. Support IP modernization by adapting
SURFHVVHVWRUHÁHFWDPHQGPHQWVWRWKH
Patent Rules and by providing guidance
to the public on the new framework:
Developed guidance for the public and the
agent community on recent amendments
to the Patent Rules affecting post-Final
Action procedures.

ORGANIZATIONAL OBJECTIVE:
The Patent Appeal Board achieved its 2014–2015
goal of reducing the review time for rejected
applications to 24 months or less and is on track
to fully achieve an 18-month turnaround time by
the end of 2015–2016.
OPERATIONAL PRIORITIES AND RESULTS ACHIEVED

7KHLQYHQWRU\RIÀOHVROGHUWKDQPRQWKVKDV
been eliminated, and the proportion of those
18 months or older has been reduced from
50% to 8% since March 2012.

 6LJQLÀFDQWO\UHGXFHWLPHWRUHYLHZDUHMHFWHG
application:
Improved reporting and developed
periodic status updates and mechanisms
WRHQFRXUDJHHDUO\LGHQWLÀFDWLRQRILVVXHV
requiring intervention.
Prioritized alignment with CIPO priorities.

AGE OF INVENTORY*
0–6
months

7–12
months

13–18
months

19–24
months

25–30
months

31–36
months

>37
months

20
18
16
14
12
10
8
6
4
2
0

Q1

2013–2014

Q2

2013–2014

Q3

2013–2014

* Age of inventory at end of quarter
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TRADEMARKS OPPOSITION BOARD

ORGANIZATIONAL OBJECTIVE:
The Trademarks Opposition Board aimed to reduce
the average turnaround time for opposition cases
to 4 years—and exceeded that goal by achieving
an average time of 3.25 years.
OPERATIONAL PRIORITIES AND
RESULTS ACHIEVED
1. Enhance quality and legal certainty:
Cleared all regular cases started
in 2009 or prior.

3. Focus on regulatory and legislative
amendments to implement Bill C-8, the
proposed Combatting Counterfeit Products
Act:
Led regulatory drafting with Department
of Justice and Trademarks Branch policy
experts in response to legislative
amendments following the Royal Assent
of the &RPEDWWLQJ&RXQWHUIHLW3URGXFWV
$FW (Bill C-8).
/HGVLJQLÀFDQWZRUNUHODWHGWRWKH
amendments to the 7UDGHPDUNV$FWand
related regulations towards accession to
the trademarks treaties. Amendments to
the 7UDGHPDUNV$FW received Royal Assent
on June 19, 2014.

Continued control phase of the Lean
project and maintained commitment
to have all correspondence received
UHYLHZHGZLWKLQÀYHGD\VRIUHFHLSWDW
the board.
2. Work on amendments to the Trade-marks Act
and Trade-marks Regulations:
Worked with Trademarks Branch to
develop sound business requirements for
the legislative changes.

Overall pendency (outstanding cases to be
resolved) decreased by 30% for opposition and
16% for Section 45 since 2011–2012, and the total
number of active cases for opposition decreased
by 23% in the same period. All cases older than
ÀYH  \HDUVKDYHEHHQFORVHG

AGE OF INVENTORY* OF OPPOSITION CASES
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$XGLWHGÀQDQFLDOVWDWHPHQWVDQG$GGLWLRQDO)LQDQFLDO,QIRUPDWLRQ
TRADEMARKS
Graphs
Trademark Applications
Trademark Disposals
Tables
Trademark Applications Filed By Language
Trademark Applications Filed and Registered
by Province/Territory
Top Ten Trademark Applicants
Top Ten Trademark Registrants
Trademark Applications Filed and Registered
by Origin as stated by Applicant
Trademark Opposition Board
Operational Statistics
PATENTS
Graphs
Patent Requests for Examination
Patent Disposals
Tables
Patent Applications Filed by Language
Patent Applications Filed, Requests for
Examination and Grants by Discipline
Applications Filed and Granted to Residents
of Canada and Foreign Countries
(Fiscal year 2014–2015)
Top 10 Patent Applicants
(Fiscal year 2014–2015)
Top 10 Patentees (Fiscal year 2014–2015)
Patent Applications Filed and Granted by
Origin as Stated by Applicant
Patent Appeal Board Operational Statistics
COPYRIGHT
Graphs
Copyright Applications
Copyright Disposals
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Tables
Copyright Applications Filed by Language
Copyright Applications Filed and Registered
by Province/Territory
Copyright Applications Filed and Registered
by Origin As Stated by Applicant
Top Ten Copyright Applicants
INDUSTRIAL DESIGNS
Graphs
Industrial Design Applications
Industrial Design Disposals
Tables
Industrial Design Applications Registered
by Language
Industrial Design Applications Filed and
Registered by Province/Territory
Industrial Design Applications Filed and
Registered By Origin As Stated By Applicant
Top Ten Industrial Design Applicants
Top Ten Industrial Design Registrants
Corporate Statistics
Key Activities
Finance
•
Revenues by Products and Services
•
Operating Expenditures by Category
•
Expenditures by Branch Grouping
•
Patent Revenues
•
Trademark Revenues
•
Copyright and Industrial Design Revenues
Human Resources
•
Employees by Age Group
•
Total Employees
•
Employees by Gender
Information Branch
•
,QWHUQHW7UDIÀF
•
Enquiries
Client Service Standards
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Patent disposals
Patent disposals - Table

Patent applications filed by language
2011-2012

2012-2013

2013-2014

2014-2015

English

33,708

34,554

35,810

36,172

French

1,303

1,294

1,234

1,354

Total

35,011

35,848

37,044

37,526

Patent applications filed, requests for examination and grants by discipline
2011-2012

2012-2013

2013-2014

2014-2015

Filed

3,159

3,003

2,986

3,093

Requests for examination

2,535

2,424

2,498

2,496

Granted

1,732

1,780

1,847

1,691

Filed

5,693

5,978

6,304

5,843

Requests for examination

5,244

5,083

4,757

4,555

Granted

3,045

3,447

3,994

4,364

Biotechnology

Computer-related

Electrical/Physics
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Filed

3,354

3,459

3,520

3,515

Requests for examination

2,635

2,509

2,494

2,569

Granted

1,916

1,941

2,083

2,031

Filed

9,882

10,925

11,361

12,102

Requests for examination

7,693

8,017

8,509

8,740

Granted

5,871

6,234

6,823

7,391

Filed

3,931

3,489

3,579

3,580

Requests for examination

3,347

3,064

3,005

2,926

Granted

2,779

2,544

2,785

2,421

Filed

5,300

5,264

5,382

5,655

Requests for examination

4,660

4,339

4,423

4,508

Granted

3,641

3,527

3,781

3,397

Filed

3,692

3,730

3,912

3,738

Requests for examination

3,077

2,725

2,811

2,982

Granted

1,943

2,056

2,169

2,451

Filed

35,011

35,848

37,044

37,526

Requests for examination

29,191

28,161

28,497

28,776

Granted

20,927

21,529

23,482

23,746

Mechanical/civil

Organic chemistry

Other chemistry

Miscellaneous

All disciplines

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Applications filed & granted to residents of Canada and foreign countries
Filings
PCT

Non-PCT

Total

Total grants

Alberta

266

738

1,004

531

British Columbia

204

380

584

220

Manitoba

37

80

117

80

New Brunswick

13

53

66

19

Newfoundland and Labrador

5

6

11

5

Nova Scotia

19

36

55

20

Nunavut

0

0

0

0

Northwest Territories

0

0

0

0

Ontario

651

1,184

1,835

1,520

Prince Edward Island

7

8

15

1

Quebec

339

643

982

521

Saskatchewan

21

122

143

75

Yukon Territory

0

0

0

0

Sub-total

1,562

3,250

4,812

2,992

Foreign countries

26,608

6,106

32,714

20,754

Total

28,170

9,356

37,526

23,746

Top 10 patent applicants
Halliburton Energy Services, Inc.

416

The Boeing Compagny

274

General Electric Company

265

F. Hoffmann-La Roche Ltd

249

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Basf SE

215

The Procter & Gamble Company

201

Covidien AG

159

BlackBerry Limited

150

Snecma S.A.

145

Schlumberger Canada Limited

142

Top 10 patentees
BlackBerry Limited

663

Research In Motion Limited

626

Qualcomm Technologies, Inc.

290

General Electric Company

189

The Procter & Gamble Company

186

Schlumberger Canada Limited

168

Halliburton Energy Services, Inc.

154

Snecma S.A.

143

LG Electronics Inc.

133

Microsoft Corporation

127

Patent applications filed and granted by origin as stated by applicant
Filed

Granted

Algeria

0

0

Andorra

0

1

Anguilla

1

0

Antigua

0

0

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Argentina

14

5

Armenia

1

0

Aruba

1

0

Australia

464

295

Austria

222

139

Azerbaijan

0

0

Bahamas

14

8

Bahrain

0

0

Barbados

19

28

Belarus

2

1

Belgium

292

201

Belize

1

0

Benin

1

0

Bermuda

22

24

Bolivia

0

0

Bosnia and Herzegovina

0

0

Brazil

77

30

British Virgin Islands

57

22

Brunei Darussalam

0

0

Bulgaria

5

2

Burkina Faso

0

0

Burundi

0

0

Cabo Verde

1

0

Canada

4,812

2,992

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Cayman Islands

23

9

Central African Republic

0

0

Chile

37

12

China

661

251

Colombia

3

2

Cook Islands

1

0

Costa Rica

3

0

Croatia

5

4

Cuba

8

8

Cyprus

13

5

Czech Republic

15

6

Czechoslovakia

0

0

Democratic People's Republic of Korea

2

0

Denmark

309

163

Dominica

0

1

Dominican Republic

0

0

Ecuador

1

1

Egypt

1

0

El Salvador

0

0

Estonia

3

2

Faroe Islands

2

0

Finland

338

214

France

1,876

1,225

Gabon

0

0

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Georgia

0

0

Germany

2,374

1,589

Germany (Democratic Republic)

15

7

Gibraltar

2

1

Greece

16

8

Guatemala

0

0

Guinea

0

0

Guyana

0

0

Honduras

0

0

Hungary

30

15

Iceland

12

11

India

173

61

Indonesia

1

0

Iran (Islamic Republic of)

0

0

Ireland

166

73

Isle of Man

14

4

Israel

410

163

Italy

569

345

Jamaica

2

0

Japan

1,903

1,499

Jersey

0

0

Jordan

0

0

Kazakhstan

0

1

Kenya

0

0

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Kuwait

0

0

Latvia

3

4

Lebanon

2

0

Liechtenstein

35

20

Lithuania

2

0

Luxembourg

49

32

Macedonia

0

0

Madagascar

0

0

Malaysia

12

4

Malta

10

3

Mauritius

1

1

Mexico

66

20

Monaco

11

2

Morocco

2

2

Namibia

0

0

Nepal

0

0

Netherlands

601

357

Netherlands Antilles

0

6

New Caledonia

0

0

New Zealand

83

47

Niger

0

0

Nigeria

0

0

Norway

206

117

Oman

1

0

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Pakistan

0

0

Panama

1

4

Paraguay

0

0

Peru

1

0

Philippines

2

1

Poland

57

11

Portugal

20

7

Qatar

1

0

Republic of Korea

352

384

Republic of the Marshall Islands

1

0

Romania

3

0

Russian Federation

52

29

Saint Helena

0

0

Saint Kitts and Nevis

1

0

Saint Lucia

1

0

Saint Vincent and The Grenadines

2

1

Samoa

0

0

San Marino

1

0

Saudi Arabia

66

11

Senegal

0

0

Serbia

3

1

Seychelles

2

4

Singapore

67

20

Slovakia

6

1

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Slovenia

7

8

South Africa

50

37

Spain

239

72

Sri Lanka

0

0

Sudan

0

0

Swaziland

0

0

Sweden

502

352

Switzerland

1,476

952

Syrian Arab Republic

1

0

Taiwan

130

89

Thailand

2

3

The Hong Kong Special Admin. Region of the People

12

18

Trinidad and Tobago

0

1

Tunisia

1

1

Turkey

14

10

Turks and Caicos Islands

1

0

Ukraine

4

2

United Arab Emirates

4

2

United Kingdom

1,229

727

United States of America

17,129

10,949

Uruguay

0

0

Uzbekistan

0

0

Vanuatu

0

0

Vatican City State (Holy See)

0

0

https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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Venezuela, Bolivarian Republic of

6

4

Viet Nam

2

2

Yugoslavia

0

0

Zambia

0

0

Zimbabwe

0

0

Total

37,526

23,746

Patents Appeal Board
Patent Appeal Board operational statistics
2011-2012

2012-2013

2013-2014

2014-2015

Referrals

23

20

34

28

Disposals

25

25

40

27

Referrals

0

0

2

6

Disposals

1

0

0

2

Final actions

Industrial designs

Re-examination - section 48.1
Filings

5

6

6

4

Disposals

4

3

7

2

Candidates for agents examinations
Patents

259

231

218

439

Trademarks

44

57

69

71

Date modified:
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr03997.html#patents
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STATUTS - STATUTES - STATUTEN
ARTICLE 1
OBJET-DENOMINATION-SIEGE
Il est constitué, entre les Conseils en Propriété
Intellectuelle exerçant leur profession à titre libéral
désireux de resserrer leurs liens de confraternité
professionnelle sur le plan international, d'unir leurs
efforts en vue de promouvoir des réformes des
textes conventionnels, législatifs et réglementaires
et de traiter des questions relatives à leur
profession, une Association ayant pour titre:

ARTICLE 1
OBJECT-NAME-SEAT
An association comprising Intellectual Property
Attorneys in private practice desirous of strengthening
their bonds of professional confraternity in the
international field, of combining their efforts with a
view to promoting reforms in the texts of conventions,
legislation and regulations, and of dealing with
questions relating to their profession, is established
under the name:

ARTIKEL 1
GEGENSTAND-BENENNUNG-SITZ
Zwischen freiberuflich tätigen Patentanwälten, die
danach trachten, ihre beruflich-kollegialen Verbindungen auf internationaler Ebene zu festigen, ihre
Bemühungen zur Reform der Texte von Übereinkommen, Gesetzen und Durchführungsverordnungen
zu vereinigen und ihre Standesfragen zu behandeln,
ist eine Vereinigung gegründet worden unter dem
Namen:

"Fédération Internationale des Conseils en Propriété "Fédération Internationale des Conseils en Propriété
Intellectuelle" (FICPI) 1
Intellectuelle" (FICPI)1
(International Federation of Intellectual Property
Attorneys)

"Fédération Internationale des Conseils en Propriété
Intellectuelle " (FICPI) 1
(Internationale Föderation von Patentanwälten,
nachfolgend kurz "Föderation" genannt)

Cette Association a son siège à Bâle, Suisse.

Die Vereinigung hat ihren Sitz in Basel, Schweiz.

This Association has its seat at Basel, Switzerland.

ARTICLE 2

ARTICLE 2

ARTIKEL 2

BUTS

AIMS

ZIELE

La Fédération Internationale des Conseils en
Propriété Intellectuelle a pour buts:

The International Federation of Intellectual Property
Attorneys has the following aims:

Die Internationale Föderation von Patentanwälten hat
folgende Ziele:

1.
De resserrer les liens de confraternité
professionnelle entre les Conseils en Propriété
Intellectuelle des différents pays et de faciliter et
simplifier leurs relations professionnelles;

1.
To strengthen the bonds of professional
confraternity between Intellectual Property Attorneys in
different countries and to facilitate and simplify their
professional relations;

1.
Die beruflich-kollegialen Verbindungen
zwischen Patentanwälten in verschiedenen Ländern
zu festigen und ihre beruflichen Beziehungen zu
fördern und zu vereinfachen;

2.
D'assurer, le cas échéant en collaboration
avec les Associations Nationales, la considération et
la dignité de la profession de Conseil en Propriété
Intellectuelle sur le plan international;

2.
To safeguard the standing and dignity of the
profession of Intellectual Property Attorneys in the
international field, where need be in collaboration with
National Associations;

2.
Den Ruf und die Würde des Standes der
Patentanwälte auf internationaler Ebene zu sichern,
gegebenenfalls in Zusammenarbeit mit Nationalen
Vereinigungen;

3.
De rassembler tous les renseignements
d'intérêt professionnel dans les divers pays et de les
diffuser à l'usage de ses membres;

3.
To collect all information of professional interest
in the various countries and to distribute the same for
the use of its members;

3.
Alle beruflich interessanten Informationen in
den verschiedenen Ländern zu sammeln und diese
zum Gebrauch für ihre Mitglieder zu verteilen;

4.
D'étudier en commun toutes réformes
administratives ou législatives et toutes
améliorations aux conventions et traités
internationaux, dans le but de faciliter aux
inventeurs et industriels l'exercice de leurs droits,
d'augmenter leur sécurité et de simplifier les
procédures ou formalités;

4.
To study all administrative or legislative reforms
and all improvements to international treaties and
conventions, with the object of facilitating the exercise
by inventors and industrialists of their rights, of
increasing their security, and of simplifying procedure
or formalities;

4.
Gemeinsam alle verwaltungsmäßigen oder
gesetzgeberischen Reformen sowie alle
Verbesserungen von internationalen Verträgen und
Übereinkommen zu prüfen, um den Erfindern und
Unternehmern die Wahrung ihrer Rechte zu
erleichtern, ihre Sicherheit zu erhöhen und die
Verfahren oder Formalitäten zu vereinfachen;

5.
D'intervenir auprès des instances
internationales afin de poursuivre la réalisation des
réformes et améliorations susvisées;

5.
To intervene in international proceedings for the
purpose of pursuing the achievement of the
abovementioned reforms and improvements;

5.
Bei internationalen Instanzen mit der Absicht
vorstellig zu werden, die Verwirklichung der oben
genannten Reformen und Verbesserungen zu
verfolgen;

L’expression «Conseil en Propriété Intellectuelle» doit être interprétée au sens le plus large, comme désignant toute personne physique qualifiée pratiquant la
profession de conseil en matière de propriété intellectuelle, en vertu des lois et règlements nationaux applicables à l’exercice de cette profession s’ils existent (en
France: Conseil en Propriété Industrielle; en Grande-Bretagne: Patent Agent ou Patent Attorney; aux États-Unis: Patent Attorney; en Allemagne: Patentanwalt).

1

The literal English translation of the French term «Conseil en Propriété Intellectuelle» would be «Consulting Agent for Intellectual Property». This designation,
however, would be misleading, as «Consulting Agent» in the English language refers to a different profession. The term «Intellectual Property Attorney» used in this
translation should be interpreted in its broadest sense as covering any qualified natural person practising the profession as advisor in matters relating to protection of
intellectual property under the national laws and regulations if any, pertaining to this profession. (France: Conseil en Propriété Industrielle; Great Britain: Patent Agent
or Patent Attorney; USA: Patent Attorney; Germany: Patentanwalt).
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5bis. D'étudier et de prendre position sur les lois,
règlements, dispositions administratives et
conventions existant en matière de propriété
intellectuelle, et d'intervenir dans les procédures
judiciaires et administratives dans le but de faciliter
aux inventeurs et industriels l'exercice de leurs
droits, d'augmenter leur sécurité et de simplifier les
procédures ou formalités.

5bis. To study and take up positions on existing
intellectual property laws, regulations, administrative
provisions and conventions, and to intervene in judicial
and administrative proceedings for the purpose of
facilitating by inventors and industrialists the exercise
of their rights, of increasing their security, and of
simplifying procedures or formalities.

5bis. Existierende Gesetze, Verordnungen,
Ausführungsordnungen und Übereinkommen im
Bereich des Gewerblichen Rechtsschutzes zu
studieren und Stellung dazu zu nehmen und in
Rechts- und Verwaltungsverfahren mit der Absicht
vorstellig zu werden, Erfindern und Unternehmern
die Ausübung ihrer Rechte zu erleichtern, deren
Sicherheit zu erhöhen und Verfahren oder
Formalitäten zu vereinfachen.

6.
D'établir et d'entretenir des relations
confiantes et cordiales avec les organisations
internationales officielles ou privées existant dans
le domaine de la Propriété Intellectuelle ou appelées
à s'occuper de questions de Propriété Intellectuelle;

6.
To establish and maintain trusting and cordial
relations with official or private international
organisations existing in the field of Intellectual
Property or called upon to deal with questions of
Intellectual Property;

6.
Mit offiziellen oder privaten internationalen
Organisationen, welche auf dem Gebiet des
gewerblichen Rechtsschutzes bestehen oder zur
Behandlung solcher Fragen berufen sind, vertrauensvolle und enge Beziehungen herzustellen und
aufrechtzuerhalten;

7.
De promouvoir la formation et l'éducation de
ses membres et de toutes personnes intéressées par
la protection de la Propriété Intellectuelle en
organisant des programmes ad hoc tant au plan
local qu'au plan régional.

7.
To promote the training and continuing education
of its members and others interested in Intellectual
Property protection by organising local and regional ad
hoc programs.

7.
Die Förderung der Ausbildung und
Weiterbildung ihrer Mitglieder und aller am Schutz
des geistigen Eigentums interessierten Personen,
durch Organisation von lokalen und regionalen ad
hoc Programmen.

ARTICLE 3

ARTICLE 3

ARTIKEL 3

TRAVAUX ÉCHAPPANT A LA COMPÉTENCE
DE LA FÉDÉRATION

WORK NOT WITHIN THE COMPETENCE OF THE
FEDERATION

ARBEITEN AUSSERHALB DER
ZUSTÄNDIGKEIT DER FÖDERATION

Dans ses activités prévues à l’article 2.5 bis,
1.
la Fédération ne doit pas prendre fait et cause ou
exprimer un quelconque soutien pour une partie
impliquée dans une procédure judiciaire ou dans
tout autre contentieux juridique, et ne doit pas
intervenir dans des procédures en cours dans un
pays, devant un tribunal national ou une quelconque
juridiction, lorsqu'une Association Nationale ou une
Section Nationale de ce pays s'y oppose.

1.
When acting under Article 2.5 bis the Federation
may not advocate on behalf of or express support for
any party involved in judicial proceedings or in any
other legal dispute, and may not intervene in
proceedings before any national court or tribunal in a
country where there is a National Association or
National Section that objects thereto.

1.
Bei Handlungen nach Artikel 2.5 bis darf die
Föderation keine Interessenvertretung für eine in ein
Rechtsverfahren oder einen andere rechtliche
Auseinandersetzung involvierte Partei zum Ausdruck
bringen, und sie darf nicht in Verfahren vor einem
nationalen Gericht oder einer anderen Instanz in
einem Land vorstellig werden, wenn sich eine
Nationale Vereinigung oder Nationale Gruppe dieses
Landes dagegen ausspricht.

2.
La Fédération doit s'abstenir d'intervenir dans
les questions internes des Associations Nationales
adhérentes, notamment dans leur administration et
leur composition.

2.
The Federation shall refrain from interfering in
internal matters of the National Associations belonging
to it, particularly questions concerning their
administration and composition.

2.
Die Föderation darf sich nicht in innere
Angelegenheiten der Nationalen Vereinigungen
einmischen, insbesondere nicht in Fragen ihrer
Verwaltung und Zusammensetzung.

ARTICLE 4

ARTICLE 4

ARTIKEL 4

CATÉGORIES DE MEMBRES

CATEGORIES OF MEMBERS

ARTEN VON MITGLIEDERN

La Fédération est composée d'Associations
Nationales ainsi que de Sections Nationales et de
Sections Régionales, et de membres individuels.

The Federation is composed of National Associations as Die Föderation setzt sich aus Nationalen
well as National and Regional Sections, and of
Vereinigungen sowie aus Nationalen und Regionalen
individual members.
Gruppen und Einzelmitgliedern zusammen.

Les Conseils en Propriété Intellectuelle qui sont
membres à part entière des Associations Nationales
et des Sections Nationales et Régionales sont euxmêmes membres de la Fédération du fait de leur
appartenance à ces Associations et Sections.

The intellectual property attorneys who are full
members of National Associations and National and
Regional Sections are themselves, by virtue of such
membership, members of the Federation.

Die Patentanwälte, die Vollmitglieder von Nationalen
Vereinigungen und Nationalen und Regionalen
Gruppen sind, sind aufgrund dieser Mitgliedschaft
Mitglieder der Föderation.

Les Associations Nationales sont incitées à
admettre des Membres Juniors qui, bien que ne
remplissant pas encore leurs propres conditions
d’admission, ont vocation à le faire.

National Associations are encouraged to admit Junior
Members who do not yet, but who are expected to,
comply with their own rules for the admission of their
members.

Nationale Vereinigungen werden ermuntert,
Juniormitglieder aufzunehmen, die noch nicht, jedoch
absehbar die eigenen Aufnahmevoraussetzungen für
Mitglieder erfüllen.

Les Sections Nationales et Régionales sont libres de National and Regional Sections are free and encouraged
et incitées à désigner des Membres Juniors qui ne
to admit Junior Members who do not yet meet the
remplissent pas encore les conditions de capacité
desired conditions as to ability required by Article 5.2.
requises par l’Article 5.2.
Les Membres Juniors ne sont pas membres de la
Fédération et ne peuvent pas se présenter comme
tels.

2 / 30

Nationale und Regionale Gruppen dürfen und werden
ermuntert, Juniormitglieder aufnehmen, die noch
nicht die Aufnahmebedingungen der Befähigung
gemäß Artikel 5.2 erfüllen.

Junior Members are not members of the Federation, and Juniormitglieder sind keine Mitglieder der Föderation
may not present themselves as such.
und dürfen sich nicht als solche ausgeben.
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La Fédération comprend également des Présidents
d’Honneur, des Membres d’Honneur et des
Membres Emérites.

The Federation also comprises Honorary Presidents,
Honorary Members and Emeritus Members.

Die Föderation umfasst auch Ehrenpräsidenten,
Ehrenmitglieder und Emeritusmitglieder.

ARTICLE 5

ARTICLE 5

ARTIKEL 5

CONDITIONS D'ADMISSION

CONDITIONS OF ADMISSION

AUFNAHMEBEDINGUNGEN

Peut faire partie de la Fédération:

The following may join the Federation:

Der Föderation können beitreten:

1.
A titre d'Association Nationale: toute
organisation Nationale, officielle ou privée, de
Conseils en Propriété Intellectuelle dont les Statuts
sont compatibles avec ceux de la Fédération et
ayant déclaré son adhésion à ces derniers. Sous
cette réserve, chaque Association Nationale est libre
d'édicter ses propres règles pour l'Admission de ses
membres, les qualifications requises, les règles de
déontologie, etc. Une seule Association Nationale
par pays peut être membre de la Fédération.

1.
As a National Association: any official or private
national organisation of intellectual property attorneys
whose Statutes are compatible with those of the
Federation and which has declared its adhesion to the
latter's Statutes. With this reservation each National
Association is free to draw up its own rules for the
admission of its members, the qualifications required,
rules of professional ethics, etc. Only one National
Association per country may be a member of the
Federation.

1.
Als Nationale Vereinigung: jede offizielle oder
private Nationale Organisation von Patentanwälten,
deren Statuten mit denen der Föderation vereinbar
sind und die ihre Anerkennung der letztgenannten
Statuten erklärt hat. Unter diesem Vorbehalt ist jede
Nationale Vereinigung frei, eigene Bestimmungen für
die Aufnahme ihrer Mitglieder, die erforderliche
Qualifikation, Standesregeln für die Berufsausübung
usw. festzulegen. Es kann nur eine Nationale
Vereinigung je Land Mitglied der Föderation sein.

2.
A titre de Section Nationale: tout
Groupement constitué par au moins cinq Conseils
en Propriété Intellectuelle, dans un pays où il
n'existe pas d'Association Nationale adhérente, à
condition que cette Section soit reconnue par le
Comité Exécutif, que ses membres appartiennent à
au moins cinq cabinets de Conseils en Propriété
Intellectuelle différents et que tous ses membres
remplissent les conditions prévues au paragraphe 4.
Lorsque dans un pays déterminé, par suite du petit
nombre de Conseils en Propriété Intellectuelle, cette
condition ne peut pas être remplie, le Comité
Exécutif est autorisé à admettre l'adhésion d'une
Section Nationale composée d'au moins cinq
membres appartenant à au moins trois cabinets
différents. Une seule Section Nationale par pays
peut être membre de la Fédération.

2.
As a National Section: any Group constituted by
at least five Intellectual Property Attorneys, in a country
where there is no member National Association,
provided that the said Section is recognised by the
Executive Committee, that its members belong to at
least five different Intellectual Property Attorney firms
and that all its members fulfil the conditions laid down
in paragraph 4. When in a given country due to the
small number of Intellectual Property Attorneys this
condition cannot be satisfied, the Executive Committee
is empowered to allow adherence of a National Section
having at least five members from at least three
different firms. Only one National Section per country
may be a member of the Federation.

2.
Als Nationale Gruppe: jede Gruppierung, die
durch mindestens fünf Patentanwälte aus einem Land
gebildet wird, aus dem es keine Nationale
Vereinigung als Mitglied gibt, vorausgesetzt, dass
diese Gruppe vom Exekutivkomitee anerkannt wird,
dass ihre Mitglieder aus wenigstens fünf verschiedenen Patentanwaltskanzleien stammen und dass alle
ihre Mitglieder den in Ziffer 4 genannten
Anforderungen entsprechen. Wenn in einem
bestimmten Land diese Bedingungen wegen der
geringen Zahl von Patentanwälten nicht erfüllt
werden kann, ist das Exekutivkomitee ermächtigt,
eine Nationale Gruppe aufzunehmen, die sich aus
wenigstens fünf Mitgliedern aus mindestens drei
verschiedenen Patentanwaltskanzleien
zusammensetzt. Es kann nur eine Nationale Gruppe je
Land Mitglied der Föderation sein.

3.1 A titre de Section Régionale, tout
Groupement constitué par au moins cinq Conseils
en Propriété Intellectuelle de deux pays ou plus,
situés dans la même zone géographique, pays dans
lesquels il n’existe ni d’Association Nationale
membre ni de Section Nationale, à condition que
cette Section Régionale soit reconnue par le Comité
Exécutif, que ses membres appartiennent à au
moins cinq cabinets de Conseils en Propriété
Intellectuelle différents et que tous ses membres
remplissent les conditions prévues au paragraphe 4.

3.1 As a Regional Section, any group constituted by
at least five Intellectual Property Attorneys from two or
more countries within the same geographical region, in
which countries there is neither a member National
Association or National Section, provided that the said
Regional Section is recognised by the Executive
Committee, that its members belong to at least five
different Intellectual Property Attorney firms, and that
all its members fulfil the conditions laid down in
paragraph 4.

3.1. Als Regionale Gruppe jede Gruppierung, die
durch mindestens fünf Patentanwälte aus zwei oder
mehr Ländern gebildet wird, die in der gleichen
geographischen Zone liegen und aus denen es weder
eine Nationale Vereinigung noch eine Nationale
Gruppe als Mitglied gibt, vorausgesetzt, dass diese
Gruppe vom Exekutivkomitee anerkannt wird, dass
ihre Mitglieder aus wenigstens fünf verschiedenen
Patentanwaltskanzleien stammen und dass alle ihre
Mitglieder den in Ziffer 4 genannten Anforderungen
entsprechen.

3.2. Outre les conditions énoncées à l’article 5,
paragraphe 2 ci-dessus, un groupe formé de
Conseils en Propriété Intellectuelle d’un pays pour
lequel il existe une Section Régionale admise en
application de l’alinéa précédent, ne peut demander
à faire partie de la Fédération en tant que Section
Nationale moins de trois ans après que la Section
Régionale a, pour la première fois, inclus des
membres de ce pays. Dès lors qu’une Section
Nationale aura été établie pour un pays, les Conseils
en Propriété Intellectuelle de ce pays ne pourront
plus faire partie d’une Section Régionale.

3.2 Further to the requirements of Article 5
Paragraph 2 above, no group constituted by Intellectual
Property Attorneys from a country for which there is a
Regional Section admitted in accordance with the
preceding sub-paragraph may apply to join the
Federation as a National Section until at least three
years have elapsed from the time when the Regional
Section first included members from that country. Upon
admission of a National Section for a country,
membership of a Regional Section for Intellectual
Property Attorneys from that country shall cease to be
possible.

3.2. Zusätzlich zu den Erfordernissen des Art. 5,
Abs. 2 kann keine aus Patentanwälten bestehende
Gruppe aus einem Land, in dem es bereits eine
Regionale Gruppe gibt, die in Übereinstimmung mit
dem vorhergehenden Absatz zugelassen ist, einen
Antrag auf Aufnahme in die Föderation stellen, bevor
nicht wenigsten drei Jahre seit dem Zeitpunkt
vergangen sind, in dem erstmals Mitglieder in die
bestehende Regionale Gruppe aus dem Land
aufgenommen worden sind. Nach Aufnahme einer
Nationalen Gruppe aus einem Land ist die
Mitgliedschaft einer Regionalen Gruppe von
Patentanwälten aus dem Land nicht mehr möglich.

4.
A titre de membre individuel: tout Conseil en
Propriété Intellectuelle appartenant à un pays où il
n'existe pas d'Association Nationale, de Section
Nationale ou de Section Régionale, pourvu qu'il
remplisse les conditions voulues d'honorabilité, de
moralité et de capacité.

4.
As an individual member: any Intellectual
Property Attorney belonging to a country where there is
no member National Association, National Section or
Regional Section, provided that he fulfils the desired
conditions as to honourable character, moral character
and ability.

4.
Als Einzelmitglied: jeder Patentanwalt aus
einem Lande, aus dem es keine Nationale
Vereinigung, Nationale Gruppe oder Regionale
Gruppe als Mitglied gibt, unter der Voraussetzung,
dass er den Anforderungen nach Ehrenhaftigkeit,
Sittlichkeit und Befähigung entspricht.
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5.
A titre de membre émérite: toute personne
membre de la Fédération, qui a définitivement cessé
d'exercer, ne représente plus une activité
professionnelle en matière de propriété
intellectuelle et souhaite rester membre, sur simple
demande adressée au Secrétaire Général.

5.
As an emeritus member: any person who is a
member of the Federation, has definitively ceased to
practise, is no longer representing a business with
respect to intellectual property matters, and who wishes
to remain a member, by a simple application sent to the
Secretary General.

5.
Als Emeritusmitglied: jedes Mitglied, das
Mitglied der Föderation ist, seine Tätigkeit endgültig
eingestellt hat, nicht länger ein Unternehmen in
Bezug auf Fragen des geistigen Eigentums vertritt
und ein Mitglied zu bleiben wünscht, durch einen an
den Generalsekretär gerichteten formlosen Antrag.

ARTICLE 6

ARTICLE 6

ARTIKEL 6

PROCÉDURE D'ADMISSION

ADMISSION PROCEDURE

AUFNAHMEVERFAHREN

ASSOCIATIONS NATIONALES

NATIONAL ASSOCIATIONS

NATIONALE VEREINIGUNGEN

1.
Toute Association Nationale désirant faire
partie de la Fédération et remplissant les conditions
prévues à l'Article 5, paragraphe 1, adresse au
Secrétaire Général une demande écrite comportant
adhésion aux Statuts, au Règlement et au Code de
conduite professionnelle de la Fédération. A cette
demande doivent être annexés les Statuts de ladite
Association.

1.
Any National Association desiring to join the
Federation and fulfilling the conditions laid down in
Article 5, Paragraph 1, shall make to the Secretary
General an application in writing acknowledging
adhesion to the Statutes, Rules and Code of Professional
Conduct of the Federation. The Statutes of the said
Association must be attached to this application.

1.
Jede Nationale Vereinigung, die der Föderation
beitreten will und den im Artikel 5, Ziffer 1,
festgelegten Bedingungen entspricht, muss dem
Generalsekretär einen schriftlichen Antrag zuleiten,
welcher eine Anerkennung der Statuten, der
Geschäftsordnung und der Standesregeln für die
Berufsausübung der Föderation enthält. Diesem
Antrag müssen die Statuten der genannten
Vereinigung beigefügt sein.

2.
Le Secrétaire Général transmet la demande à
la Commission d'Admission. Celle-ci établit un avis
motivé qu'elle adresse au Secrétaire Général pour
être communiqué aux membres du Bureau, du
Conseil et du Comité Exécutif, au plus tard lors de
l'invitation à la Réunion au cours de laquelle ledit
Comité doit statuer sur la demande d'admission.

2.
The Secretary General will transmit the
application to the Admission Commission. This
Commission will draw up an opinion giving grounds,
which it passes to the Secretary General for
communication to the members of the Bureau, of the
Council, and of the Executive Committee, at the latest at
the time of the invitation to the meeting in the course of
which the said Committee must make a decision
regarding the application for admission.

2.
Der Generalsekretär leitet den Antrag an die
Aufnahmekommission weiter. Diese Kommission
verfasst eine mit Gründen versehene Stellungnahme,
die sie spätestens bis zur Einladung zu der Sitzung,
auf der das Exekutivkomitee einen Beschluss über
den Aufnahmeantrag fassen soll, dem Generalsekretär
zur Weiterleitung an die Mitglieder des Vorstandes,
des Beirates und des Exekutivkomitees zuleitet.

ARTICLE 7

ARTICLE 7

ARTIKEL 7

PROCÉDURE D'ADMISSION

ADMISSION PROCEDURE

AUFNAHMEVERFAHREN

SECTIONS NATIONALES,
SECTIONS REGIONALES ET
MEMBRES INDIVIDUELS

NATIONAL SECTIONS,
REGIONAL SECTIONS AND
INDIVIDUAL MEMBERS

NATIONALE GRUPPEN,
REGIONALE GRUPPEN UND
EINZELMITGLIEDER

1.
Any Intellectual Property Attorney fulfilling the
conditions laid down in Article 5, Paragraph 4, or any
National Section or Regional Section fulfilling the
conditions laid down in Article 5, Paragraphs 2 and 3,
and desirous of joining the Federation, shall send to the
Secretary General an application in writing
acknowledging express adhesion to the Statutes, the
Rules and Code of Professional Conduct of the
Federation and making known, for each Intellectual
Property Attorney, the information necessary to inform
the Federation of the nature of his activity and the time
during which he has been practising his profession.

1.
Jeder Patentanwalt, der die Bedingungen des
Artikels 5, Ziffer 4, erfüllt und jede Nationale Gruppe
oder Regionale Gruppe, die die Bedingungen des
Artikels 5, Ziffern 2 und 3, erfüllt, und der Föderation
beitreten will, muss dem Generalsekretär einen
schriftlichen Aufnahmeantrag zuleiten, welcher eine
ausdrückliche Anerkennung der Statuten, der
Geschäftsordnung und der Standesregeln für die
Berufsausübung der Föderation enthält und in dem
über ihn bzw. über jeden Patentanwalt geeignete
Angaben gemacht werden, die die Föderation über
die Art seiner Tätigkeit und den Zeitraum seiner
Berufsausübung unterrichten.

1.
Tout Conseil en Propriété Intellectuelle
remplissant les conditions prévues à l'Article 5,
paragraphe 4, ou toute Section Nationale ou
Régionale remplissant les conditions prévues à
l'Article 5, paragraphes 2 et 3, et désirant faire
partie de la Fédération, adresse au Secrétaire
Général une demande écrite comportant adhésion
expresse aux Statuts, au Règlement et au Code de
Conduite Professionnelle de la Fédération et
donnant pour chaque Conseil les renseignements
nécessaires pour informer la Fédération sur la
nature de son activité et sur le temps depuis lequel
il exerce la profession.
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2.
Le Secrétaire Général transmet la demande
au Président de la Commission d'Admission, qui
adresse pour commentaire une note concernant
cette demande aux Associations Nationales, aux
Sections Nationales et aux Sections Régionales et à
tous les membres individuels du pays du candidat et
entreprend une enquête sur l'honorabilité, la
moralité et la capacité du candidat. Une opinion
motivée, basée sur les résultats de l'enquête, sera
ensuite établie par un panel composé de trois
membres et du Président de la Commission
d'Admission. Le Président de la Commission
d'Admission peut adopter une opinion unanime du
panel comme opinion définitive de sa commission
ou soumettre la demande à tous les membres de sa
commission pour obtenir cette opinion définitive.
L'opinion définitive sera transmise au Secrétaire
Général pour être transmise au Bureau, au Conseil
et au Comité Exécutif, en temps utile pour être
reçue par ces instances au plus tard un jour avant la
session de travail au cours de laquelle le Comité
Exécutif doit statuer sur la demande.

2.
The Secretary General will forward the
application to the President of the Admission
Commission, who will send a notice of the application
for comment to the National Associations, National
Sections and Regional Sections and to all individual
members in the candidate's country, and will undertake
an inquiry into the honourable and moral character and
ability of the candidate. A reasoned opinion will then be
drawn up on the basis of the results of the inquiry by a
panel composed of three members and the President of
the Admission Commission. The President of the
Admission Commission may adopt a unanimous
opinion of the panel as the final opinion of his
Commission, or he may refer the application to all
members of his Commission for a final opinion. The
final opinion will be forwarded to the Secretary General
who will forward it to the Bureau, the Council and the
Executive Committee, in time to be received by these
bodies at the latest one day before the start of the
working session in the course of which the Executive
Committee is to make a decision regarding the
application.

2.
Der Generalsekretär leitet den Aufnahmeantrag
an den Präsidenten der Aufnahmekommission weiter,
der ihn den Nationalen Vereinigungen, Nationalen
Gruppen und Regionalen Gruppen und
Einzelmitgliedern im Land des Kandidaten zur
Stellungnahme zusendet und Erkundigungen über die
Ehrenhaftigkeit, das sittliche Verhalten und die
Befähigung des Kandidaten einholt. Eine mit
Gründen versehene Stellungnahme wird dann auf der
Grundlage der Ergebnisse der Erkundigungen von
einem Ausschuss aus drei Mitgliedern und dem
Präsidenten der Aufnahmekommission verfasst. Der
Präsident der Aufnahmekommission kann eine
einstimmige Stellungnahme des Ausschusses als
abschließende Stellungnahme der Kommission
betrachten oder er kann den Aufnahmeantrag allen
Mitgliedern seiner Kommission zur abschließenden
Stellungnahme vorlegen. Die abschließende
Stellungnahme wird dem Generalsekretär übersandt,
der sie so rechtzeitig zur Vorlage an der Vorstand,
den Beirat und das Exekutivkomitee weiterleitet, dass
sie diesen spätestens einen Tag vor Beginn der
Arbeitssitzung zugeht, auf der das Exekutivkomitee
über den Antrag Beschluss fassen soll.

3.
L'admission de nouveaux membres d'une
Section Nationale ou d’une Section Régionale, déjà
membre de la Fédération, sera soumise en principe
à la procédure visée aux paragraphes précédents,
applicable aux membres individuels. Toutefois, le
Comité Exécutif aura la faculté, s'il le juge
convenable, de déléguer à une Section Nationale ou
Régionale, en ce qui concerne l'admission de ses
nouveaux membres, les pouvoirs de la Commission
d'Admission, en autorisant donc ladite Section
Nationale ou Régionale à proposer directement
cette admission au Comité Exécutif, sur la base d'un
avis motivé préalablement établi et adressé dans les
conditions prévues au paragraphe précédent.

3.
The admission of new members of a National
Section or a Regional Section, already a member of the
Federation, will in principle be subject to the procedure
referred to in the preceding paragraphs applying to
individual members. Nevertheless, the Executive
Committee will have the right, if it thinks it is advisable,
to delegate to a National Section or a Regional Section,
as far as concerns the admission of its new members,
the powers of the Admission Commission, thus
authorising the said National Section or Regional
Section to propose this admission directly to the
Executive Committee, on the basis of an opinion with
grounds previously drawn up and forwarded under the
conditions laid down in the preceding paragraph.

3.
Die Aufnahme neuer Mitglieder einer
Nationalen Gruppe oder Regionalen Gruppe, die
bereits Mitglied der Föderation ist, wird grundsätzlich
dem vorstehenden, auf Einzelmitglieder
anzuwendenden Verfahren unterworfen. Das
Exekutivkomitee soll aber die Befugnis haben, wenn
es dies für sachgerecht erachtet, einer Nationalen
Gruppe oder Regionalen Gruppe hinsichtlich der
Aufnahme ihrer neuen Mitglieder die Vollmachten
der Aufnahmekommission zu übertragen, indem es
diese Nationale Gruppe oder Regionale Gruppe
ermächtigt, die betreffende Aufnahme unmittelbar
dem Exekutivkomitee vorzuschlagen, und zwar
aufgrund einer ihr zugeleiteten, mit Gründen
versehenen Stellungnahme, welche entsprechend den
in der vorhergehenden Ziffer festgelegten Kriterien
abgefasst ist.

4.
Lorsque le Comité Exécutif a délégué à une
Section Nationale ou Régionale les pouvoirs de la
Commission d'Admission, la procédure pour
l'admission de nouveaux membres par cette Section
sera considérée comme satisfaite par notification au
Comité Exécutif et simple ratification par ce dernier
d'une telle admission par la Section, à condition que
les nouveaux membres satisfassent au moins aux
conditions suivantes:

4.
When a National Section or Regional Section has
been given by the Executive Committee the powers of
the Admission Commission the procedure for admitting
new members by this Section should be deemed to be
satisfied by notification to, and mere ratification by, the
Executive Committee of such admission by the Section,
provided these new members at least satisfy the
following conditions :

Wenn einer Nationalen Gruppe oder
4.
Regionalen Gruppe, vom Exekutivkomitee die
Vollmachten der Aufnahmekommission übertragen
worden sind, bedarf die Aufnahme ihrer neuen
Mitglieder lediglich der Mitteilung an das
Exekutivkomitee und der bloßen Ratifizierung durch
dieses, wenn diese neuen Mitglieder wenigstens die
folgenden Bedingungen erfüllen:

(a) ils exercent leur profession à titre libéral;

(a) they carry on their profession in private
practice;

(a) sie üben ihren Beruf freiberuflich aus;

(b) leur qualification en matière de Propriété
Intellectuelle est reconnue à l'échelon national par
appartenance à un Institut Officiel ou par un titre
officiel.

(b) their qualification in Intellectual Property
matters is nationally recognised by membership of an
Official Institute or by an Official Title.

(b) ihre Befähigung in Angelegenheiten des
Gewerblichen Rechtsschutzes ist national durch
Mitgliedschaft in einer offiziellen Kammer oder
durch Führen einer geschützten Berufsbezeichnung
anerkannt.

5.
Si dans un cas particulier ces conditions ne
sont pas remplies, la procédure d'admission
s'effectuera alors sur la base d'un avis motivé,
comme prévu à l’Article 7.3, à moins que la Section
ne préfère que le cas soit traité par la Commission
d'Admission.

5.
If these conditions are not met in any particular
case, then the admission shall proceed on the basis of an
opinion with grounds, as referred to in Article 7, 3,
unless the Section prefers that the case should be dealt
with by the Admission Commission.

5.
Wenn diese Bedingungen in einem besonderen
Fall nicht erfüllt sind, wird das Aufnahmeverfahren
aufgrund einer mit Gründen versehenen
Stellungnahme, entsprechend Artikel 7, Ziffer 3,
durchgeführt, es sei denn, die Nationale Gruppe zieht
es vor, dass der Fall von der Aufnahmekommission
behandelt wird.
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6.
Toute Section Nationale ou Régionale à
laquelle le Comité Exécutif a délégué les pouvoirs
de la Commission d'Admission selon les Articles
7.3 et 7.4 peut adresser au Secrétaire Général une
demande écrite priant le Comité Exécutif de
supprimer l'obligation de la Section Nationale ou
Régionale de soumettre ses décisions d'admission à
ratification par le Comité Exécutif.

6.
Any National Section or Regional Section to
which the Executive Committee has delegated the
powers of the Admission Commission set out under
Articles 7.3 and 7.4, may submit a written application to
the Secretary General, requesting the Executive
Committee to waive the obligation of the National
Section or Regional Section to request ratification of
their admission decisions.

6.
Jede Nationale Gruppe oder Regionale Gruppe,
der das Exekutivkomitee die Vollmachten der
Aufnahmekommission gemäß Artikel 7.3 und 7.4
übertragen hat, kann dem Generalsekretär einen
schriftlichen Antrag übermitteln, das
Exekutivkomitee möge beschließen, auf die
Verpflichtung der Nationalen Gruppe oder
Regionalen Gruppe, die Ratifizierung ihrer
Aufnahmebeschlüsse zu beantragen, zu verzichten.

Avec cette demande, la Section Nationale ou
Régionale soumettra ses Statuts, Règlement et Code
de Conduite qui seront transmis à la Commission de
Déontologie pour qu'elle les examine sous l'angle
de leur compatibilité avec les Statuts, le Règlement,
le Code de Conduite et les Décisions de la
Fédération. La Commission de Déontologie
préparera un avis motivé et l'adressera au Secrétaire
Général pour transmission aux membres du Bureau,
du Conseil et du Comité Exécutif au plus tard en
même temps que l'invitation à la réunion au cours
de laquelle le Comité Exécutif doit prendre une
décision au sujet de la demande.

With its application the National Section or Regional
Section shall submit its Statutes, Rules and Code of
Professional Conduct, which shall be forwarded to the
Deontology Commission for examination with respect
to compatibility with the Statutes, Rules, Code of
Professional Conduct and Decisions of the Executive
Committee. The Deontology Commission shall prepare
and forward a reasoned opinion to the Secretary General
for communication to the members of the Bureau, the
Advisory Council and the Executive Committee, at the
latest when the invitation to attend the meeting during
which the Executive Committee shall rule on said
application is sent out.

Mit dem schriftlichen Antrag muss die Nationale
Gruppe oder Regionale Gruppe ihre Statuten,
Geschäftsordnung und Standesregeln für die
Berufsausübung vorlegen, die der
Deontologiekommission zur Überprüfung ihrer
Verträglichkeit mit den Statuten, der
Geschäftsordnung, den Standesregeln für die
Berufsausübung und von Entscheidungen des
Exekutivkomitees übermittelt wird. Die
Deontologiekommission verfasst eine mit Gründen
versehene Stellungnahme, die sie spätestens bis zur
Einladung zu der Sitzung, auf der das
Exekutivkomitee einen Beschluss über den Antrag
fassen soll, dem Generalsekretär zur Weiterleitung an
die Mitglieder des Vorstandes, des Beirates und des
Exekutivkomitees zuleitet.

Une décision de supprimer l'obligation de demander A decision to waive the obligation to request ratification Ein Beschluss, mit dem auf die Ratifizierung von
la ratification peut être révoquée à tout moment par may be revoked at any time by an absolute majority
Aufnahmebeschlüssen verzichtet wird, kann vom
un vote du Comité Exécutif à la majorité absolue.
vote of the Executive Committee.
Exekutivkomitee jederzeit mit absoluter Mehrheit
widerrufen werden.
7.
La procédure relative à une candidature non
agréée par le Comité Exécutif est tenue secrète au
sein de la Fédération.

7.
The procedure relating to a candidature not
accepted by the Executive Committee shall be kept
secret within the Federation.

7.
Das Verfahren über einen Aufnahmeantrag,
dem das Exekutivkomitee nicht stattgibt, wird
innerhalb der Föderation geheimgehalten.

ARTICLE 8

ARTICLE 8

ARTIKEL 8

STATUTS DES ASSOCIATIONS NATIONALES
ET DES SECTIONS NATIONALES OU
REGIONALES

STATUTES OF NATIONAL ASSOCIATIONS
AND NATIONAL OR
REGIONAL SECTIONS

STATUTEN DER NATIONALEN
VEREINIGUNGEN UND NATIONALEN ODER
REGIONALEN GRUPPEN

Toute Association Nationale et toute Section
Nationale ou Régionale ayant soumis ses Statuts en
application de l’Article 7.6, qui a modifié ses
Statuts, doit communiquer ses nouveaux Statuts à la
Commission de Déontologie, par l’intermédiaire du
Secrétaire Général.

Any National Association and any National or Regional
Section that has submitted its Statutes in accordance
with Article 7.6, that has amended its Statutes, shall
communicate its new Statutes to the Deontology
Commission, via the Secretary General.

Jede Nationale Vereinigung und jede Nationale oder
Regionale Gruppe, die ihre Statuten nach Artikel 7.6
vorgelegt hatte und ihre Statuten geändert hat, ist
verpflichtet, die neuen Statuten der
Deontologiekommission über den Generalsekretär
mitzuteilen.

ARTICLE 9

ARTICLE 9

ARTIKEL 9

CAS D'INCOMPATIBILITÉ ET
EXCLUSION

CASES OF INCOMPATIBILITY AND
EXPULSION

FÄLLE VON UNVEREINBARKEIT UND
AUSSCHLUSS

A. Ne peut plus faire partie de la Fédération ou
cesse d'en être membre tout Conseil en Propriété
Intellectuelle qui cesserait d'être membre de
l'Association Nationale adhérente, sauf si, ayant
cessé définitivement d'exercer personnellement la
profession, il devient membre émérite.

A. Any Intellectual Property Attorney who ceases to be
a member of the member National Association may no
longer join the Federation or shall cease to be a member
thereof except if, having definitively ceased to practise
personally, he becomes an emeritus member.

A. Jeder Patentanwalt, der aufhört, ein Mitglied der
Nationalen Vereinigung zu sein, die Mitglied der
Föderation ist, kann der Föderation nicht weiterhin
angehören und hört auf, ein Mitglied derselben zu
sein, es sei denn, er wird Emeritusmitglied, nachdem
er endgültig aufgehört hat, den Beruf des
Patentanwalts persönlich auszuüben.

B. Peut être exclu de la Fédération:

B. The following may be expelled from the Federation:

B. Aus der Föderation können ausgeschlossen
werden:

1.
Tout membre individuel ou faisant partie
1.
Any individual Intellectual Property Attorney or
d'une Section Nationale ou d’une Section Régionale any Intellectual Property Attorney who is a member of a
aux termes de l'Article 5, paragraphes2 et 3, qui :
National Section or Regional Section, in accordance
with Article 5, Paragraphs 2 and 3, who:
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(a) Serait frappé par une condamnation
judiciaire portant atteinte à son honorabilité, ou
aurait manqué à l'honneur ou à la correction
professionnelle;

(a) Is the subject of a court judgement involving
his honourable character, or who has been deficient in
honour or in professional conduct.

(a) durch einen Gerichtsbeschluss betroffen ist,
der seine Ehrenhaftigkeit in Frage stellt, oder der sich
Verfehlungen hinsichtlich seiner Ehrenhaftigkeit oder
seines korrekten beruflichen Verhaltens hat zu
Schulden kommen lassen;

(b) Has violated the rules of good confraternity.

(b) der die Regeln guten kollegialen Verhaltens
verletzt hat;

(b) Aurait contrevenu aux règles de bonne
confraternité;
(c) Aurait cessé définitivement d'exercer
personnellement la profession, sauf s'il devient
membre émérite ou aurait transporté son activité
dans un autre pays; dans ce dernier cas, il pourrait
être réintégré dans la Fédération sur nouvelle
demande de sa part.

(c) Has ceased to practise personally, except if he
becomes an emeritus member, or who has transferred
his practice to another country; in the latter case he may
be readmitted to the Federation after having applied for
readmission.

(c) der endgültig aufgehört hat, den Beruf des
Patentanwalts persönlich auszuüben, es sei denn, er
wird Emeritusmitglied, oder der seine Tätigkeit in ein
anderes Land verlegt hat; in diesem Fall kann er
wieder in die Föderation aufgenommen werden,
nachdem er erneut einen Aufnahmeantrag gestellt hat.

2.

2.

2.

Tout membre de la Fédération qui:

(a) Après un délai fixé par le Comité
Exécutif, ne se conformerait pas aux Statuts, au
Règlement et au Code de Conduite Professionnelle
en vigueur ou aux décisions prises par le Comité
conformément aux pouvoirs qui lui sont conférés

Any member of the Federation who:

Jedes Mitglied der Föderation, das:

(a) After a period of time fixed by the Executive
Committee, fails to conform to the Statutes, the Rules
and the Code of Professional Conduct in force or to
decisions taken by the Committee in accordance with
the powers conferred on it.

(a) es nach einer durch das Exekutivkomitee
festgesetzten Frist versäumt, die in Kraft befindlichen
Statuten, die Geschäftsordnung, und die
Standesregeln für die Berufsausübung oder die vom
Exekutivkomitee aufgrund der diesem übertragenen
Befugnisse gefassten Beschlüsse zu befolgen; oder;

(b) Ou, n'ayant pas payé sa cotisation pour
(b) Or who, not having paid his subscription for
l'année écoulée, ne se serait pas mis en règle dans
the last year, shall not have put this in order three
un délai de trois mois après deux rappels successifs. months after two successive reminders.

(b) seinen Mitgliedsbeitrag für das vergangene
Jahr nicht gezahlt hat und dies binnen dreier Monate
nach zwei aufeinanderfolgenden Mahnungen nicht
nachgeholt hat.

3.
Toute Association Nationale, Section
Nationale ou Section Régionale dont les Statuts, le
Règlement et le Code de Conduite Professionnelle
ne répondent plus aux conditions de l'Article 5
ci-dessus.

3.
Any National Association, National Section or
Regional Section whose Statutes, Rules and Code of
Professional Conduct no longer meet the conditions set
forth in Article 5 above.

3.
Jede Nationale Vereinigung, Nationale Gruppe
oder Regionale Gruppe, deren Statuten,
Geschäftsordnung und Standesregeln für die
Berufsausübung die Bedingungen des Artikels 5 nicht
mehr erfüllen.

4.

4.

4.

Tout membre émérite qui:

Any emeritus member who:

Jedes Emeritusmitglied, das:

(a) reprendrait l'exercice de la profession ou
la représentation d’une activité professionnelle en
matière de propriété intellectuelle;

(a) has resumed practising or represents a
business with respect to intellectual property matters;

(a) seine Tätigkeit als Patentanwalt wieder
aufgenommen hat oder wieder ein Unternehmen in
Bezug auf Fragen des geistigen Eigentums vertritt;

(b) serait frappé par une condamnation
judiciaire portant atteinte à son honorabilité ou
aurait manqué à l'honneur ou à la correction.

(b) is the subject of a court judgement involving
his honourable character, or who has been deficient in
honour or in conduct.

(b) durch einen Gerichtsbeschluss betroffen ist,
der seine Ehrenhaftigkeit in Frage stellt, oder das sich
Verfehlungen hinsichtlich seiner Ehrenhaftigkeit oder
seines korrekten Verhaltens hat zu Schulden kommen
lassen.

C.
Toute Association Nationale, Section
Nationale ou Section Régionale qui pendant trois
années de calendrier consécutives comprend moins
de cinq membres ou dont les membres
appartiennent à moins de cinq cabinets, ne peut
rester membre de la Fédération.

C.
Any National Association, National Section or
Regional Section comprising for three consecutive
calendar years less than five members or whose
members belong to less than five firms cannot remain a
member of the Federation.

C.
Jede Nationale Vereinigung, Nationale Gruppe
oder Regionale Gruppe, die drei Kalenderjahre
hintereinander weniger als fünf Mitglieder umfasst
oder deren Mitglieder weniger als fünf Kanzleien
angehören, kann nicht Mitglied der Föderation
bleiben.

Lorsque toutefois dans un pays déterminé, par suite
du petit nombre de Conseils en Propriété
Intellectuelle, le nombre minimum ne peut pas être
atteint, le Comité Exécutif est autorisé à maintenir
une Association Nationale ou une Section Nationale
composée d'au moins cinq membres appartenant à
au moins trois cabinets différents.

When however in a given country due to the small
number of Intellectual Property Attorneys this minimum
number cannot be met, the Executive Committee is
empowered to maintain a National Association or
National Section having at least five members from at
least three different firms.

Wenn aber in einem bestimmten Land aufgrund der
kleinen Zahl von Patentanwälten diese Anzahl nicht
erreicht werden kann, ist das Exekutivkomitee befugt,
eine Nationale Vereinigung oder Nationale Gruppe zu
belassen, die aus mindestens fünf mindestens drei
verschiedenen Kanzleien angehörigen Mitgliedern
besteht.

Les membres de l'Association Nationale, de la
Section Nationale ou de la Section Régionale qui ne
peut rester membre de la Fédération continuent
d'appartenir à la Fédération à titre de membres
individuels.

The members of a National Association, National
Section or Regional Section that cannot remain a
member of the Federation continue to belong to the
Federation as individual members.

Die Mitglieder der Nationalen Vereinigung,
Nationalen Gruppe oder Regionale Gruppe, die nicht
Mitglied der Föderation bleiben kann, gehören als
Einzelmitglieder der Föderation weiterhin an.
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ARTICLE 10

ARTICLE 10

DÉMISSIONS
Toute démission doit être adressée au Secrétaire
Général.

ARTIKEL 10

RESIGNATIONS
All resignations must be addressed to the Secretary
General.

RÜCKTRITTE
Alle Rücktritte müssen an den Generalsekretär
gerichtet werden.

ARTICLE 11

ARTICLE 11

ARTIKEL 11

COMITÉ EXÉCUTIF

EXECUTIVE COMMITTEE

EXEKUTIVKOMITEE

La Fédération est administrée par un Comité
1.
Exécutif. Celui-ci est composé de Délégués des
Associations Nationales, des Sections Nationales ou
des Sections Régionales adhérentes, à raison d'un
Délégué pour chacune d'elles, et il est présidé par le
Président de la Fédération.

1.
The Federation is administered by an Executive
Committee. The latter is composed of Delegates of the
member National Associations, National Sections or
Regional Sections, at the rate of one Delegate for each
of them, and its Chairman is the President of the
Federation.

1.
Die Föderation wird durch ein
Exekutivkomitee verwaltet. Dieses setzt sich aus je
einem Delegierten für jede der Föderation
angehörenden Nationalen Vereinigungen, Nationalen
Gruppen oder Regionalen Gruppen zusammen, Der
Präsident der Föderation führt den Vorsitz.

2.
Chaque Association Nationale, Section
Nationale ou Section Régionale adhérente désigne
parmi ses membres, outre le Délégué, un Délégué
suppléant qui remplace le Délégué en cas
d'empêchement de ce dernier.

2.
Each member National Association, National
Section or Regional Section shall designate from its
members, in addition to the Delegate, a substitute
Delegate who shall replace the Delegate if the latter is
prevented from attending.

2.
Jede Nationale Vereinigung, Nationale Gruppe
oder Regionale Gruppe, die Mitglied der Föderation
ist, bestimmt aus ihren Mitgliedern, zusätzlich zum
Delegierten, einen stellvertretenden Delegierten, der
den Delegierten im Falle seiner Verhinderung vertritt.

3.
Le Délégué suppléant peut assister aux
réunions du Comité Exécutif et prendre part aux
discussions, mais il n'a le droit de vote que si le
Délégué est absent.

3.
The substitute Delegate may attend the meeting
of the Executive Committee and take part in its
discussions, but he shall be entitled to vote only if the
Delegate is absent.

3.
Der stellvertretende Delegierte kann den
Sitzungen des Exekutivkomitees beiwohnen und an
seinen Beratungen teilnehmen; er ist aber nur
berechtigt, abzustimmen, wenn der Delegierte
verhindert ist.

4.
Chaque Association Nationale, Section
Nationale ou Section Régionale adhérente ne
possède qu'une seule voix. Ce droit de vote est
suspendu si dans l'année de calendrier qui précède
le vote elle comprend moins de cinq membres ou si
ses membres appartiennent à moins de cinq
cabinets.

4.
Each member National Association, National
Section or Regional Section shall have one vote only.
This right to vote shall be suspended if during the
calendar year preceding the vote it comprises less than
five members, or if its members belong to less than five
firms.

4.
Jede Nationale Vereinigung, Nationale Gruppe
oder Regionale Gruppe, die Mitglied der Föderation
ist, hat nur eine Stimme. Dieses Stimmrecht erlischt,
wenn sie im Kalenderjahr vor der Abstimmung
weniger als fünf Mitglieder hat oder wenn ihre
Mitglieder weniger als fünf Kanzleien angehören.

5.
Lorsque dans un pays déterminé, par suite du
petit nombre de Conseils en Propriété Intellectuelle,
ce nombre minimum n'est pas atteint, le Comité
Exécutif est autorisé à maintenir le droit de vote
d'une Association Nationale ou d’une Section
Nationale composée d'au moins cinq membres
appartenant à au moins trois cabinets différents.

5.
When in a given country due to the small number
of Intellectual Property Attorneys this minimum number
cannot be met, the Executive Committee is empowered
to maintain the right to vote of a National Association or
a National Section having at least five members from at
least three different firms.

5.
Wenn in einem bestimmten Land aufgrund der
kleinen Anzahl von Patentanwälten diese
Mindestzahl unterschritten wird, ist das Exekutivkomitee berechtigt, das Stimmrecht einer solchen
Nationalen Vereinigung oder Nationalen Gruppe zu
belassen, die aus mindestens fünf mindestens drei
verschiedenen Kanzleien angehörigen Mitgliedern
besteht.

6.

6.

6.

Le Comité Exécutif:

The Executive Committee :

Das Exekutivkomitee :

- se prononce souverainement sur les
questions qui sont mises à l'ordre du jour;

- shall make absolute decisions regarding
questions that are placed on the agenda;

- trifft unumschränkt Beschlüsse über die
Fragen, die auf die Tagesordnung gesetzt sind;

- élit au sein de la Fédération le Président et
le Vice-Président de la Fédération, le Secrétaire
Général, le ou les Secrétaires Généraux Adjoints et
le Trésorier Général, les cinq à sept Conseillers
visés à l'Article 14 Bis (b) et les Présidents des
différentes Commissions, les membres de la
Commission de Déontologie et du Conseil
Consultatif en matière de Finances;

- shall elect from within the Federation the
President and Vice-President of the Federation, the
Secretary General, the one or more Deputy Secretaries
General, the Treasurer General, the five to seven
Councillors referred to in Article 14 Bis (b) and the
Presidents of the various Commissions, the members of
the Deontology Commission and of the Finance
Advisory Board;

- wählt aus den Mitgliedern der Föderation den
Präsidenten und Vizepräsidenten der Föderation, den
Generalsekretär, einen oder mehrere stellvertretende
Generalsekretäre, den Schatzmeister, fünf bis sieben
Beiräte gemäß Artikel 14 Bis (b) und die Präsidenten
der verschiedenen Kommissionen, die Mitglieder der
Deontologiekommission und des Finanzausschusses;

- peut nommer des Présidents d'Honneur et
des Membres d'Honneur;

- may appoint Honorary Presidents and Honorary
- ernennt Ehrenpräsidenten und
Members;
Ehrenmitglieder;
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- statue sur les demandes d'admission des
membres individuels ou des membres des Sections
Nationales et des Sections Régionales à qui les
pouvoirs de la Commission d'Admission n'ont pas
été délégués, sur la base d'une opinion motivée de
la Commission d'Admission ou de la Section
Nationale ou Régionale compétente selon l'Article
7.3, étant rappelé que le Bureau peut aussi admettre
de tels membres selon l'Article 15.2;

- makes decisions regarding the admission of
individual members or members of National Sections
and Regional Sections to which the powers of the
Admission Commission have not been delegated, on the
basis of a reasoned opinion of the Admission
Commission or the relevant National Section or
Regional Section under Article 7.3, with the proviso that
the Bureau may also admit such members in accordance
with Article 15.2;

- statue sur les demandes d'admission de
nouvelles Associations Nationales, Sections
Nationales et Sections Régionales sur la base d’une
opinion motivée de la Commission d'Admission et
d'une opinion du Conseil;

- makes decisions regarding the admission of new
- entscheidet über Aufnahmeanträge von neuen
National Associations, National Sections and Regional Nationalen Vereinigungen, Nationalen Gruppen und
Sections on the basis of a reasoned opinion of the
Regionalen Gruppen aufgrund einer mit Gründen
Admission Commission and an opinion of the Council; versehenen Stellungnahme der Aufnahmekommission
und einer Stellungnahme des Beirats;

- statue sur les propositions de radiation qui
lui sont transmises sur la base d'une opinion
motivée de la Commission de Déontologie et d'une
opinion du Conseil;

- makes decisions regarding proposals for
expulsion submitted to it accompanied by a reasoned
opinion of the Deontology Commission and an opinion
of the Council;

- entscheidet über Vorschläge von
Ausschlüssen, die ihm zusammen mit einer mit
Gründen versehenen Stellungnahme der
Deontologiekommission und einer Stellungnahme des
Beirates unterbreitet wurden;

- statue sur les propositions des diverses
Commissions permanentes ou temporaires;

- makes decisions regarding the proposals of the
various permanent or temporary Commissions;

- entscheidet über die Vorschläge der verschiedenen ständigen oder zeitweiligen
Kommissionen;

- peut désigner un ou plusieurs Conseils en
Propriété Intellectuelle membres de la Fédération
comme assistants pour assister les membres du
Bureau dans l'exercice de leurs fonctions, par
exemple un Assistant auprès du Trésorier Général,
ce ou ces assistants n'étant pas membre(s) du
Bureau;

- may appoint one or more Intellectual Property
Attorney members of the Federation as Assistants for
helping the members of the Bureau in the achievement
of their tasks, for instance an Assistant to the Treasurer
General, which Assistants shall not be members of the
Bureau;

- kann einen oder mehrere Patentanwälte, der
Föderation, als Assistent zur Unterstützung der
Mitglieder des Vorstands bei der Ausübung ihrer
Tätigkeiten bestellen, beispielsweise einen
Assistenten des Schatzmeisters, die dadurch nicht
Mitglieder des Vorstands werden;

- fixe le Règlement et le Code de Conduite
Professionnelle;

- determines the Rules and the Code of
Professional Conduct;

- legt die Geschäftsordnung und die
Standesregeln für die Berufsausübung fest;

- donne aux organismes de la Fédération
décharge de leur mandat;

- discharges organisations of the Federation from
responsibility for their mandates;

- erteilt Organen der Föderation Entlastung von
ihren Aufgaben;

- determines the amount of the annual
subscription;

fest;

- se prononce sur les propositions de
modifications des Statuts, celles-ci devant être
soumises aux Associations Nationales, aux Sections
Nationales et aux Sections Régionales au moins
trois mois avant la réunion du Comité Exécutif;

- decides regarding proposed amendments to the
Statutes, which amendments shall be submitted to the
National Associations and to the National Sections and
Regional Sections at least three months before the
meeting of the Executive Committee;

- beschließt über vorgeschlagene Änderungen
der Statuten, die den Nationalen Vereinigungen,
Nationalen Gruppen und Regionalen Gruppen
wenigstens drei Monate vor der Sitzung des
Exekutivkomitees vorgelegt wurden;

- a le pouvoir de réduire exceptionnellement
les délais visés aux Articles 6 et 7;

- may exceptionally reduce the periods of time
allowed in Articles 6 and 7;

- kann ausnahmsweise die in den Artikeln 6
und 7 genannten Fristen verkürzen;

- a le pouvoir, nonobstant l’article 5.2, à titre
exceptionnel et après avoir obtenu un avis favorable
motivé et unanime de la Commission d’Admission,
d’admettre comme membre individuel un Conseil
en Propriété Intellectuelle appartenant à un pays
dans lequel existe une Association Nationale ou une
Section Nationale membre ou à un pays faisant
partie d’une région dans laquelle une Section
Régionale existe, pourvu que le Conseil en
Propriété Intellectuelle concerné remplisse les
conditions d’honorabilité, de moralité et de capacité
mentionnées à l’article 5.2.

- may exceptionally, and notwithstanding Article
5.2, and having first obtained a reasoned and unanimous
favourable opinion from the Admission Commission,
admit as an individual member an Intellectual Property
Attorney belonging to a country where there is either a
member National Association or National Section or
belonging to a region where there is a member Regional
Section, provided that the Intellectual Property Attorney
fulfils the desired conditions as to honourable character,
moral character, and ability mentioned in Article 5.2.

- kann ausnahmsweise und unbeschadet des
Artikels 5, Ziffer 2, nachdem es zunächst eine
begründete und einstimmig angenommene
zustimmende Stellungnahme der
Aufnahmekommission eingeholt hat, als ein
Einzelmitglied einen Patentanwalt eines Landes, in
dem es eine Nationale Vereinigung oder eine
Nationale Gruppe gibt, oder der zu einer Region
gehört, in der es eine Regionale Gruppe gibt, unter
der Voraussetzung zulassen, dass dieser den in
Artikel 5, Ziffer 2 aufgestellten Anforderungen nach
Ehrenhaftigkeit, Sittlichkeit und Befähigung
entspricht.

7.
Le Comité Exécutif peut nommer Membre
d'Honneur des personnalités éminentes
n'appartenant pas à la Fédération qui ont concouru
de façon significative à la promotion de la Propriété
Intellectuelle.

7.
The Executive Committee may appoint as
Honorary Members eminent personalities not belonging
to the Federation who have made a significant
contribution to the promotion of Intellectual Property.

7.
Das Exekutivkomitee kann der Föderation
nicht angehörende Persönlichkeiten, die einen
bedeutenden Beitrag zur Förderung des gewerblichen
Rechtsschutzes geleistet haben, zu Ehrenmitgliedern
ernennen.

- fixe le montant de la cotisation annuelle;

- entscheidet über Aufnahmeanträge von
Einzelmitgliedern oder Mitgliedern Nationaler
Gruppen oder Regionale Gruppen, denen die
Vollmachten der Aufnahmekommission nicht
übertragen wurden, aufgrund einer mit Gründen
versehenen Stellungnahme der Aufnahmekommission
oder der betreffenden Nationalen Gruppe oder
Regionalen Gruppe gemäß Artikel 7.3 vorbehaltlich
der Aufnahme solcher Mitglieder durch den Vorstand
gemäß Artikel 15.2;

- legt die Höhe des Jahresmitgliedsbeitrages
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ARTICLE 12

ARTICLE 12

ARTIKEL 12

PRÉSIDENT ET VICE-PRÉSIDENT DE LA
FÉDÉRATION

PRESIDENT AND VICE-PRESIDENT OF THE
FEDERATION

PRÄSIDENT UND VIZEPRÄSIDENT DER
FÖDERATION

1.
Les élections du Président et du VicePrésident ont lieu lors des réunions du Comité
Exécutif, et ces charges sont assumées à titre
honorifique; l'entrée en fonction commence dès la
fin de la session pendant laquelle l'élection a eu
lieu.

1.
The elections of the President and Vice-President
are held at the meetings of the Executive Committee,
and these duties are honorary; office is assumed at the
end of the session at which the election is held.

1.
Die Wahl des Präsidenten und des
Vizepräsidenten wird auf den Sitzungen des
Exekutivkomitees abgehalten. Ihre Tätigkeit ist
ehrenamtlich. Der Amtsantritt erfolgt sogleich nach
Ende der Sitzung, an der die Wahl stattgefunden hat.

2.
Le Président de la Fédération préside les
réunions du Bureau et du Conseil tels que définis à
l'Article 15, du Comité Exécutif ainsi que de
l'Assemblée Générale.

2.
The President of the Federation shall preside at
the meetings of the Bureau and the Council as defined
in Article 15, of the Executive Committee and at the
General Meeting.

2.
Der Präsident der Föderation führt auf den
Sitzungen des nach Artikel 15, gebildeten Vorstandes
und Beirates sowie auf den Sitzungen des
Exekutivkomitees und auf der Generalversammlung
den Vorsitz.

3.
Le Vice-Président remplace le Président dans 3.
The Vice-President replaces the President in all
toutes ses attributions, en cas d'empêchement de
his duties whenever the President is prevented from
celui-ci ou si le Président le lui demande.
attending, or if requested by the President to do so.

3.
Der Vizepräsident vertritt den Präsidenten in
seinem ganzen Zuständigkeitsbereich, wann immer
der Präsident verhindert ist oder wenn er vom
Präsidenten dazu aufgefordert wird.

ARTICLE 13

ARTICLE 13

ARTIKEL 13

DURÉE DE LA PRÉSIDENCE

TERM OF THE PRESIDENCY

DAUER DER PRÄSIDENTSCHAFT

La Présidence ne peut échoir à la même Association
Nationale, Section Nationale ou Section Régionale
pendant plus de trois années consécutives,
l'intervalle d'un exercice devant ensuite s'écouler
avant que ladite Association ou Section puisse
reprendre la Présidence.

The Presidency may not be held by a member of the
same National Association, National Section or
Regional Section for more than three consecutive years,
and the space of one term of office must then elapse
before the said Association or Section can again hold
the Presidency.

Die Präsidentschaft darf von einem Mitglied
derselben Nationalen Vereinigung, Nationalen
Gruppe oder Regionalen Gruppe nicht länger als drei
aufeinanderfolgende Jahre ausgeübt werden, und es
muss dann der Zeitraum einer solchen Amtsdauer
verstreichen, bevor ein Mitglied derselben
Vereinigung oder Gruppe die Präsidentschaft erneut
übernehmen kann.

ARTICLE 14

ARTICLE 14

ARTIKEL 14

BUREAU DE LA FÉDÉRATION

BUREAU OF THE FEDERATION

VORSTAND DER FÖDERATION

Le Bureau de la Fédération est formé par le
1.
Président, le Vice-Président, le Secrétaire Général,
éventuellement assisté d'un ou plusieurs Secrétaires
Généraux adjoints, et le Trésorier Général.

1.
The Bureau of the Federation is formed by the
President, Vice-President, Secretary General,
if necessary one or more Deputy Secretaries General,
and the Treasurer General.

1.
Der Vorstand der Föderation wird durch den
Präsidenten, den Vizepräsidenten, den Generalsekretär, bei Bedarf einen oder mehrere
stellvertretende Generalsekretäre, und den
Schatzmeister gebildet.

2.
Le Vice-Président, le Secrétaire Général et le
ou les Secrétaires Généraux adjoints, le Trésorier
Général et les cinq à sept Conseillers mentionnés
sous Article 14 Bis. (b) sont élus ou réélus pour
trois ans. Leur mandat est révocable par le Comité
Exécutif.

2.
The Vice-President, the Secretary General, the
one or more Deputy Secretaries General, the Treasurer
General and the five to seven Councillors referred to
under Article 14 Bis. (b) are elected or re-elected for
three years. Their office may be terminated by the
Executive Committee.

2.
Der Vizepräsident, der Generalsekretär und
jeder stellvertretende Generalsekretär, der
Schatzmeister und die fünf bis sieben Beiräte gemäß
Artikel 14 Bis. (b) werden für drei Jahre gewählt oder
wiedergewählt. Ihr Amt kann ihnen vom
Exekutivkomitee entzogen werden.

3.
Le Bureau est assisté par le Conseil
Consultatif de la Fédération

3.
The Bureau is assisted by the Advisory Council
of the Federation.

3.

Der Beirat der Föderation berät den Vorstand.

ARTICLE 14 BIS

ARTICLE 14 BIS

ARTIKEL 14 BIS

CONSEIL CONSULTATIF DE LA
FÉDÉRATION

ADVISORY COUNCIL OF THE
FEDERATION

BEIRAT DER
FÖDERATION

Sauf décision contraire du Conseil Consultatif, le
précédent Président de la Fédération est le
coordinateur du Conseil Consultatif.

Unless otherwise agreed by the Advisory Council, the
Vorbehaltlich einer anderen Entscheidung des Beirats
preceding President of the Federation is the co-ordinator ist der vorherige Präsident der Koordinator des
of the Advisory Council.
Beirats.

Le Conseil Consultatif comprend :

The Advisory Council comprises :
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(a) les Anciens Présidents, les Présidents
d'Honneur, ainsi que les Présidents de la
Commission d'Etude et de Travail visée à l'Article
23, de la Commission des Communications visée à
l'Article 16 bis, de la Commission de Contact visée
à l'Article 17, et de la Commission d’Adhésion
visée à l’Article 18 septies qui sont membres de
droit.
(b) cinq à sept Conseillers élus.

(a) former Presidents, Honorary Presidents, as well
as the Presidents of the Study and Work Commission,
referred to in Article 23, the Communications
Commission, referred to in Article 16 bis, the Contact
Commission, referred to in Article 17, and the
Membership Commission, referred to in Article 18
septies, who are members by right.
(b) five to seven elected Councillors.

(a) den ehemaligen Präsidenten, den Ehrenpräsidenten sowie den Präsidenten der Studien und
Arbeitskommission nach Artikel 23, der Kommunikationskommission, nach Artikel 16 bis, der
Kontaktkommission nach Artikel 17 und der
Mitgliedschaftskommission nach Artikel 18 septies
die statutengemäß Mitglieder sind.
(b) fünf bis sieben gewählten Beiräten.

Les Conseillers mentionnés sous (b) élus ou réélus
pour trois ans, ne sont rééligibles que deux fois et
doivent appartenir à cinq pays différents.

The Councillors referred to under (b) elected or
re-elected for three years are re-eligible only twice and
must come from five different countries.

Diese Beiräte gemäß (b) werden für drei Jahre
gewählt oder wiedergewählt. Sie sind nur zweimal
wiederwählbar und müssen fünf verschiedenen
Ländern angehören.

Le Bureau tient le coordinateur informé de ses
activités. Le coordinateur a la capacité de
convoquer le Conseil Consultatif.

The Bureau shall keep the co-ordinator informed of its
activities. The co-ordinator can convene a meeting of
the Advisory Council.

Der Vorstand hält den Koordinator informiert über
seine Aktivitäten. Der Koordinator hat das Recht, den
Beirat einzuberufen.

ARTICLE 15

ARTICLE 15

ARTIKEL 15

ATTRIBUTIONS ET POUVOIRS DU BUREAU
ET DU CONSEIL CONSULTATIF

DUTIES AND POWERS OF THE BUREAU AND
THE ADVISORY COUNCIL

AUFGABEN UND BEFUGNISSE DES
VORSTANDS UND DES BEIRATES

Le Bureau, dont les membres sont
1.
Responsables devant le Comité Exécutif, assume
les charges et responsabilités de la Direction de la
Fédération.

1.
The Bureau, whose members are responsible to
the Executive Committee, assumes the duties and
responsibilities of the management of the Federation.

1.
Der Vorstand, dessen Mitglieder dem
Exekutivkomitee verantwortlich sind, übernimmt die
Aufgabe und Verantwortung der Führung der
Föderation.

2.
Le Bureau pourra admettre de nouveaux
membres individuels ou des membres d'une Section
Nationale à qui les pouvoirs de la Commission
d'Admission n'ont pas été délégués sur la base d'une
opinion favorable unanime de la Commission
d'Admission selon l'Article 7.2.

2.
The Bureau may admit new individual members
or members of National Sections, to which the powers
of the Admission Commission have not been delegated,
on the basis of a favourable unanimous opinion received
from the Admission Commission under Article 7.2.

2.
Der Vorstand darf neue Einzelmitglieder oder
Mitglieder Nationaler Gruppen, denen die
Vollmachten der Aufnahmekommission nicht
übertragen wurden, aufgrund einer von der
Aufnahmekommission gemäß Artikel 7.2 vorgelegten
einstimmigen befürwortenden Stellungnahme
aufnehmen.

3.
Nonobstant les dispositions des paragraphes
4, 5 ou 6 ci-dessous, le Bureau peut, par une
procédure accélérée, exclure de la Fédération, en
accord avec le Règlement, tout membre individuel
vis-à-vis de qui les conditions de l’Article 9.B.2.(b)
sont remplies. Cette expulsion doit être notifiée au
Comité Exécutif lors de sa réunion suivante.

3.
Notwithstanding the provisions of Paragraphs 4,
5 or 6 below, the Bureau may summarily expel from the
Federation in accordance with the Rules any individual
member in respect of whom the provisions of Article
9.B.2.(b) are satisfied. Notice of such expulsion shall be
given to the Executive Committee at its next meeting.

3.
Ungeachtet der Bestimmungen der
nachfolgenden Absätze 4, 5 und 6 kann der Vorstand
in Übereinstimmung mit der Ausführungsordnung
jedes Einzelmitglied, bei dem die Voraussetzungen
des Artikel 9.B.2.(b). erfüllt sind, in einem
abgekürzten Verfahren aus der Föderation
ausschließen. Der Ausschluss wird dem
Exekutivkomitee auf seiner nächsten Sitzung
mitgeteilt.

4.
Le Conseil Consultatif de la Fédération est
un organisme consultatif dont la mission est de
veiller au respect des Statuts, du Règlement, du
Code de Conduite professionnelle, des Décisions du
Comité Exécutif et des Traditions de la Fédération.
Le Président et le Vice-Président, le Secrétaire
Général, le ou les Secrétaires Généraux adjoints et
le Trésorier Général peuvent lui demander tous avis
ou recommandations, en particulier pour résoudre
toute question dont l'importance paraîtrait dépasser
le cadre de l'administration courante de la
Fédération.

4.
The Advisory Council of the Federation is a
consultative body the task of which is to supervise the
due observance of the Statutes, the Rules, the Code of
Professional Conduct, the Decisions of the Executive
Committee and the Traditions of the Federation. The
President and Vice-President, the Secretary General, the
one or more Deputy Secretaries General and the
Treasurer General may seek advice or recommendations
from the Advisory Council, particularly for solving any
question the importance of which would appear to
extend beyond the scope of the ordinary administration
of the Federation.

4.
Der Beirat der Föderation ist ein beratendes
Organ, dessen Aufgabe es ist, über die Einhaltung der
Statuten und der Geschäftsordnung, der
Standesregeln für die Berufsausübung, der
Beschlüsse des Exekutivkomitees und der
Traditionen der Föderation zu wachen. Der Präsident,
der Vizepräsident, der Generalsekretär, jeder
stellvertretende Generalsekretär und der
Schatzmeister können den Beirat um jedwede
Stellungnahme oder Empfehlung ersuchen,
insbesondere zur Klärung aller Fragen, deren
Bedeutung über den Rahmen der laufenden Geschäfte
der Föderation hinauszugehen scheint.

5.
En outre, dans tous les cas urgents, le
Président a la faculté de convoquer les membres du
Conseil Consultatif, sur un ordre du jour fixé par
lui-même, avec accord du Bureau. Après
consultation du Conseil Consultatif, le Bureau
pourra prendre toute décision provisoire et urgente
dans l'intérêt de la Fédération, décision qui sera
soumise à ratification par le Comité Exécutif lors de
sa réunion suivante.

5.
Moreover, in any urgent case, the President shall
be entitled to summon the Members of the Advisory
Council on the basis of an Agenda prepared by him in
consultation with the Bureau. After consultation with
the Advisory Council, the Bureau may take any
provisional and urgent decision in the interest of the
Federation; this decision will be subjected to ratification
by the Executive Committee at its next meeting.

5.
Im Übrigen ist der Präsident in allen
dringenden Fällen berechtigt, die Mitglieder des
Beirates aufgrund einer von ihm selbst in
Übereinstimmung mit dem Vorstand festgelegten
Tagesordnung einzuberufen. Nach Konsultation des
Beirates kann der Vorstand jede vorläufige und
dringende Entscheidung im Interesse der Föderation
fällen. Die Entscheidung bedarf der Genehmigung
durch das Exekutivkomitee auf seiner nächsten
Sitzung.
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6.
Toutefois, s'il se révèle impossible, dans un
cas urgent de ce genre, de tenir une session du
Conseil Consultatif, le Bureau pourra prendre toute
décision après avoir obtenu, par correspondance ou
par contacts directs, les avis de tous les membres du
Conseil Consultatif dans la mesure où cela est
possible, cette décision étant soumise à ratification
par le Comité Exécutif lors de sa réunion suivante.

6.
However, if it becomes impossible, in an urgent
case of this kind, to hold a meeting of the Advisory
Council, the Bureau may take any decision after having
obtained, by correspondence or direct contact, the
opinions of all the members of the Advisory Council, as
far as this is possible, and this decision will then be
subjected to ratification by the Executive Committee at
its next meeting.

6.
Sofern es sich jedoch in einem wichtigen Fall
dieser Art als unmöglich erweist, eine Sitzung des
Beirates abzuhalten, kann der Vorstand, nachdem er
auf schriftlichem Wege oder unmittelbar die
Stellungnahme aller Mitglieder des Beirats soweit
wie möglich eingeholt hat, jede Entscheidung fällen.
Die Entscheidung bedarf der Genehmigung durch das
Exekutivkomitee auf seiner nächsten Sitzung.

7.
Le Président pourra inviter à la réunion du
Conseil Consultatif les Présidents d'autres
Commissions intéressées par l'ordre du jour.

7.
The President may ask the Presidents of other
Commissions interested in the Agenda to attend the
meetings of the Advisory Council.

7.
Der Präsident kann die Präsidenten anderer an
der Tagesordnung interessierter Kommissionen
einladen, der Sitzung des Beirates beizuwohnen.

ARTICLE 16

ARTICLE 16

ARTIKEL 16

COMMISSION D'ADMISSION

ADMISSION COMMISSION

La Commission d'Admission entreprend les
enquêtes et élabore les avis motivés prescrits aux
Articles 6 et 7. Elle est composée de cinq membres
au moins, dont un Président, élu par le Comité
Exécutif. La désignation des membres de cette
Commission est fixée par le Règlement.

The Admission Commission carries out inquiries and
draws up opinions, indicating grounds, as prescribed in
Article 6 and 7. It is composed of at least five members
one of whom shall be the Chairman, who shall be
elected by the Executive Committee. The designation of
the members of this Commission shall be determined by
the Rules.

ARTICLE 16 BIS

ARTICLE 16 BIS

ARTIKEL 16 BIS

COMMISSION DES COMMUNICATIONS

COMMUNICATIONS COMMISSION

KOMMUNIKATIONSKOMMISSION

La Commission des Communications est chargée
de la promotion de la Fédération auprès du public et
de la communauté de la propriété intellectuelle et
de la publication, par tous moyens, de lettres
d'informations et d'autres documents relatifs à la
Fédération et à ses membres.

The Communications Commission is charged with the
promotion of the Federation to the general public and to
the intellectual property community and for the
publication, by whatever means, of newsletters and
other documents relative to the Federation and its
membership.

Die Kommunikationskommission hat die Aufgabe,
die Föderation in der Öffentlichkeit und in den
Kreisen des gewerblichen Rechtsschutzes bekannt zu
machen sowie Mitteilungsblätter und andere
Dokumente die für die Föderation und ihre Mitglieder
von Bedeutung sind, auf geeignete Weise, zu
veröffentlichen.

Son Président est élu par le Comité Exécutif. Ses
membres sont choisis par son Président après
consultation du Bureau.

Its President is elected by the Executive Committee. Its
members are chosen by its President after consultation
with the Bureau.

Ihr Präsident wird durch das Exekutivkomitee
gewählt. Ihre Mitglieder werden nach Beratung mit
dem Vorstand durch ihren Präsidenten ernannt.

Les membres du Bureau et le Président de la
Commission de Contact sont membres de droit de
cette Commission.

The members of the Bureau and the President of the
Contact Commission are ex-officio members of the
Commission.

Die Mitglieder des Vorstands und der Präsident der
Kontaktkommission sind von Amts wegen Mitglieder
der Kommission

Les listes des membres publiées ne doivent contenir
aucune information trompeuse sur les qualifications
professionnelles des membres. En particulier,
lorsqu’un membre a sa résidence professionnelle
dans un pays où il n’est pas autorisé à exercer, une
indication correspondante doit figurer dans la liste.

Any published list of members shall contain no
misleading information on the members’ qualifications
to practise. In particular where a member whose place
of business is in a country where he or she is not entitled
to practise, an annotation to that effect shall be included
in such list.

Veröffentlichte Mitgliederlisten dürfen keine
irreführende Angaben über die
Berufsausübungsqualifikationen der Mitglieder
enthalten. Insbesondere dann, wenn sich der
Niederlassungsort des Mitglieds in einem Land
befindet, in dem es zur Berufsausübung nicht
berechtigt ist, muss ein entsprechender Hinweis in
einer solchen Mitgliederliste enthalten sein.

ARTICLE 17

ARTICLE 17

ARTIKEL 17

CONTACT COMMISSION

KONTAKTKOMMISSION

COMMISSION DE CONTACT

AUFNAHMEKOMMISSION
Die Aufnahmekommission führt Erkundigungen
durch und erarbeitet die in den Artikeln 6 und 7
vorgeschriebene mit Gründen versehene
Stellungnahme. Sie ist aus mindestens fünf
Mitgliedern zusammengesetzt, von denen eines der
vom Exekutivkomitee gewählte Präsident ist. Die
Ernennung der Mitglieder dieser Kommission regelt
die Geschäftsordnung.

La Commission de Contact est chargée, dans le
cadre de l'Article 2 § 6 des Statuts, des rapports
avec les autres organisations internationales.

The Contact Commission shall act within the
Die Kontaktkommission pflegt im Rahmen des
framework of Article 2, paragraph 6, of the Statutes and Artikels 2, Ziffer 6, der Statuten Beziehungen mit den
shall be charged with contacts with other international
anderen internationalen Organisationen.
organisations.

Elle est chargée d'établir et d'entretenir, à la
demande du Bureau, des contacts avec des
organisations Nationales de Conseils en Propriété
Intellectuelle et avec des Conseils en Propriété
Intellectuelle pour faire connaître la Fédération et
faciliter d'éventuelles adhésions.

It is charged to make and maintain, at the request of the
Bureau, contacts with national Intellectual Property
Attorneys organisations and with Intellectual Property
Attorneys so as to make the Federation known and
facilitate possible memberships.
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Son Président est élu par le Comité Exécutif. Ses
membres sont choisis par son Président après
consultation du Bureau.

Its President is elected by the Executive Committee. Its
members are chosen by its President after consultation
with the Bureau.

Les membres du Bureau et le Président de la
The members of the Bureau and the President of the
Commission des Communications sont membres de Communications Commission are ex-officio members
droit de cette Commission.
of the Commission.

Ihr Präsident wird vom Exekutivkomitee gewählt.
Ihre Mitglieder werden nach Beratung mit dem
Vorstand durch ihren Präsidenten ernannt.
Die Mitglieder des Vorstands und der Präsident der
Kommunikationskommission sind von Amts wegen
Mitglieder der Kommission.

ARTICLE 18

ARTICLE 18

ARTIKEL 18

COMMISSION DE DÉONTOLOGIE

DEONTOLOGY COMMISSION

DEONTOLOGIEKOMMISSION

La Commission de Déontologie est chargée
d'étudier les questions de déontologie et, lorsqu'elle
est consultée par le Bureau sur une éventuelle
infraction aux Statuts, au Règlement, au Code de
Conduite professionnelle ou aux décisions de la
Fédération, de procéder à une enquête et de
proposer la procédure à suivre et les mesures à
prendre. Elle est composée d'un Président élu ou
réélu pour 3 ans et de 9 membres élus pour 9 ans,
renouvelables par tiers tous les 3 ans.

The Deontology Commission is charged with studying
deontology questions and, when it is consulted by the
Bureau concerning a possible violation of the Statutes,
Rules, Code of Professional Conduct, or decisions of the
Federation, with instituting an enquiry and proposing
the procedure to be followed and the action to be taken.
It is composed of a President elected or re-elected for 3
years and of 9 members elected for 9 years, one third of
whom are elected every 3 years.

Der Deontologiekommission obliegt es, die Fragen
der Deontologie zu studieren und, wenn sie vom
Vorstand wegen einer möglichen Verletzung der
Statuten, der Geschäftsordnung, der Standesregeln für
die Berufsausübung oder von Beschlüssen des
Exekutivkomitees um Rat gefragt wird, eine
Untersuchung vorzunehmen und Vorschläge für das
durchzuführende Verfahren und die zu ergreifenden
Maßnahmen zu machen. Sie besteht aus einem für
drei Jahre gewählten oder wiedergewählten
Präsidenten und neun für neun Jahre gewählten
Mitgliedern, von denen ein Drittel alle drei Jahre zu
wählen ist.

ARTICLE 18 BIS

ARTICLE 18 BIS

ARTIKEL 18 BIS

COMMISSION DES STATUTS

STATUTES COMMISSION

STATUTENKOMMISSION

La Commission des Statuts est chargée de préparer,
à la demande du Bureau, les propositions de
modifications aux Statuts, au Règlement et au Code
de Conduite Professionnelle.

The Statutes Commission is charged with preparing, at
the request of the Bureau, the proposals for
modifications to the Statutes, to the Rules and to the
Code of Professional Conduct.

Der Statutenkommission obliegt es, auf Verlangen
des Vorstandes, Vorschläge zur Änderung der
Statuten, der Geschäftsordnung und der
Standesregeln für die Berufsausübung vorzubereiten.

Son président est élu par le Comité Exécutif. Ses
membres sont choisis par son président après
consultation du Bureau.

Its President is elected by the Executive Committee. Its
members are chosen by its President after consultation
with the Bureau.

Ihr Präsident wird vom Exekutivkomitee gewählt.
Ihre Mitglieder werden durch ihren Präsidenten nach
Befragung des Vorstandes ernannt.

ARTICLE 18 TER

ARTICLE 18 TER

ARTIKEL 18 TER

CONSEIL CONSULTATIF EN MATIÈRE DE
FINANCES

FINANCE ADVISORY BOARD

FINANZAUSSCHUSS

Le Conseil Consultatif en matière de des Finances
The Finance Advisory Board supports the Bureau and
soutient le Bureau et le Trésorier Général et
the Treasurer General and advises the Executive
conseille le Comité Exécutif en matière de politique Committee on financial policies of the Federation.
financière de la Fédération.

Der Finanzausschuss unterstützt den Vorstand und
den Schatzmeister und berät das Exekutivkomitee in
Haushaltsfragen der Föderation.

Ce Conseil procède à l'analyse des besoins,
développe, promeut et met en œuvre les mesures
financières destinées à assurer les fonds et revenus
de la Fédération.

It analyses needs, develops and promotes and
implements financial measures designed to secure the
Federation's income and assets.

Er analysiert Bedürfnisse und Entwicklungen und
fördert finanzielle Maßnahmen, um die Einkünfte und
das Vermögen der Föderation zu sichern.

Il émet des recommandations relatives à
l'organisation et à l’action du Trésorier Général et
des auditeurs.

It makes recommendations concerning the organisation
and performances of the Treasurer General's and the
auditor's duties.

Er gibt Empfehlungen zur Organisation und zur
Erfüllung der Verpflichtungen des Schatzmeisters
und der Kassenprüfer.

Il est consulté pour tout ce qui concerne et peut
élaborer les rapports financiers et les propositions
du Bureau.

It is consulted with regard to, and may implement, the
Bureau's financial reports and proposals.

Er wird um Rat gefragt und kann die Durchführung
von Berichten zu den Finanzen und Vorschlägen des
Vorstandes übernehmen.

Il est une Commission de la Fédération et
comprend un Président en au moins trois autres
membres élus par le Comité Exécutif pour une
période de 3 ans. Des réélections sont possibles.

It is a Commission of the Federation and consists of a
President and at least three other members, elected by
the Executive Committee for a period of three years.
Re-elections are possible.

Er ist eine Kommission der Föderation und besteht
aus dem Präsidenten und wenigstens drei weiteren,
vom Exekutivkomitee für einen Zeitraum von drei
Jahren gewählten Mitgliedern. Wiederwahlen sind
zulässig.
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ARTICLE 18 QUATER

ARTICLE 18 QUATER

ARTIKEL 18 QUATER

COMMISSION DE FORMATION ET
D’EDUCATION

TRAINING AND EDUCATION
COMMISSION

AUS- UND FORTBILDUNGSKOMMISSION

La Commission de Formation et d’Education
organise conformément à l’Article 2.7 la formation
et l’éducation continue des membres de la
Fédération et autres personnes intéressées par la
Protection de la Propriété Intellectuelle.

The Training and Education Commission promotes
training and continuing education of members of the
Federation and others interested in Intellectual Property
protection, in accordance with Article 2.7.

Die Aus- und Fortbildungskommission fördert die
Aus- und Fortbildung von Mitgliedern der Föderation
und aller am Schutz des geistigen Eigentums
interessierten Personen gemäß Artikel 2.7.

Son Président est élu par le Comité Exécutif et il est Its President is elected by the Executive Committee and
membre d’office de la Commission d’Etude et de
is ex-officio member of the Study and Work
Travail (C.E.T.).
Commission (CET).

Ihr Präsident wird vom Exekutivkomitee gewählt und
ist von Amts wegen Mitglied der Studien und
Arbeitskommission (CET).

Les membres de la Commission sont choisis par
son Président après consultation du Bureau.

Die Mitglieder der Kommission werden nach
Beratung mit dem Vorstand durch ihren Präsidenten
ernannt.

The members of the Commission are chosen by its
President after consultation with the Bureau.

ARTICLE 18 QUINQUIES

ARTICLE 18 QUINQUIES

ARTIKEL 18 QUINQUIES

Pour les Commissions autres que celles citées dans
les Articles 16 à 18 Quater, qui ont été créés ou
seront créés par décision du Comité Exécutif, le
Président est élu par le Comité Exécutif. Les
membres sont choisis par son Président après
consultation du Bureau.

For Commissions other than those cited in Article 16 to
18 Quater, which have been created or shall be created
by decision of the Executive Committee, the President
shall be elected by the Executive Committee. Its
members are chosen by its President after consultation
with the Bureau.

Für andere als die in der Artikeln 16 bis 18 Quater
genannten Kommissionen, die durch Beschluss des
Exekutivkomitees gebildet wurden oder gebildet
werden, wird der Präsident durch das Exekutivkomitee gewählt. Die Mitglieder werden vom
Präsidenten nach Befragung des Vorstandes ernannt.

L'élection du Président de ces Commissions sera
effectuée selon les conditions générales exprimées
dans l'Article 19 ci-dessous.

The election of the President of such Commissions
follows the general provisions given in Article 19
hereunder.

Die Wahl des Präsidenten dieser Kommissionen
erfolgt nach den im nachfolgenden Artikel 19
genannten Bedingungen.

ARTICLE 18 SEXIES

ARTICLE 18 SEXIES

ARTIKEL 18 SEXIES

COMMISSION D'EXCELLENCE
PROFESSIONNELLE

PROFESSIONAL EXCELLENCE
COMMISSION

BERUFSKOMPETENZKOMMISSION

La Commission d'Excellence Professionnelle (PEC)
étudie des questions relatives à la pratique
professionnelle, développe des positions et fait des
recommandations sur ces questions dans l’objectif
de maintenir à un niveau élevé les conditions
requises pour faire partie de la profession. Ces
questions comprennent les standards professionnels,
les meilleures pratiques, le développement
professionnel continu et l'aspect entrepreneurial de
la profession. Elle suit également les initiatives
tendant à réguler la profession et le droit de
représentation qui s'y attache.

The Professional Excellence Commission (PEC)
studies, develops positions, and makes
recommendations regarding matters of professional
practice with the objective of maintaining the
requirements for membership of the profession at a high
level. These matters include professional standards, best
practices, continuing professional development and the
profession as a business. It also monitors initiatives that
seek to regulate the profession and its rights of
representation.

Die Berufskompetenzkommission studiert, nimmt
Stellung und macht Empfehlungen zu Fragen der
Berufsausübung mit dem Ziel der Aufrechterhaltung
des hohen Niveaus der Voraussetzungen für die
Mitgliedschaft zum Berufsstand. Diese Fragen
umfassen Berufsordnungen, beste Vorgehensweisen,
berufliche Weiterbildung und den Beruf als
Unternehmen. Sie beobachtet auch Initiativen zur
Regulierung des Berufsstands und dessen
Vertretungsrechte.

Son Président est élu par le Comité Exécutif et les
membres de la Commission sont choisis par son
Président après consultation du Bureau.

Its President is elected by the Executive Committee and
the members of the Commission are chosen by its
President after consultation with the Bureau.

Ihr Präsident wird vom Exekutivkomitee gewählt.
Die Mitglieder der Kommission werden von ihrem
Präsidenten nach Beratung mit dem Vorstand
ernannt.
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ARTICLE 18 SEPTIES
COMMISSION D'ADHESION

ARTICLE 18 SEPTIES
MEMBERSHIP COMMISSION

ARTIKEL 18 SEPTIES
MITGLIEDSCHAFTSKOMMISSION

La Commission d'Adhésion a un rôle consultatif et
est chargée d’étudier la possibilité d’augmenter le
nombre de membres de la Fédération parmi les
Conseils en Propriété Intellectuelle remplissant les
conditions requises. Elle vérifie la qualité des
services que la Fédération rend à ses membres et
fait des recommandations sur la possibilité
d’augmenter la participation des membres aux
événements organisés par la Fédération. Elle fait
également des recommandations sur la possibilité
d'intensifier la coopération professionnelle et
l'échange d'informations entre les membres de la
Fédération.

The Membership Commission has an advisory role and
is charged with studying how to increase the
membership of the Federation amongst eligible
Intellectual Property Attorneys. It reviews the quality of
the services that the Federation provides to its members
and makes recommendations on how to increase
participation by members in events organised by the
Federation. It also makes recommendations on how to
increase professional cooperation and the sharing of
information between the members of the Federation.

Die Mitgliedschaftskommission hat eine beratende
Funktion und ist mit der Untersuchung betraut, wie
die Mitgliedschaft der Föderation an geeigneten
Patentanwälten vergrößert werden kann. Sie
überwacht die Qualität der Dienste, die die
Föderation ihren Mitgliedern zur Verfügung stellt,
und unterbreitet Vorschläge zur Vergrößerung der
Teilnahme der Mitglieder an von der Föderation
organisierten Veranstaltungen. Sie macht auch
Vorschläge, wie die berufliche Zusammenarbeit und
die gemeinsame Nutzung von Informationen
zwischen den Mitgliedern der Föderation erhöht
werden kann.

Son Président est élu par le Comité Exécutif, et les
Présidents de la Commission de Contact et de la
Commission d'Admission sont membres de droit.
Ses autres membres sont choisis par son Président
après consultation du Bureau.

Its President is elected by the Executive Committee, and
the Presidents of the Contact and Admissions
Commissions are ex officio members. Its other members
are chosen by its President after consultation with the
Bureau.

Ihr Präsident wird vom Exekutivkomitee gewählt.
Die Präsidenten der Kontaktkommission und der
Aufnahmekommission sind Mitglieder von Amts
wegen. Ihre anderen Mitglieder werden nach
Beratung mit dem Vorstand durch ihren Präsidenten
ernannt.

ARTICLE 18 OCTIES

ARTICLE 18 OCTIES

ARTICLE 18 OCTIES

LA COMMISSION DE MEMBRES EUROPEENS
DE LA FICPI (EUCOF)

EUROPEAN UNION MEMBERS COMMISSION OF
FICPI (EUCOF)

DIE KOMMISSION DER EUROPÄISCHEN
MITGLIEDER DER FICPI (EUCOF)

La Commission des Membres Européens de la
FICPI (EUCOF) traite de tout sujet lié à la PI
concernant l'Union Européenne, notamment les
sujets relatifs aux qualifications professionnelles
des conseils en Propriété Intellectuelle désireux
d'exercer dans l’UE et à leur droit de fournir des
services.

The European Union Members Commission of FICPI
(EUCOF) deals with IP related matters relevant to the
European Union including those which concern the
professional qualifications of, and right to provide
services by, Intellectual Property Attorneys who wish to
practise in the European Union.

Die Kommission der europäischen Mitglieder der
FICPI (EUCOF) behandelt die Europäische Union
betreffende IP-bezogene Angelegenheiten,
einschließlich Angelegenheiten der beruflichen
Qualifikation und des Rechts zur Erbringung von
Dienstleistungen von Patentanwälten, die ihren Beruf
in der Europäischen Union ausüben wollen.

EUCOF offre son support aux membres de la
Fédération dans leurs relations avec les autorités
pan-Européennes de la PI.

EUCOF offers support to members of the Federation in
their dealings with pan-European IP authorities.

EUCOF bietet den Mitgliedern der Föderation
Unterstützung im Umgang mit den paneuropäischen
Behörden für geistiges Eigentum an.

EUCOF vise à faciliter et à renforcer les relations
avec toutes les institutions pan-européennes
s’intéressant à la propriété intellectuelle,
notamment le Parlement Européen, la Commission
Européenne et la Cour de Justice de l’Union
Européenne.

EUCOF seeks to facilitate and strengthen relations with
all pan-European institutions interested in intellectual
property, including the European Parliament, the
European Commission, and the Court of Justice of the
European Union.

EUCOF verfolgt das Ziel, Beziehungen zu allen
paneuropäischen Institutionen, die Fragen des
geistigen Eigentums behandeln, einschließlich des
Europäischen Parlaments, der Europäischen
Kommission und des Gerichtshofs der Europäischen
Union, zu erleichtern und zu vertiefen.

Son Président est élu par le Comité Exécutif et ses
membres sont choisis par son Président avec
l’accord du Bureau.

Its President is elected by the Executive Committee and
its members are chosen by its President in consultation
with the Bureau.

Ihr Präsident wird vom Exekutivkomitee gewählt,
und ihre Mitglieder werden von ihrem Präsidenten in
Abstimmung mit dem Vorstand ernannt.
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ARTICLE 19

ARTICLE 19

ARTIKEL 19

ÉLECTIONS DU PRÉSIDENT, DU
VICE-PRÉSIDENT, DU SECRÉTAIRE
GÉNÉRAL, DU OU DES SECRÉTAIRES
GÉNÉRAUX ADJOINTS, DU TRÉSORIER
GÉNÉRAL, DES MEMBRES DU CONSEIL
CONSULTATIF, DES PRÉSIDENTS DE
COMMISSIONS ET MEMBRES DE LA
COMMISSION DE DÉONTOLOGIE

ELECTIONS OF THE PRESIDENT, THE
VICE-PRESIDENT, THE SECRETARY
GENERAL, THE ONE OR MORE DEPUTY
SECRETARIES GENERAL, THE
TREASURER GENERAL, THE MEMBERS OF THE
ADVISORY COUNCIL AND THE PRESIDENTS OF
COMMISSIONS AND THE MEMBERS OF THE
DEONTOLOGY COMMISSION

WAHL DES PRÄSIDENTEN, DES
VIZEPRÄSIDENTEN, DES GENERALSEKRETÄRS, DES BZW. DER
STELLVERTRETENDEN GENERALSEKRETÄRE, DES SCHATZMEISTERS DER
MITGLIEDER DES BEIRATS UND DER
PRÄSIDENTEN DER VERSCHIEDENEN
KOMMISSIONEN UND DER MITGLIEDER DER
DEONTOLOGIEKOMMISSION

L'élection, par le Comité Exécutif, du Président, du
Vice-Président, du Secrétaire Général, du ou des
Secrétaires Généraux adjoints, du Trésorier
Général, des Conseillers élus, des Présidents des
différentes Commissions et des membres de la
Commission de Déontologie est faite au scrutin
secret, séparément pour chaque charge. Si, au
premier tour de scrutin, la majorité absolue n'est pas
obtenue, il est procédé à un second tour. Si celui-ci
n'apporte pas encore de majorité absolue, il est
procédé à un troisième tour de scrutin à la majorité
relative. En cas d'égalité, le sort décide. Les
Présidents des Commissions sont élus ou réélus
pour 3 ans.

The election by the Executive Committee of the
President, the Vice-President, the Secretary General, the
one or more Deputy Secretaries General, the Treasurer
General the elected Councillors, the Presidents of the
various Commissions and the members of the
Deontology Commission is effected by secret ballot,
separately for each office. If, at the first ballot, an
absolute majority is not obtained, a second ballot is
held. If this still fails to produce an absolute majority, a
third ballot, with relative majority, will be held. In case
of equality, lots will be drawn to decide. The chairmen
of commissions are elected or re-elected for three years.

Die vom Exekutivkomitee durchgeführte Wahl des
Präsidenten, des Vizepräsidenten, des
Generalsekretärs, des bzw. der stellvertretenden
Generalsekretäre, des Schatzmeisters, der gewählten
Beiräte, der Präsidenten der verschiedenen
Kommissionen und der Mitglieder der
Deontologiekommission wird, getrennt für jedes
Amt, in geheimer Abstimmung vorgenommen. Wenn
im ersten Wahlgang eine absolute Mehrheit nicht
erzielt wird, erfolgt ein zweiter Wahlgang. Wenn
auch dieser noch keine absolute Mehrheit ergibt, wird
ein dritter Wahlgang zur Ermittlung einer relativen
Mehrheit abgehalten. Bei Gleichheit entscheidet das
Los. Die Präsidenten der Kommissionen werden für
drei Jahre gewählt oder wiedergewählt.

ARTICLE 20

ARTICLE 20

ARTIKEL 20

GENERAL MEETING

GENERALVERSAMMLUNG

ASSEMBLÉE GÉNÉRALE
Tous les membres sont convoqués en Assemblée
Générale au moins une fois tous les cinq ans. Cette
Assemblée Générale a lieu conjointement avec une
réunion du Comité Exécutif.

All members are convened to a General Meeting at least Alle Mitglieder werden zu einer
once every five years. This General Meeting will be
Generalversammlung wenigstens einmal innerhalb
held jointly with a meeting of the Executive Committee. von fünf Jahren eingeladen. Diese
Generalversammlung findet zusammen mit einer
Sitzung des Exekutivkomitees statt.

L'ordre du jour de l'Assemblée est élaboré
conjointement par le Président, le Secrétaire
Général, le ou les Secrétaires Généraux adjoints et
le Trésorier Général.

The agenda of the Meeting is drawn up jointly by the
President, the Secretary General, the one or more
Deputy Secretaries General and the Treasurer General.

Die Tagesordnung der Generalversammlung wird
gemeinschaftlich vom Präsidenten, dem Generalsekretär, des bzw. der stellvertretenden
Generalsekretäre und dem Schatzmeister erstellt.

L'Assemblée Générale est présidée par le Président
de la Fédération, assisté des autres membres du
Bureau du Comité Exécutif (voir Article 14). Elle
ne peut émettre que des avis ou des vœux dont
l'étude et la solution définitive sont renvoyés au
Comité Exécutif.

The General Meeting is presided over by the President
of the Federation, assisted by the other members of the
Bureau of the Executive Committee (See Article 14). It
may issue only opinions or wishes, the study and final
solution of which are remitted to the Executive
Committee.

In der Generalversammlung führt der Präsident der
Föderation den Vorsitz, der durch die anderen Mitglieder des Vorstandes und des Exekutivkomitees
unterstützt wird (siehe Artikel 14). Die Generalversammlung kann nur Stellung nehmen und
Wünsche äußern, deren Prüfung und endgültige
Lösung dem Exekutivkomitee vorbehalten bleiben.

ARTICLE 21

ARTICLE 21

ARTIKEL 21

SÉANCES DU COMITÉ EXÉCUTIF

MEETINGS OF THE EXECUTIVE COMMITTEE

SITZUNGEN DES EXEKUTIVKOMITEES

Le Comité Exécutif se réunit au moins une fois par
an.

The Executive Committee meets at least once a year.

Das Exekutivkomitee tritt wenigstens einmal im Jahr
zusammen.

Il est également réuni lorsque la demande en est
adressée au Président de la Fédération, soit par le
Conseil, soit par la moitié au moins des
Associations Nationales, Sections Nationales ou
Sections Régionales adhérentes.

It shall also meet when a request to that end is addressed
to the President of the Federation, either by the Council
or by at least half of the member National Associations,
National Sections or Regional Sections.

Es wird auch dann einberufen, wenn entweder vom
Beirat oder von wenigstens der Hälfte der Nationalen
Vereinigungen, Nationalen Gruppen, und Regionalen
Gruppen, die Mitglieder sind, ein diesbezüglicher
Antrag an den Präsidenten der Föderation gerichtet
wird.
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Le Président de la Fédération dirige les séances du
Comité Exécutif assisté du Vice-Président, du
Secrétaire Général, du ou des Secrétaires Généraux
adjoints et du Trésorier Général qui n'ont qu'une
voix consultative. Le Secrétaire Général établit les
comptes rendus des séances.

The President of the Federation directs the meetings of
the Executive Committee, assisted by the
Vice-President, the Secretary General, the one or more
Deputy Secretaries General and the Treasurer General
who have only a consultative function. The Secretary
General shall draw up the minutes of the meetings.

Der Präsident der Föderation leitet die Sitzungen des
Exekutivkomitees, wobei er durch den
Vizepräsidenten, den Generalsekretär, die
stellvertretenden Generalsekretäre und den
Schatzmeister unterstützt wird, die nur eine beratende
Stimme haben. Der Generalsekretär verfasst die
Sitzungsprotokolle.

Toute Association Nationale, Section Nationale ou
Section Régionale non représentée par son Délégué
ou Délégué suppléant peut donner un Pouvoir à un
membre quelconque de la Fédération et celui-ci
délibère alors valablement en qualité de Délégué
mandataire et dispose de la voix de l'Association ou
Section qui l'a mandaté.

Every National Association, National Section or
Regional Section not represented by its Delegate or
Substitute Delegate may give a proxy to any member of
the Federation, and such member shall then validly act
as mandatory Delegate and dispose of the vote of the
Association or Section from which he received the said
proxy.

Jede Nationale Vereinigung, Nationale Gruppe oder
Regionale Gruppe, die nicht durch ihren Delegierten
oder stellvertretenden Delegierten vertreten ist, kann
jedem Mitglied der Föderation eine Vollmacht
erteilen; dieses Mitglied kann dann als beauftragter
Delegierter wirksam handeln und über die Stimme
der Nationalen Vereinigung oder Nationalen Gruppe,
die ihm die Vollmacht erteilt hat, verfügen.

Les membres du Conseil Consultatif ont le droit
d'assister aux réunions du Comité Exécutif avec
voix consultative.

The members of the Advisory Council shall have the
right to attend the meeting of the Executive Committee,
with a consultative role.

Die Mitglieder des Beirates haben das Recht, an den
Sitzungen des Exekutivkomitees beratend
teilzunehmen.

ARTICLE 22

ARTICLE 22

ARTIKEL 22

VOTES DU COMITÉ EXÉCUTIF

VOTES OF THE EXECUTIVE COMMITTEE

ABSTIMMUNGEN DES EXEKUTIVKOMITEES

Le Comité Exécutif ne peut valablement
1.
délibérer que si les deux tiers au moins des
Associations Nationales, Sections Nationales ou
Sections Régionales sont représentées.

The Executive Committee may only validly meet
1.
if at least two-thirds of the National Associations,
National Sections and Regional Sections are
represented.

Das Exekutivkomitee ist nur beschlussfähig,
1.
wenn wenigstens zwei Drittel der Nationalen
Vereinigungen, Nationalen Gruppen oder Regionalen
Gruppen vertreten sind.

2.
Si le quorum n'est pas atteint, une nouvelle
réunion est convoquée. Elle délibère alors
valablement, même en absence de quorum, sur les
questions précédemment portées à l'ordre du jour.

2.
If a quorum is not achieved, a new meeting will
be called. It will then validly meet, even if there is no
quorum, on the questions previously shown on the
agenda.

2.
Wenn das Quorum (die zur Beschlussfähigkeit
erforderliche Anzahl der Stimmberechtigten) nicht
erreicht ist, wird eine neue Sitzung einberufen. Diese
beschließt dann rechtsgültig über die Fragen, die
vorher auf der Tagesordnung standen, auch wenn das
Quorum nicht erreicht ist.

3.
Les décisions du Comité ne sont valables que 3.
The decisions of the committee shall be valid
si elles sont adoptées à la majorité absolue. En cas
only if they are adopted with an absolute majority. In
d'égalité de voix, le Président décide.
case of equality of votes, the President shall decide.

3.
Die Beschlüsse des Exekutivkomitees sind nur
gültig, wenn sie mit absoluter Mehrheit gefasst
werden. Bei Stimmengleichheit entscheidet der
Präsident.

Une majorité des 3/4 est nécessaire pour l'admission
de nouvelles Associations, Sections ou membres
individuels, pour fixer les cotisations et pour
modifier les Statuts de la Fédération. L'unanimité
est nécessaire pour l'établissement du Code de
Conduite Professionnelle et de règles
professionnelles devant engager tous les membres.

A majority of three-quarters is necessary for the
admission of new Associations, Sections or individual
members, for the fixing of subscriptions, and for
amending the Statutes of the Federation. Unanimity is
necessary for establishing the Code of Professional
Conduct and professional rules which are to be binding
on all members.

Eine Mehrheit von drei Vierteln ist für die Aufnahme
neuer Nationaler Vereinigungen, Nationaler Gruppen
oder Einzelmitglieder, für das Festsetzen des
Mitgliedsbeitrages und für eine Änderung der
Statuten der Föderation erforderlich. Für die
Aufstellung von für alle Mitglieder verbindlichen
Standesrichtlinien und Standesregeln für die
Berufsausübung ist Einstimmigkeit erforderlich.

La majorité absolue signifie que le nombre de voix
POUR est plus grand que le nombre de voix
CONTRE et que nombre de voix POUR n'est pas
inférieur à 30% du nombre total d'Associations
Nationales, Sections Nationales et Sections
Régionales membres de la Fédération. La majorité
des trois-quarts signifie que le nombre de voix
POUR est au moins le triple du nombre de voix
CONTRE et que le nombre de voix POUR n'est pas
inférieur à 40% de ce nombre total.

An absolute majority means that there is a greater
number of affirmative votes than negative votes and the,
number of affirmative votes is not fewer than 30% of
the full number of National Associations, National
Sections and Regional Sections adhering to the
Federation. A three-quarters majority means that the
number of affirmative votes is at least three times the
number of the negative votes and the number of
affirmative votes is not fewer than 40% of that full
number.

Eine absolute Mehrheit bedeutet, dass die Anzahl der
Ja-Stimmen größer ist als die Anzahl der
Nein-Stimmen und dass die Anzahl der Ja-Stimmen
30% der Gesamtzahl der in der Föderation
vertretenen Nationalen Vereinigungen und
Nationalen Gruppen und Regionalen Gruppen nicht
unterschreitet. Eine Dreiviertelmehrheit bedeutet,
dass die Anzahl der Ja-Stimmen mindestens das
Dreifache der Nein-Stimmen beträgt und 40% dieser
Gesamtzahl nicht unterschreitet.

L'unanimité signifie qu'il n'y a pas de voix
CONTRE et que le nombre de voix POUR n'est pas
inférieur à 50% de ce nombre total. S'agissant de
scrutins à la majorité ou à l'unanimité, les
abstentions ne doivent donc pas être prises en
considération.

Unanimity means that there are no negative votes and
that the number of affirmative votes is not fewer than
50% of that full number. Therefore abstention votes are
to be ignored as regards majority and unanimity votes.

Einstimmigkeit bedeutet, dass es keine Nein-Stimme
gibt und dass die Ja-Stimmen 50% dieser Gesamtzahl
nicht unterschreiten. Wenn es sich um eine
Abstimmung handelt, für die Mehrheit oder
Einstimmigkeit erforderlich ist, werden die
Enthaltungen nicht berücksichtigt.
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ARTICLE 23

ARTICLE 23

ARTIKEL 23

COMMISSION D'ÉTUDE ET DE TRAVAIL ET
COMMISSIONS SPÉCIALISÉES

STUDY AND WORK COMMISSION AND
SPECIALISED COMMISSIONS

STUDIEN- UND ARBEITSKOMMISSION UND
DEREN GRUPPEN

1.
Les diverses questions devant être mises à
l'ordre du jour d'une réunion du Comité Exécutif
doivent, sauf cas d'urgence exceptionnelle, être
soumises à une Commission d'Etude et de Travail,
avec un Président élu par le Comité Exécutif
suivant la procédure prévue à l'Article 19. Cette
commission répartit le travail entre plusieurs
Commissions spécialisées, permanentes ou
temporaires.

1.
The various questions to be placed on the agenda
of a meeting of the Executive Committee must, except
in cases of exceptional urgency, be submitted to a Study
and Work Commission including a President elected by
the Executive Committee in accordance with the
procedure provided in Article 19. This Commission
shall distribute the work between a number of
specialised commissions, permanent or temporary.

1.
Die verschiedenen Fragen müssen, bevor sie
auf die Tagesordnung einer Sitzung des
Exekutivkomitees gesetzt werden, mit Ausnahme von
Fällen besonderer Dringlichkeit, einer Studien- und
Arbeitskommission mit einem vom Exekutivkomitee
in Übereinstimmung mit der Verfahrensweise gemäß
Artikel 19 gewählten Präsidenten unterbreitet werden.
Die Kommission verteilt die Arbeit unter mehreren
spezialisierten ständigen oder zeitweiligen
Ausschüssen.

2.
Ces Commissions spécialisées pourront
comprendre des personnalités n'appartenant pas à la
Fédération. Le Règlement de la Fédération fixe le
mode de désignation des membres de ces
Commissions et la procédure de leurs travaux.

2.
These specialised commissions may comprise
distinguished people who do not belong to the
Federation. The Rules of the Federation shall determine
the method of appointing the members of these
commissions and the procedure for their work.

2.
Solche spezialisierten Ausschüsse können
Persönlichkeiten angehören, die nicht Mitglieder der
Föderation sind. Die Geschäftsordnung der
Föderation bestimmt die Form der Ernennung der
Mitglieder dieser Kommissionen und deren
Arbeitsweise.

3.
Le Président de la Fédération, le
Vice-Président, le Secrétaire Général, le ou les
Secrétaires Généraux adjoints, le Trésorier Général,
le Président de la Commission de Formation et
d'Éducation et le Président de la Commission
d'Excellence Professionnelle sont membres de droit
de la Commission d'Etude et de Travail. Les autres
membres sont choisis par le Président de la
Commission d'Etude et de Travail, après
consultation du Bureau et du Conseil Consultatif.

3.
The President of the Federation, the
Vice-President, the Secretary General, the one or more
Deputy Secretaries General, the Treasurer General, the
President of the Training and Education Commission
and the President of the Professional Excellence
Commission are ex-officio members of the Study and
Work Commission. The other members are selected by
the President of the Study and Work Commission after
consulting the Bureau and the Advisory Council.

3.
Der Präsident der Föderation, der
Vizepräsident, der Generalsekretär, der
stellvertretende Generalsekretär, der Schatzmeister,
der Präsident der Aus- und Fortbildungskommission
und der Präsident der Berufskompetenzkommission
sind statutengemäß Mitglieder der Studien- und
Arbeitskommission. Die anderen Mitglieder werden
vom Präsidenten der Studien und Arbeitskommission
nach Befragen des Vorstandes und des Beirates
ernannt.

ARTICLE 24

ARTICLE 24

ARTIKEL 24

COTISATION

SUBSCRIPTION

MITGLIEDSBEITRAG

1.
Chaque Membre de la Fédération est tenu de
payer une cotisation annuelle dont le montant, en ce
qui concerne les Associations Nationales et
Sections Nationales, comprend une cotisation fixe
et une cotisation proportionnelle au nombre de ses
propres membres. Ces diverses catégories de
cotisations sont fixées par le Comité Exécutif pour
l'exercice à venir.

1.
Each Member of the Federation shall pay an
annual subscription the amount of which, for the
National Associations and National Sections, comprises
a fixed subscription and a subscription proportional to
the number of its own members. The amount of the
different sorts of subscription is decided by the
Executive Committee for the coming year.

1.
Jedes Mitglied der Föderation ist verpflichtet,
einen Jahresmitgliedsbeitrag zu entrichten, dessen
Höhe sich für die Nationalen Vereinigungen und
Nationalen Gruppen aus einem festen Betrag und
einem mitgliederabhängigen Beitrag, der im
Verhältnis zur Zahl ihrer eigenen Mitglieder steht,
ergibt. Die Höhe der verschiedenen Arten der
Mitgliedsbeiträge wird vom Exekutivkomitee für das
kommende Geschäftsjahr bestimmt.

2.
La cotisation proportionnelle peut être
réduite par décision du Comité Exécutif dans les
cas suivants :

2.
The proportional subscription may be reduced by
a decision of the Executive Committee in the following
instances :

2.
Der mitgliederabhängige Beitrag kann durch
einen Beschluss des Exekutivkomitees in folgenden
Fällen vermindert werden:

(a) en cas d'empêchement légal, aussi
longtemps que cet empêchement subsiste;

(a) should a legal obstacle arise, for as long as
that obstacle exists;

(a) falls ein gesetzliches Hindernis vorliegt, für
die Zeit, in der dieses Hindernis besteht;

(b) lorsque le nombre des membres d'une
Association ou d'une Section est supérieur :

(b) when an Association or Section has a certain
number of members. In this case :

(b) wenn die Anzahl der Mitglieder einer
Nationalen Vereinigung oder Nationalen Gruppe
höher ist :

- à un premier palier, par fixation d'un
premier plafond;

- a first upper ceiling on said proportional
- als eine erste Stufe durch Festsetzung einer
subscription shall apply when the number exceeds a first ersten Höchstgrenze;
limit;

- à un second palier, par fixation d'un
deuxième plafond;

- a second upper ceiling on said proportional
subscription shall apply when the number exceeds a
second limit;

- à un troisième palier par fixation d'un
forfait.

- the proportional subscription shall comprise a
- als eine dritte Stufe durch Festsetzung einer
fixed lump sum when the number of members exceeds a Pauschalhöhe.
third limit.
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3.
Il appartient uniquement au Comité Exécutif
de décider du niveau des paliers et du niveau des
plafonds et du forfait.

3.
Said limits, upper ceilings and lump sum shall be
determined by the Executive Committee.

3.
Es steht nur dem Exekutivkomitee zu, über die
Höhe der Stufen und die Höhe der Höchstgrenzen
und der Pauschalgrenze zu beschließen.

ARTICLE 25

ARTICLE 25

ARTIKEL 25

ENTRÉE EN VIGUEUR DES STATUTS

ENTRY INTO FORCE OF THE STATUTES

INKRAFTTRETEN DER STATUTEN

Les Statuts de la Fédération ont été établis à Milan
le 1 septembre 1906 et modifiés aux séances du
Comité Exécutif du 11 juin 1927 à Genève, du
24 mai 1947 à La Haye (Scheveningen), du 7 juin
1957 à Gjövik, du 2 mai 1960 à Rome, du 7 juin
1968 à Sandefjord, du 19 septembre 1969 à
Ebeltoft, du 1 mars 1973 à Vienne, du 29 mars
1977 à Buenos Aires, du 19 mai 1980 à Bergen, du
15 mai 1982 à Berlin, du 16 janvier 1986 à Funchal,
du 17 octobre 1986 à Melbourne, du 21 octobre
1987 à Hilton Head, d'octobre 1989 à Venise, de
février 1991 à Johannesburg, du 4 septembre 1991 à
Harrogate, du 20 mars 1992 à Igls, du 11 juin 1993
à Vejle, du 23 juin 1994 à Vienne, du 27 février
1997 à Hong Kong, du 19 octobre 1998 à Florence,
du 1 février 2000 au Cap, du 6 février 2001 à
Séville, du 8 octobre 2002 à Prague, du 2 juin 2003
à Berlin, du 2 mai 2005 à Seoul, du 15 Avril 2008 à
Sydney, du 6 septembre 2010 à Munich, du 15 mars
2011 au Cap, du 8 novembre 2011 à Rome, du
17 avril 2012 à Melbourne, du 22 janvier 2013 à
Carthagène, du 1 octobre 2013 à Sorrente, du
9 avril 2014 à Kyoto, du 4 novembre 2014 à
Barcelone et du 12 avril 2016 à Zurich.

The Statutes of the Federation were established at Milan
on 1 September 1906 and amended at the meetings of
the Executive Committee on 11 June 1927 at Geneva,
on 24 May 1947 at The Hague (Scheveningen), on 7
June 1957 at Gjövik, on 2 May 1960 at Rome, on 7 June
1968 at Sandefjord, on 19 September 1969 at Ebeltoft,
on 1 March 1973 at Vienna, on 29 March 1977 at
Buenos Aires, on 19 May 1980 at Bergen, on 15 May
1982 at Berlin, on 16 January 1986 at Funchal, on
17 October 1986 at Melbourne, on 21 October 1987 at
Hilton Head, on October 1989 at Venice, on February
1991 at Johannesburg, on 4 September 1991 at
Harrogate, on 20 March 1992 at Igls, on 11 June 1993 at
Vejle, on 23 June 1994 at Vienna, on 27 February 1997
at Hong Kong, on 19 October 1998 at Florence, on
1 February 2000 in Cape Town, on 6 February 2001 in
Seville, on 8 October 2002 in Prague, on 2 June 2003 in
Berlin, on 2 May 2005 in Seoul, on 15 April 2008 in
Sydney, on 6 September 2010 in Munich, on 15 March
2011 in Cape Town, on 8 November 2011 in Rome, on
17 April 2012 in Melbourne, on 22 January 2013 in
Cartagena, on 1 October 2013 in Sorrento, on 9 April
2014 in Kyoto, on 4 November 2014 in Barcelona and
on 12 April 2016 in Zurich.

Die Statuten der Föderation sind in Mailand am
1. September 1906 erstellt worden und wurden in den
Sitzungen des Exekutivkomitees am 11. Juni 1927 in
Genf, am 24. Mai 1947 in Den Haag (Scheveningen),
am 7. Juni 1957 in Gjövic, am 2. Mai 1960 in Rom,
am 7. Juni 1968 in Sandefjord, am 19. September
1969 in Ebeltoft, am 1. März 1973 in Wien, am 29.
März 1977 in Buenos Aires, am 19. Mai 1980 in
Bergen, am 15. Mai 1982 in Berlin, am 16. Januar
1986 in Funchal, am 17. Oktober 1986 in Melbourne,
am 21. Oktober 1987 in Hilton Head, im Oktober
1989 in Venedig, im Februar 1991 in Johannesburg,
am 4. September 1991 in Harrogate, am 20. März
1992 in Igls, am 11. Juni 1993, in Vejle und am 23.
Juni in Wien, am 27. Februar 1997 in Hong Kong, am
19. Oktober 1998 in Florenz, am 1. Februar 2000 in
Kapstadt, am 6. Februar 2001 in Sevilla, am 8.
Oktober 2002 in Prag, am 2. Juni 2003 in Berlin, am
2. Mai 2005 in Seoul, am 15. April 2008 in Sydney
geändert, am 6. September 2010 in München, am 15
März 2011 in Kapstadt, am 8. November 2011 in
Rom, am 17. April 2012 in Melbourne, am 22. Januar
2013 in Cartagena, am 1. Oktober in Sorrento, am
9. April 2014 in Kyoto, am 4. November 2014 in
Barcelona, und am 12. April 2016 in Zürich geändert.

Le Président
Douglas Deeth

The President
Douglas Deeth

Der Präsident
Douglas Deeth

Le Secrétaire Général
Roberto Pistolesi

The Secretary General
Roberto Pistolesi

Der Generalsekretär
Roberto Pistolesi

Le Président de la Commission des Statuts
Greg Chambers

The President of the Statutes Commission
Greg Chambers

Der Präsident der Statutenkommmission
Greg Chambers
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REGLEMENT DE LA
FEDERATION

RULES OF THE
FEDERATION

GESCHÄFTSORDNUNG DER
FÖDERATION

I RATIFICATION PAR LE COMITE
EXECUTIF DES MESURES PRISES
PAR LE BUREAU

I RATIFICATION BY THE
EXECUTIVE COMMITTEE OF
ACTION TAKEN BY THE BUREAU

I GENEHMIGUNG VON MAßNAHMEN
DES VORSTANDES DURCH DAS –
EXEKUTIVKOMITEE

RÈGLE 1

RULE 1

REGEL 1

Le Bureau et les divers organismes qu'il contrôle
peuvent, dans le cadre des Statuts, du Règlement,
du Code de Conduite Professionnelle et des
décisions antérieures du Comité Exécutif et dans
l'intervalle entre les réunions de ce dernier,
prendre toutes initiatives ou décisions s'avérant
nécessaires pour la bonne administration et
l'efficacité de l'action de la Fédération.

The Bureau and the various organisations which it
controls may, within the framework of the Statutes,
of the Rules, of the Code of Professional Conduct
and of the Executive Committee's previous
decisions, and during the periods intervening
between the meetings of the latter, take all actions or
decisions which prove to be necessary for the proper
administration and the efficacy of the Federation's
activity.

Der Vorstand und die verschiedenen Organe, die er
überwacht, können im Rahmen der Statuten, der
Geschäftsordnung, der Standesregeln für die
Berufsausübung und den ergänzenden Beschlüssen des
Exekutivkomitees und in der Zeit zwischen dessen
Sitzungen alle Manahmen ergreifen oder Beschlüsse
fassen, die für eine sachgerechte Verwaltung und ein
erfolgreiches Wirken der Föderation notwendig sind.

La décharge donnée par le Comité Exécutif du
mandat donné aux organismes de la Fédération,
aux termes de l'Article 11 des Statuts, implique
ratification des initiatives prises par ces
organismes. Toutefois, par une requête au Comité
Exécutif, l'Assemblée Générale peut demander la
ratification expresse par le Comité Exécutif d'une
mesure ou décision intervenue depuis la dernière
Assemblée Générale et jugée par elle
suffisamment importante pour justifier un débat et
un vote lors de la prochaine réunion du Comité
Exécutif.

The discharge by the Executive Committee of the
responsibility for the mandates given to the
organisations of the Federation by the terms of
Article 11 of the Statutes implies ratification of the
actions taken by these organisations. However, by a
request to the Executive Committee the General
Meeting may ask for express ratification by the
Executive Committee of a measure or a decision
which has been taken since the last General Meeting
and which is considered by it to be sufficiently
important to justify a discussion and a vote at the
next meeting of the Executive Committee.

Die vom Exekutivkomitee erteilte Entlastung von der
Verantwortung für die gemäß Artikel 11 der Statuten an
die Organe der Föderation übertragenen Aufgaben schließt
die Genehmigung der durch diese Organe veranlassten
Handlungen ein. Die Generalversammlung kann aber beim
Exekutivkomitee beantragen, eine Maßnahme oder
Entscheidung durch das Exekutivkomitee ausdrücklich
genehmigen zu lassen, die seit der letzten
Generalversammlung erfolgt ist und die von ihr als
wichtig angesehen wird, um eine Erörterung und eine
Abstimmung auf der nächsten Sitzung des
Exekutivkomitees zu rechtfertigen.

II COMMUNICATIONS
II OFFICIAL COMMUNICATIONS OF
OFFICIELLES DE LA FEDERATION
THE FEDERATION
RÈGLE 2

RULE 2

II OFFIZIELLE MITTEILUNGEN DER
FÖDERATION
REGEL 2

Le Secrétaire Général est responsable de la
diffusion:

The Secretary General is responsible for the
distribution of:

Der Generalsekretär ist verantwortlich für die Versendung
von:

(a) des convocations aux réunions du
Comité Exécutif, du Conseil, de l'Assemblée
Générale et du Bureau;

(a) notices of meetings of the Executive
Committee, the Council, the General Meeting and
the Bureau;

(a) den Ladungen zu den Sitzungen des
Exekutivkomitee, des Beirats, der Generalversammlung
und des Vorstands;

(b) des ordres du jour de ces réunions;

(b) the agendas of these meetings;

(b) den Tagesordnungen für diese Sitzungen;

(c) du procès-verbal de la réunion
précédente correspondante.

(c) the minutes of the previous relevant
meeting.

(c) dem Protokolle der jeweiligen vorangegangenen
Sitzung.

Ces documents peuvent être transmis par voie
électronique à la discrétion du Secrétaire Général.

Such material may be sent electronically at the
discretion of the Secretary General.

Diese Schriftstücke können nach Wahl des
Generalsekretärs in elektronischer Form versandt werden.
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RÈGLE 3

RULE 3

REGEL 3

Afin que les membres puissent être tenus bien
informés des activités de la Fédération, le
Président de la Commission des Communications
est chargé de la publication régulière de rapports
sur les activités du Bureau, du Comité Exécutif et
des Commissions, y compris de propositions
faites par la Fédération à des organismes officiels
et autres. Les publications peuvent être sous toute
forme selon directive du Bureau, telle qu'exprimée
de temps en temps.

So that members may be kept well informed of the
activities of the Federation, the President of the
Communications Commission is responsible for the
regular publication of reports on the activities of the
Bureau, of the Executive Committee and the
Commissions including submissions made by the
Federation to official bodies and others. Publications
may be in any form as directed by the Bureau from
time to time.

Damit die Mitglieder über die Tätigkeiten der Föderation
gut unterrichtet werden, ist der Präsident der
Kommunikationskommission für die regelmäßige
Veröffentlichung von Berichten über die Tätigkeiten des
Vorstands, des Exekutivkomitees und der Kommissionen,
einschließlich der von der Föderation an offizielle Stellen
und andere gerichteten Eingaben, verantwortlich.
Veröffentlichungen können in jeder geeigneten Form nach
von Zeit zu Zeit vom Vorstand gemachten Vorgaben
erfolgen.

La diffusion des publications est faite par la
Commission des Communications. Pour les
Associations Nationales payant une cotisation
réduite conformément à l'Article 24 des Statuts,
cette diffusion est effectuée par les soins et aux
frais desdites Associations Nationales.

The distribution of the publications shall be carried
out by the Communications Commission. For
National Associations paying a reduced subscription
under Article 24 of the Statutes, this distribution
shall be carried out by the National Associations and
at the expense of these Associations.

Die Verteilung der Veröffentlichungen wird durch die
Kommunikationskommission durchgeführt. Für die
Nationalen Vereinigungen, die gemäß Artikel 24 der
Statuten einen ermäßigten Mitgliedsbeitrag entrichten,
erfolgt diese Verteilung durch die Nationalen
Vereinigungen auf deren Kosten.

Les publications pourront être faites en français,
en anglais ou en allemand.

The publications may be issued in French, English or Die Mitteilungen können in französischer, englischer und
German.
deutscher Sprache veröffentlicht werden.

Les publications pourront être soit traduites, soit
résumées dans l'une de ces trois langues, à la
demande d'une Association Nationale, qui
assurera alors la traduction et la rédaction du
résumé.

The publications may be translated into or
summarised in one of these three languages at the
request of a National Association which will then
make the translation or summary.

Die Mitteilungen können auf Wunsch einer Nationalen
Vereinigung in Übersetzung in eine dieser drei Sprachen
oder in Form einer Zusammenfassung veröffentlicht
werden, die dann die Anfertigung der Übersetzung oder
Zusammenfassung vornimmt.

III ASSEMBLÉE GÉNÉRALE

III GENERAL MEETING

III DIE GENERALVERSAMMLUNG

RÈGLE 4

RULE 4

REGEL 4

L'Assemblée Générale peut émettre, pour être
soumis au prochain Comité Exécutif, des avis et
des vœux sur la gestion du Bureau, les études et
travaux à entreprendre ou à l'ordre du jour, et,
d'une façon générale, sur toute question
intéressant la profession de Conseil en Propriété
Intellectuelle.

The General Meeting may issue for submission to
the next Executive Committee opinions and wishes
regarding the management of the Bureau, the studies
and works to be undertaken or on the agenda, and,
generally speaking, regarding all questions
concerning the profession of Intellectual Property
Attorney.

Für eine Vorlage auf der nächsten Sitzung des
Exekutivkomitees kann die Generalversammlung
Stellungnahmen und Wünsche über die Amtsführung des
Vorstandes, die vorzunehmenden oder auf der
Tagesordnung stehenden Studien und Arbeiten und, ganz
allgemein, alle Fragen, die den Beruf des Patentanwaltes
betreffen, äußern.

Les avis et les vœux de l'Assemblée Générale sont
obligatoirement mis à l'ordre du jour de la
prochaine réunion du Comité Exécutif, qui décide
souverainement de la suite à leur donner.

The opinions and wishes of the General Meeting
must be placed on the agenda of the next meeting of
the Executive Committee, which makes absolute
decisions regarding the action to be taken concerning
them.

Die Stellungnahmen und Wünsche der Generalversammlung müssen auf die Tagesordnung der nächsten
Sitzung des Exekutivkomitees gesetzt werden, das
hinsichtlich der diesbezüglich durchzuführenden
Maßnahmen uneingeschränkt entscheidet.

Pour limiter la durée des débats de l'Assemblée
Générale, le Bureau est souverain pour édicter les
règles quant au nombre d'orateurs admis à parler
au nom de chaque Association Nationale, Section
Nationale ou Section Régionale ou,
éventuellement, en leur nom propre ainsi qu'à la
limitation du temps de parole.

In order to limit the length of the discussions of the
General Meeting, the Bureau has absolute power to
lay down the rules regarding the number of persons
permitted to speak in the name of each National
Association, National Section or Regional Section or
if appropriate in their own name, as well as for
limiting the time for speaking.

Um die Dauer der Diskussionen auf der Generalversammlung zu begrenzen, hat der Vorstand die
Entscheidungsgewalt darüber, wie viele Personen im
Namen jeder Nationalen Vereinigung, Nationalen Gruppe
oder Regionale Gruppe oder gegebenenfalls im eigenen
Namen sprechen dürfen, wie auch über die Begrenzung
der Redezeit.
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IV REUNIONS DU COMITE
EXECUTIF ET ASSEMBLEES
GENERALES

IV MEETINGS OF THE EXECUTIVE
COMMITTEE AND GENERAL
MEETINGS

IV SITZUNGEN DES
EXEKUTIVKOMITEES UND DER
GENERALVERSAMMLUNG

RÈGLE 5

RULE 5

REGEL 5

Les dates des réunions du Comité Exécutif et des
Assemblées Générales sont fixées par le Bureau.
Les Conseillers, les membres titulaires et
suppléants du Comité Exécutif et les Présidents et
Vice-Présidents des Commissions et
Sous-Commissions doivent être avisés au moins
deux mois à l'avance de la date approximative, du
lieu probable ainsi que de l'ordre du jour de la
réunion.

The dates of the meetings of the Executive
Committee and of the General Meetings are fixed by
the Bureau. The Councillors, the regular and
substitute members of the Executive Committee and
the Presidents and Vice-Presidents of the
Commissions and Sub-Commissions must receive at
least two months in advance notice of the
approximate date, the probable place and the agenda
of the meeting.

Der Zeitpunkte für die Sitzungen des Exekutivkomitees
und für die Generalversammlung werden durch den
Vorstand festgelegt. Die Beiräte, die ordentlichen und
stellvertretenden Mitglieder des Exekutivkomitees und die
Präsidenten und Vizepräsidenten der Kommissionen und
Ausschüsse müssen mindestens zwei Monate vorher eine
Mitteilung über den ungefähren Zeitpunkt, den
vorgeschlagenen Ort und die Tagesordnung der Sitzungen
und der Generalversammlung erhalten.

La convocation, fixant la date et le lieu définitifs,
accompagnée, autant que possible, de rapports sur
les questions à l'ordre du jour (Règle 2) est
adressée aux intéressés susvisés au moins un mois
avant la date d'ouverture de la réunion.

The notice fixing the definitive date and place,
accompanied as far as possible by reports on the
questions on the agenda (rule 2) is sent to the parties
concerned referred to above, at least one month
before the date of the opening of the meeting.

Die Ladung, die den endgültigen Zeitpunkt und den Ort
festlegt, wird soweit wie möglich zusammen mit Berichten
über die Punkte der Tagesordnung (Regel 2) den oben
genannten Beteiligten spätestens einen Monat vor dem
Beginn der Sitzung oder der Versammlung versandt.

Le Bureau a la faculté d'inviter des observateurs, à The Bureau has the option of inviting observers, in a
titre consultatif, aux réunions du Comité Exécutif. consultative capacity, to the meetings of the
Executive Committee.

Dem Vorstand ist es freigestellt, Beobachter in beratender
Eigenschaft zu den Sitzungen des Exekutivkomitees
einzuladen.

RÈGLE 6

RULE 6

REGEL 6

Lorsque des changements interviennent dans la
personne des Délégués titulaires et suppléants, les
noms des nouveaux Délégués doivent être
communiqués immédiatement au Secrétaire
Général par les Associations Nationales, Sections
Nationales et Sections Régionales intéressées. A
l'ouverture de chaque réunion du Comité Exécutif,
le Bureau vérifie les pouvoirs des Délégués.

When there are changes in the regular and substitute
Delegates, the names of the new Delegates must be
communicated immediately to the Secretary General
by the National Associations, National Sections and
Regional Sections concerned. The Bureau checks the
powers of the Delegates at the opening of each
meeting of the Executive Committee.

Wenn Änderungen in der Person der ordentlichen und
stellvertretenden Delegierten erfolgen, müssen die Namen
der neuen Delegierten durch die betreffenden Nationalen
Vereinigungen, Nationalen Gruppen und Regionalen
Gruppen dem Generalsekretär unverzüglich mitgeteilt
werden. Der Vorstand überprüft die Vollmachten der
Delegierten zu Beginn jeder Sitzung des
Exekutivkomitees.

RÈGLE 7

RULE 7

REGEL 7

Le Secrétaire Général, assisté du ou des
Secrétaires Généraux adjoints, assure la rédaction
du procès-verbal des séances du Comité Exécutif.

The Secretary General, assisted by the one or more
Deputy Secretaries General, ensures that the minutes
of the meetings of the Executive Committee are
written up.

Der Generalsekretär, unterstützt von dem oder den
stellvertretenden Generalsekretären, sorgt für das
Verfassen der Protokolle der Sitzungen des
Exekutivkomitees.

Dans un délai qui ne doit pas dépasser deux mois
à partir de la clôture du Comité Exécutif, il le
soumet à la signature du Président et le transmet à
la Commission des Communications en vue de sa
publication dans le Bulletin.

Within a period not exceeding two months after the
termination of the Executive Committee meeting, he
will present the minutes for signature by the
President and then forward them to the
Communications Commission with a view to their
publication in the Bulletin.

Innerhalb einer Frist, die zwei Monate nach der
Schlusssitzung des Exekutivkomitees nicht überschreiten
darf, legt er das Protokoll dem Präsidenten zur
Unterzeichnung vor und übermittelt es der
Kommunikationskommission zur Veröffentlichung im
Mitteilungsblatt.

V COMMISSION D'ADMISSION

V ADMISSION COMMISSION

V AUFNAHMEKOMMISSION

RÈGLE 8

RULE 8

REGEL 8

La Commission d'Admission visée à l'Article 16
des Statuts prépare, pour le Comité Exécutif, les
dossiers confidentiels relatifs aux Associations
Nationales non adhérentes à la Fédération, en vue
de leur reconnaissance éventuelle par celle-ci, et
elle tient à jour la liste des Associations
Nationales reconnues par la Fédération.

The Admission Commission referred to in Article 16
of the Statutes prepares for the Executive Committee
the confidential files on the National Associations
not belonging to the Federation, for the purpose of
their possible recognition, and it keeps up to date the
list of the National Associations recognised by the
Federation.

Die Aufnahmekommission gemäß Artikel 16 der Statuten
bereitet für das Exekutivkomitee die vertraulichen Akten
über die der Föderation nicht angehörenden Nationalen
Vereinigungen im Hinblick auf deren etwaige
Anerkennung durch die Föderation vor und hält die Liste
der von der Föderation anerkannten Nationalen
Vereinigungen auf dem Laufenden.
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Les membres de ladite Commission sont choisis
par son Président, après consultation du Bureau
pour avis. Ils devront en principe appartenir à des
Associations Nationales, à des Sections
Nationales ou à des Sections Régionales.

The members of this Commission are chosen by its
President after consulting the Bureau. They should
in principle belong to National Associations, to
National Sections or to Regional Sections.

Die Mitglieder dieser Kommission werden durch ihren
Präsidenten nach Befragung des Vorstandes ernannt. Sie
sollen grundsätzlich Nationalen Vereinigungen,
Nationalen Gruppen oder Regionalen Gruppen angehören.

RÈGLE 9

RULE 9

REGEL 9

La Commission d'Admission crée un formulaire
de demande, dont des copies peuvent être
demandées au Secrétaire Général. La Commission
d'Admission établit la procédure à utiliser afin
d'arriver à l'opinion selon l'Article 7.2. Le Comité
Exécutif établit les critères sur lesquels l'opinion
sera basée. Ces critères peuvent soit être exprimés
comme directives explicites à la Commission
d'Admission, soit découler implicitement de
décisions en matière d'admissions récentes.

The Admission Commission creates an application
form, copies of which may be requested from the
Secretary General. The Admission Commission will
determine the procedure to be followed in arriving at
the opinion referred to in Article 7.2. The Executive
Committee will determine the criteria on which the
opinion shall be based. These criteria may be
expressed as explicit directions to the Admission
Commission or they may follow by implication from
decisions in recent admission matters.

Die Aufnahmekommission entwickelt ein Aufnahmeantragsformular. Es kann vom Generalsekretär bezogen
werden. Die Aufnahmekommission legt das zum Einholen
einer Stellungnahme gemäß Artikel 7.2 einzuhaltende
Verfahren fest. Das Exekutivkomitee wird die Kriterien
bestimmen, die in der Stellungnahme zu berücksichtigen
sind. Diese Kriterien können als explizite Weisungen an
die Aufnahmekommission gegeben werden oder können
sich aus Folgerungen in Entscheidungen in jüngeren
Aufnahmeverfahren ergeben.

A dater de l'entrée en vigueur du présent
Règlement, les Associations Nationales, membres
de la Fédération, sont invitées à n'admettre, à titre
de membres étrangers, que les membres d’une
autre Association Nationale, Section Nationale ou
Section Régionale appartenant à la Fédération, les
membres individuels de la Fédération ou les
membres d'une Association Nationale reconnue
aux termes de la Règle 8. Les Associations
Nationales, membres de la Fédération, sont
invitées à mettre leurs Statuts et Règlements en
conformité avec la présente disposition.

As from the date of the entry into force of the
present Rules, the National Associations which are
members of the Federation are invited to admit as
foreign members only the members of another
National Association, National Section or Regional
Section belonging to the Federation, the individual
members of the Federation or the members of a
National Association recognised by the terms of
Rule 8. The National Associations which are
members of the Federation are invited to bring their
Statutes and Rules into conformity with the present
provision.

Vom Zeitpunkt des Inkrafttretens der vorliegenden
Geschäftsordnung an werden die Nationalen
Vereinigungen, die Mitglieder der Föderation sind,
aufgefordert, als ausländische Mitglieder nur Mitglieder
einer anderen der Föderation angehörenden Nationalen
Vereinigung, Nationalen Gruppe oder Regionalen Gruppe,
Einzelmitglieder der Föderation oder Mitglieder einer
Nationalen Vereinigung, die gemäß Regel 8 anerkannt ist,
aufzunehmen. Die Nationalen Vereinigungen, die
Mitglieder der Föderation sind, werden aufgefordert, ihre
Statuten und Geschäftsordnungen mit den vorliegenden
Bestimmungen in Einklang zu bringen.

VI & VII COMMISSION D'ETUDE
ET DE TRAVAIL (CET)

VI & VII STUDY AND WORK
COMMISSION (CET)

VI & VII STUDIEN- UND
ARBEITSKOMMISSION (CET)

REGLE 10

RULE 10

REGEL 10

La Commission d'Etude et de Travail est autorisée
à constituer avec d'autres organisations Nationales
ou internationales des Commissions mixtes à
objectif limité. Les membres de ces Commissions
mixtes sont désignés par le Bureau en accord avec
la Commission de Contact.

The Study and Work Commission is empowered to
form along with other national and international
organisations mixed Commissions with a limited
object. The members of these mixed Commissions
are appointed by the Bureau by agreement with the
Contact Commission.

Die Studien- und Arbeitskommission ist ermächtigt, mit
anderen nationalen und internationalen Organisationen
gemischte Kommissionen mit einer begrenzten
Zielsetzung zu bilden. Die Mitglieder dieser gemischten
Kommissionen werden vom Vorstand in Abstimmung mit
der Kontaktkommission ernannt.

La Commission d'Etude et de Travail peut confier
à un Conseil en Propriété Intellectuelle, membre
de la Fédération, une mission déterminée auprès
d'une organisation nationale ou internationale, ou
le charger de représenter la Fédération à des
Congrès, Conférences diplomatiques, Réunions
d'experts officiels, etc.

The Study and Work Commission may entrust any
Intellectual Property Attorney, who is a member of
the Federation, with a given mission to a national or
international organisation, or charge him to represent
the Federation at Congresses, diplomatic
Conferences, Meetings of official experts, etc.

Die Studien- und Arbeitskommission kann einen
Patentanwalt, der Mitglied der Föderation ist, mit einem
bestimmten Auftrag für eine nationale oder internationale
Organisation betrauen oder ihm die Vertretung der
Föderation bei Kongressen, diplomatischen Konferenzen,
Sitzungen amtlicher Sachverständiger usw. übertragen.

RÈGLE 11

RULE 11

REGEL 11

The Study and Work Commission referred to in
Article 23 of the Statutes carries out a preliminary
examination of the questions submitted to it or of the
questions which are within its competence; it
proposes to the Executive Committee the elimination
of such questions as appear to it to be useless or
insoluble; it submits directly to the Executive
Committee such questions as do not require a prior
study; it transmits to a specialised Sub-Commission
existing or created to that end those which require a
prior study or inquiry.

Die gemäß Artikel 23 der Statuten vorgesehene
Studien- und Arbeitskommission führt eine vorbereitende
Prüfung der ihr vorgelegten Fragen oder der Fragen, die
innerhalb ihrer Zuständigkeit liegen, durch; sie schlägt
dem Exekutivkomitee die Absetzung solcher Fragen vor,
die ihr unnütz oder unlösbar erscheinen; sie unterbreitet
dem Exekutivkomitee unmittelbar jene Fragen, die eine
vorherige Untersuchung oder Rückfragen nicht benötigen;
sie kann Fragen, die eine vorherige Untersuchung oder
Rückfragen erfordern, einem bestehenden oder zu diesem
Zweck geschaffenen besonderen Ausschuss übertragen.

La Commission d'Etude et de Travail, visée à
l'Article 23 des Statuts, procède à un examen
préliminaire des questions qui lui sont soumises
ou qui sont de sa compétence ; elle propose au
Comité Exécutif l'élimination de celles qui lui
paraissent inutiles ou insolubles; elle soumet
directement au Comité Exécutif celles qui ne
nécessitent pas une étude préalable; elle transmet
à une Sous-Commission spécialisée existante ou
créée à cet effet celles qui exigent une étude ou
enquête préalable.
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Elle transmet de la même manière ses avis ou ses
rapports au Conseil, sur demande de ce dernier,
formulée par le Président.
RÈGLE 12

It shall similarly transmit its opinions or reports to
the Council at the request of the Council, as
expressed by the President.
RULE 12

In ähnlicher Weise teilt sie ihre Stellungnahme oder
Berichte dem Beirat auf dessen Wunsch mit, der von
ihrem Präsidenten ausgesprochen wird.
REGEL 12

Le Président et les membres des
Sous-Commissions sont choisis par la
Commission d'Etude et de Travail, après
consultation du Bureau et du Conseil pour avis,
sur des listes de candidats comprenant des
membres des Associations Nationales, Sections
Nationales, ou Sections Régionales et, le cas
échéant, des membres individuels.

The President and the members of the
Sub-Commissions are chosen by the Study and
Work Commission, after consulting the Bureau and
the Council for opinions, from lists of candidates
including members of the National Associations,
National Sections or Regional Sections and in
suitable cases, individual members.

Der Präsident und die Mitglieder der Ausschüsse werden
nach Befragen des Vorstandes und des Beirates durch die
Studien- und Arbeitskommissionen aus Bewerberlisten,
die Mitglieder Nationaler Vereinigungen, Nationaler
Gruppen oder Regionaler Gruppen oder gegebenenfalls
Einzelmitglieder umfassen, ausgewählt.

Pour constituer ces listes de candidats, la
Commission d'Etude et de Travail est autorisée à
prendre des contacts directs avec les Associations
Nationales, Sections Nationales ou Sections
Régionales ou avec tout Conseil, membre de la
Fédération, en vue de rechercher les confrères
particulièrement compétents et actifs, s'intéressant
aux diverses catégories de questions à étudier et
ce, parallèlement à une enquête éventuelle du
Secrétaire Général auprès des Délégués au Comité
Exécutif.

In order to draw up these lists of candidates, the
Study and Work Commission is authorized to take
up direct contact with the National Associations,
National Sections or Regional Sections, or with any
Intellectual Property Attorney who is a member of
the Federation, with a view to seeking out
particularly competent and active fellow-members
taking an interest in the various classes of questions
to be studied, simultaneously with any inquiry which
might be made by the Secretary General among the
Delegates to the Executive Committee.

Zur Erstellung dieser Bewerberlisten ist die Studien- und
Arbeitskommission ermächtigt, unmittelbar mit den
Nationalen Vereinigungen, Nationalen Gruppen oder
Regionalen Gruppen oder mit einem Patentanwalt, der
Mitglied der Föderation ist, in Verbindung zu treten, um
besonders fachkundige und engagierte Kollegen zu
ermitteln, die an den behandelnden Fragen ein Interesse
haben; dies kann gleichzeitig mit einer eventuellen
Umfrage, die vom Generalsekretär unter den Delegierten
des Exekutivkomitees gemacht wird, erfolgen.

Les listes de candidats, établies à titre
documentaire par les Associations Nationales,
Sections Nationales ou Sections Régionales, sont
transmises, de même que les candidatures des
membres individuels, au Secrétaire Général, qui
les communique au Bureau, au Conseil et à la
Commission d'Etude et de Travail.

The lists of candidates drawn up in writing by the
National Associations, National Sections or
Regional Sections are transmitted, as are the
candidatures of individual members, to the Secretary
General, who communicates them to the Bureau, to
the Council and to the Study and Work Commission.

Die aus dokumentarischen Gründen von den Nationalen
Vereinigungen, Nationalen Gruppen oder Regionalen
Gruppen erstellte Bewerberliste, wie auch die
Bewerbungen von Einzelmitgliedern, werden dem
Generalsekretär übermittelt, der sie an den Vorstand, den
Beirat und an die Studien- und Arbeitskommission
weiterleitet.

La Commission d'Etude et de Travail s'efforce, en
principe, de recruter les membres des
Sous-Commissions dans des pays différents, mais
les considérations de diligence et de compétence
doivent primer celles de nationalité.

The Study and Work Commission endeavours in
principle to recruit the members of the
Sub-Commissions from different countries, but
considerations of diligence and competency must
take precedence of those of nationality.

Die Studien- und Arbeitskommission bemüht sich
grundsätzlich, die Mitglieder der Ausschüsse aus
verschiedenen Ländern auszuwählen, es sollen aber
Engagement und Sachkunde Vorrang haben vor
Staatsangehörigkeit.

RÈGLE 13

RULE 13

REGEL 13

Faute de réponse du Délégué d'une Association
Nationale, Section Nationale ou Section
Régionale dans un délai raisonnable, soit pour la
fourniture de listes de candidats, soit pour le
remplacement d'un membre défaillant d'une
Commission, soit pour toute question exigeant
une réponse, le Secrétaire Général en référera au
Président de la Fédération qui s'adressera au
Président de l'Association Nationale, de la Section
Nationale ou de la Section Régionale intéressée.

Failing a reply from the Delegate of a National
Association, National Section or Regional Section
within a reasonable time, either for the furnishing of
lists of candidates, or for the replacement of an
absentee member of a Commission, or for any
question requiring an answer, the Secretary General
will report to the President of the Federation who
will contact the President of the National
Association, National Section or Regional Section
concerned.

Geht innerhalb einer angemessenen Frist eine Antwort von
einem Delegierten einer Nationalen Vereinigung,
Nationalen Gruppe oder Regionalen Gruppe, entweder
hinsichtlich der Zurverfügungstellung der Listen von
Bewerbern oder hinsichtlich des Ersatzes eines nicht
erscheinenden Mitgliedes einer Kommission oder
hinsichtlich irgendeiner Frage, die eine Antwort erfordert,
nicht ein, berichtet der Generalsekretär darüber dem
Präsidenten der Föderation, der sich an den Präsidenten
der zugehörigen Nationalen Vereinigung, Nationalen
Gruppe oder Regionalen Gruppe wendet.
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VIII NATURE DU TRAVAIL DE LA VIII NATURE OF THE WORK OF THE
FEDERATION
FEDERATION

VIII ART DER TÄTIGKEIT DER
FÖDERATION

RÈGLE 14

RULE 14

REGEL 14

Lorsque les études ou travaux entrepris par la
Commission d'Etude et de Travail, dans le cadre
de l'Article 3 des Statuts, sont susceptibles de faire
double emploi avec les études et travaux déjà
menés à bien par d'autres organisations
internationales privées dans lesquelles les
Conseils appartenant à la Fédération sont
représentés, la Commission d'Etude et de Travail
peut se borner à une enquête succincte pour
déterminer quels sont les points sur lesquels la
Fédération est en accord ou désaccord avec ces
autres organisations. Elle dégage de cette enquête,
dans un rapport de synthèse et, le cas échéant, des
rapports particuliers sur les points de désaccord,
les tendances de la Fédération qu'auront à
défendre les Délégués de celle-ci dans les
Conférences diplomatiques, Réunions d'experts
officiels, Congrès, etc., visés à la Règle 10.

When the studies or works undertaken by the Study
and Work Commission within the framework of
Article 3 of the Statutes are likely to duplicate the
studies and works already brought to a successful
conclusion by other private international
organisations in which the Intellectual Property
Attorneys belonging to the Federation are
represented, the Study and Work Commission may
confine itself to a concise inquiry to determine what
are the points in respect of which the Federation
agrees or does not agree with these other
organisations. From this inquiry the Commission
formulates a report formed by synthesis and, should
the occasion arise, special reports on the points of
disagreement, and the attitude of the Federation
which the latter's Delegates will have to defend in
diplomatic Conferences, meetings of official experts,
Congresses, etc., as alluded to in Rule 10.

Wenn die durch die Studien- und Arbeitskommission im
Rahmen des Artikels 3 der Statuten in Angriff
genommenen Studien und Arbeiten wegen bereits durch
andere private internationale Organisationen, in denen der
Föderation angehörende Patentanwälte vertreten sind,
abgeschlossener Arbeiten zu einer doppelten Bearbeitung
führen würden, kann sich die Studien- und
Arbeitskommission selbst auf eine knappe Untersuchung
beschränken, um festzustellen, in welchen Punkten die
Föderation mit diesen anderen Organisationen einer
Meinung ist und in welchen dies nicht der Fall ist. Sie
leitet aufgrund dieser Untersuchung in einem
zusammenfassenden Bericht und gegebenenfalls in
besonderen Berichten über die Punkte mangelnder
Übereinstimmung die Meinung der Föderation ab, die
deren Delegierte bei diplomatischen Konferenzen,
Versammlungen amtlicher Sachverständiger, Kongressen
usw. zu vertreten haben, worauf in Regel 10 hingewiesen
ist.

Sauf cas d'urgence ou impossibilité matérielle, les
rapports de la Commission d'Etude et de Travail
doivent être approuvés par le Comité Exécutif.

Except in cases of urgency or material impossibility, Auer im Falle von Dringlichkeit oder sachlicher
the reports of the Study and Work Commission must Unmöglichkeit müssen die Berichte der Studien- und
be approved by the Executive Committee.
Arbeitskommission vom Exekutivkomitee genehmigt
werden.

IX ORGANISATION DU TRAVAIL
DES SOUS-COMMISSIONS

IX ORGANIZATION OF THE WORK
OF THE SUB-COMMISSIONS

IX ORGANISATION DER ARBEIT DER
UNTER-KOMMISSIONEN

RÈGLE 15

RULE 15

REGEL 15

Toute question soumise par la Commission
d'Etude et de Travail à l'examen d'une
Sous-Commission fait l'objet, de la part de
celle-ci, dans le délai fixé par la Commission
d'Etude et de Travail, d'un rapport à cette dernière.

Any question submitted by the Study and Work
Commission to a Sub-Commission for examination
shall form the subject of a report by the latter to the
former within the period fixed by the Study and
Work Commission.

Jede von der Studien- und Arbeitskommission einem
Ausschuss zur Behandlung unterbreitete Frage bildet den
Gegenstand eines Berichtes dieses Ausschusses, der
innerhalb der durch die Studien- und Arbeitskommission
festgelegten Frist dieser zu geben ist.

La Commission d'Etude et de Travail détermine,
au vu de ce rapport, si l'examen de la question doit
être poursuivi, suspendu ou arrêté. Dans le
premier cas, elle décide, soit de transmettre le
rapport tel quel, ou après amendement, au
Secrétaire Général et à la Commission des
Communications, soit de le renvoyer à la
Sous-Commission pour examen complémentaire.

Upon presentation of this report, the Study and Work
Commission determines whether the examination of
the question should be continued, suspended or
discontinued. In the first case, it decides either to
transmit the report as it is, or after amendment, to the
Secretary General and to the Communications
Commission, or to send it back to the
Sub-Commission for further examination.

Nach Durchsicht dieses Berichtes bestimmt die
Studien- und Arbeitskommission, ob die Behandlung der
Frage fortgesetzt, aufgeschoben oder eingestellt werden
soll. Im ersten Fall entscheidet sie, den Bericht, entweder
wie er ist oder in verbesserter Form, dem Generalsekretär
und der Kommunikationskommission zuzuleiten oder ihn
an den Ausschuss zur weiteren Behandlung zurück zu
geben.

Le Secrétaire Général indique à la Commission
d'Etude et de Travail et à la Commission des
Communications le délai dans lequel doivent lui
parvenir les réponses des Associations Nationales.
Il collecte et transmet ces réponses à la
Commission d'Etude et de Travail qui établit
elle-même un rapport de synthèse pour le Comité
Exécutif ou charge la Sous-Commission
spécialisée de ce travail, sous son contrôle et sa
responsabilité.

The Secretary General informs the Study and Work
Commission and the Communications Commission
of the period within which the replies of the National
Associations must reach him. He collects and
forwards these replies to the Study and Work
Commission which itself draws up a report by
synthesis for the Executive Committee or entrusts
the specialised Sub-Commission with this work,
under the Commissions control and responsibility.

Der Generalsekretär teilt der Studien- und Arbeitskommission und der Kommunikationskommission mit,
innerhalb welcher Frist ihm die Antworten der Nationalen
Vereinigungen und Nationalen Gruppen zugegangen sein
müssen. Er sammelt diese Antworten und übergibt sie der
Studien- und Arbeitskommission, die selbst einen
zusammenfassenden Bericht für das Exekutivkomitee
verfasst oder damit den Ausschuss, der auf diese Arbeit
spezialisiert ist, unter ihrer Aufsicht und Verantwortung,
betraut.

Les rapports de synthèse sur les différentes
questions qui doivent être mises à l'ordre du jour
du prochain Comité Exécutif sont adressés au
Secrétaire Général et à la Commission des
Communications.

The reports by synthesis on the different questions
which are to be placed on the agenda of the next
Executive Committee are addressed to the Secretary
General and to the Communications Commission.

Die zusammenfassenden Berichte über die verschiedenen
Fragen, die auf die Tagesordnung der nächsten Sitzung des
Exekutivkomitees zu setzen sind, werden an den
Generalsekretär und die Kommunikationskommission
gesandt.
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X CODE DE CONDUITE
PROFESSIONNELLE ET REGLES
PROFESSIONNELLES

X CODE OF PROFESSIONAL
CONDUCT AND PROFESSIONAL
RULES

X STANDESREGELN FÜR DIE
BERUFSAUSÜBUNG UND
STANDESRICHTLINIEN

RÈGLE 16

RULE 16

REGEL 16

En complément aux Statuts et au Règlement de la
Fédération, les principes généraux régissant la
Conduite Professionnelle des membres de la
Fédération sont fixés par un Code de Conduite
Professionnelle.

In addition to the Statutes and Rules of the
Federation, the general principles of professional
conduct are laid down in a Code of Professional
Conduct.

In Ergänzung der Statuten und der Geschäftsordnung der
Föderation legen Standesregeln für die Berufsausübung
die generellen Grundsätze standesgemäßen Verhaltens der
Mitglieder der Föderation fest.

RÈGLE 17

RULE 17

REGEL 17

Dans les pays où il existe une Association
Nationale adhérente ou reconnue, la
réglementation de l'envoi d'offres de service et de
la publication d'annonces par un Conseil en
Propriété Intellectuelle dans le pays où il exerce la
profession est de la compétence exclusive de
l'Association Nationale à laquelle il appartient.

In the countries in which there is a recognised or a
member National Association, the regulations in
respect of the soliciting of orders and of the
publishing of advertisements by an Intellectual
Property Attorney in the country in which he carries
on the profession are within the exclusive
competence of the National Association to which he
belongs.

In den Ländern, in denen eine Nationale Vereinigung als
Mitglied vorhanden oder anerkannt ist, liegen die
Bestimmungen betreffend das Versenden von Angeboten
für Aufträge und das Veröffentlichen von Annoncen durch
einen Patentanwalt in dem Land, in dem er seinen Beruf
ausübt, innerhalb der ausschließlichen Zuständigkeit der
Nationalen Vereinigung, der er angehört.

XI RESPECT DES STATUTS,
DU REGLEMENT, DU CODE DE
CONDUITE PROFESSIONNELLE,
DES REGLES PROFESSIONNELLES
ET DECISIONS DU COMITE
EXECUTIF

XI COMPLIANCE WITH THE
STATUTES, RULES, CODE
OF PROFESSIONAL CONDUCT
AND DECISIONS OF THE
EXECUTIVE COMMITTEE

XI BEACHTUNG DER STATUTEN, DER
GESCHÄFTSORDNUNG,
DER STANDESREGELN FÜR
DIE BERUFSAUSÜBUNG UND
DER BESCHLÜSSE DES
EXEKUTIVKOMITEES

RÈGLE 18

RULE 18

REGEL 18

Sous réserve des dispositions de l’Article 15.3, le
Comité Exécutif est chargé de l'application de
l'Article 9 des Statuts et, d'une façon générale,
assure le respect des Statuts, du Règlement, du
Code de conduite professionnelle et des Décisions
du Comité Exécutif par tous ses membres.
Toutefois, il est incompétent pour dénoncer et
sanctionner les manquements ou violations qui
pourraient être reprochés aux Conseils appartenant
à une Association Nationale adhérente ou
reconnue, laquelle est seule qualifiée pour assurer
la discipline en son sein.

Subject to the provisions of Article 15.3, the
Executive Committee is charged with the application
of Article 9 of the Statutes, and in a general manner
ensures the observance of the Statutes, Rules, Code
of professional conduct or Decisions of the
Executive Committee by all its members. It is,
however, incompetent to denounce and sanction the
breaches and infractions which might be laid to the
charge of the Intellectual Property Attorneys
belonging to a member or recognised National
Association, which alone is qualified to ensure
discipline within its jurisdiction.

Vorbehaltlich der Bestimmungen des Artikel 15 Abs. 3
obliegt dem Exekutivkomitee die Anwendung des Artikels
9 der Statuten; es stellt grundsätzlich die Befolgung der
Statuten, der Geschäftsordnung, der Standesregeln für die
Berufsausübung und der Beschlüsse des Exekutivkomitees
durch alle ihre Mitglieder sicher. Es ist jedoch nicht
zuständig, Verstöße und Verletzungen anzuzeigen und zu
bestrafen, die den Patentanwälten aus einer angehörenden
oder einer anerkannten Nationalen Vereinigung
vorgeworfen werden könnten, die allein dazu berufen ist,
die Disziplin innerhalb der Vereinigung sicherzustellen.

RÈGLE 19

RULE 19

REGEL 19

Toute plainte visant une éventuelle violation des
Statuts, du Règlement, du Code de conduite
professionnelle ou des Décisions du Comité
Exécutif par un Conseil de la Fédération doit être
adressée par le plaignant au Président de la
Fédération qui, en cas d'infraction mineure ou s'il
juge la plainte mal fondée, s'efforce d'obtenir le
retrait de la plainte. Il intervient d'une manière
confidentielle mais, si le plaignant persiste, il
saisit le Bureau.

Any complaint relating to a possible violation of the
Statutes, Rules, Code of professional conduct or
Decisions of the Executive Committee by an
Intellectual Property Attorney of the Federation must
be sent by the complainant to the President of the
Federation who in the event of a minor infraction, or
if he considers the complaint to be groundless,
endeavours to obtain the withdrawal of the
complaint. He intervenes in a confidential manner,
but if the complainant persists, he lays the matter
before the Bureau.

Jede Beschwerde über eine mögliche Verletzung der
Statuten, der Geschäftsordnung, der Standesregeln für die
Berufsausübung oder der Beschlüsse des
Exekutivkomitees durch einen Patentanwalt der
Föderation muss vom Beschwerdeführer an den
Präsidenten der Föderation gerichtet werden, der sich im
Falle einer geringen Übertretung oder wenn er der
Meinung ist, dass die Beschwerde unbegründet ist,
bemüht, die Rücknahme der Beschwerde zu erreichen. Er
versucht vertraulich eine Vermittlung. Wenn der
Beschwerdeführer aber auf seinem Standpunkt beharrt, so
macht er die Beschwerde beim Vorstand anhängig.

26 / 30

- 104 CM-3 FICPI Statutes

REGLEMENT - RULES - GESCHÄFTSORDNUNG
Le Bureau, dès qu'il a connaissance d'une
éventuelle violation des Statuts, du Règlement, du
Code de conduite professionnelle, des Règles
professionnelles ou des Décisions du Comité
Exécutif, consulte la Commission de Déontologie
puis présente dans les meilleurs délais au Comité
Exécutif un rapport accompagné de l'avis de la
Commission de Déontologie, étant toutefois
entendu que le Bureau peut exclure de la
Fédération un membre individuel selon les
dispositions de l’Article 15.3 sans recourir à la
Commission de Déontologie ou au Comité
Exécutif.

The Bureau, as soon as it is acquainted with a
possible violation of the Statutes, Rules, Code of
professional conduct, Professional rules or Decisions
of the Executive Committee, will consult the
Deontology Commission and then present as soon as
possible to the Executive Committee a report
accompanied by the opinion of the Deontology
Commission, with the proviso that the Bureau may
expel from the Federation an individual member in
accordance with Article 15.3 without recourse to the
Deontology Commission or the Executive
Committee.

Wenn der Vorstand von einer möglichen Verletzung der
Statuten, der Geschäftsordnung, der Standesregeln für die
Berufsausübung oder der Beschlüsse des
Exekutivkomitees Kenntnis hat, fragt er die
Deontologiekommission um Rat und legt dem
Exekutivkomitee baldmöglichst einen Bericht zusammen
mit einer Stellungnahme der Deontologiekommission vor.
Es versteht sich jedoch, dass der Vorstand ein
Einzelmitglied gemäß Artikel 15, Abs. 3 ohne
Einschaltung der Deontologiekommission oder des
Exekutivkomitees aus der Föderation ausschließen kann.

XII COMMISSION DE
DÉONTOLOGIE

XII DEONTOLOGY
COMMISSION

XII DEONTOLOGIEKOMMISSION

REGLE 20

RULE 20

REGEL 20

Les nouveaux Statuts ou amendements aux Statuts
des Associations Nationales adhérentes, qui sont
communiqués à la Fédération conformément à
l'Article 8 des Statuts, sont transmis à la
Commission de Déontologie qui examine s'ils sont
compatibles avec les Statuts, le Règlement, le
Code de Conduite Professionnelle et les Décisions
de la Fédération et établit un rapport pour le
Comité Exécutif.

New Statutes or amendments of the Statutes of
member National Associations, which are
communicated to the Federation in compliance with
Article 8 of the Statutes, are transmitted to the
Deontology Commission which examines whether
they are compatible with the Statutes, Rules, Code of
Professional Conduct and Decisions of the
Federation and prepares a report for the Executive
Committee.

Die neuen Statuten oder Änderungen der Statuten
Nationaler Vereinigungen, die Mitglieder der Föderation
sind, die in Übereinstimmung mit Artikel 8 der Statuten
der Föderation mitgeteilt werden, werden der
Deontologiekommission zugeleitet, die überprüft, ob sie
mit den Statuten, der Geschäftsordnung, den
Standesregeln für die Berufsausübung und den
Beschlüssen des Exekutivkomitees vereinbar sind, und die
einen Bericht für das Exekutivkomitee verfaßt.

XIII COUR D'ARBITRAGE

XIII ARBITRATION TRIBUNAL

XIII SCHIEDSGERICHT

RÈGLE 21

RULE 21

REGEL 21

Le Comité Exécutif peut désigner une Cour
d'Arbitrage pour arbitrer les litiges entre les
membres de la Fédération, lorsque les parties
décident de s'en rapporter à cet arbitrage. Les
règles de l'arbitrage sont fixées par la Cour ellemême, sous réserve de ratification par le Comité
Exécutif.

The Executive Committee may appoint an
Arbitration Tribunal to arbitrate disputes between
members of the Federation, when the parties decide
to resort to such arbitration. The rules of the
arbitration are fixed by the Tribunal itself, subject to
ratification by the Executive Committee.

Das Exekutivkomitee kann ein Schiedsgericht einsetzen,
um Auseinandersetzungen zwischen Mitgliedern der
Föderation zu schlichten, wenn sich die Parteien einer
solchen Schlichtung unterwerfen wollen. Die
Verfahrensordnung der Schlichtung wird vom
Schiedsgericht selbst festgelegt und ist durch das
Exekutivkomitee zu bestätigen.

XIV GROUPEMENT DE PLUSIEURS
MEMBRES APPARTENANT A LA
FEDERATION

XIV GROUPING OF SEVERAL
MEMBERS BELONGING TO THE
FEDERATION

XIV GRUPPIERUNG VERSCHIEDENER
MITGLIEDER, DIE DER FÖDERATION
ANGEHÖREN

RÈGLE 22

RULE 22

REGEL 22

Si, en raison de traités, conventions ou autres
instruments diplomatiques, plusieurs pays
représentés à la Fédération se trouvent soumis à
des lois ou règles communes dans le domaine de
la Propriété Intellectuelle, les Associations
Nationales, Sections Nationales ou Sections
Régionales et les membres individuels de ces pays
peuvent constituer un groupement en vue d'étudier
et de résoudre les questions particulières
découlant de ces lois ou règles communes. Le
groupement peut désigner un ou plusieurs
représentants auprès des pouvoirs publics.

If by reason of treaties, conventions or other
diplomatic instruments several countries represented
on the Federation are subject to common laws or
rules in the Intellectual Property field, the National
Associations, National Sections or Regional Sections
and the individual members of these countries may
form a group with a view to studying and solving the
particular questions arising from these common laws
or rules. The group may appoint one or more
representatives to the public authorities.

Wenn durch Verträge, Übereinkommen oder andere
diplomatische Instrumente verschiedene bei der
Föderation vertretene Länder gemeinsamen Gesetzen oder
Regeln auf dem Gebiet des Gewerblichen Rechtsschutzes
unterworfen sind, können die Nationalen Vereinigungen,
Nationalen Gruppen oder Regionalen Gruppen und die
Einzelmitglieder dieser Länder eine Gruppierung bilden,
um die besonderen sich aus diesen gemeinsamen Gesetzen
oder Regeln ergebenden Probleme zu behandeln und zu
lösen. Die Gruppierung kann einen oder mehrere Vertreter
für die offiziellen Behörden ernennen.
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Les décisions prises par le groupement ne lient
que les membres du groupement. Elles sont
communiquées au Bureau de la Fédération pour
leur mise à l'ordre du jour de la prochaine réunion
du Comité Exécutif.

XV DURÉE DES MANDATS
RÈGLE 23
Sous réserve des dispositions contraires des
Statuts et du présent Règlement, les mandats
conférés par le Comité Exécutif sont
renouvelables à chaque réunion de celui-ci.

The decisions taken by the group bind only the
members of the group. They are communicated to
the Bureau of the Federation for placing on the
agenda of the next meeting of the Executive
Committee.

XV DURATION OF THE MANDATES
RULE 23
Except where contrary to the provisions of the
Statutes and of the present Rules, the mandates
conferred by the Executive Committee are
renewable at each of its meetings.

Die durch die Gruppierung gefällten Entscheidungen
binden nur die Mitglieder der Gruppierung. Sie werden
dem Vorstand der Föderation mitgeteilt, um auf die
Tagesordnung der nächsten Sitzung des Exekutivkomitees
gesetzt zu werden.

XV DAUER DER MANDATE
REGEL 23
Vorbehaltlich gegenteiliger Bestimmungen der Statuten
und der vorliegenden Geschäftsordnung sind die durch das
Exekutivkomitee übertragenen Mandate auf jeder seiner
Sitzungen erneuerbar.

XVI ENTREE EN VIGUEUR DU
PRESENT REGLEMENT

XVI ENTRY INTO FORCE OF THE
PRESENT REGULATIONS

XVI INKRAFTTRETEN

RÈGLE 24

RULE 24

REGEL 24

Le présent Règlement abroge le Règlement
antérieur et entre en vigueur à la date du
22 janvier 2013.
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The present Rules cancel the previous Regulations
and enter into force on 22 January 2013.

Die vorliegende Geschäftsordnung hebt die vorherige
Geschäftsordnung auf und tritt am 22. Januar 2013 in
Kraft.
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CODE DE
CONDUITE PROFESSIONNELLE

CODE OF
PROFESSIONAL CONDUCT

REGLE 1

RULE 1

Tout Membre est tenu de se conformer à ce Code sans Each Member is required to abide by this Code
tenir compte d'intérêts personnels ou autres ou
notwithstanding personal or other interests or
d'instructions de ses clients.
instructions.
RÈGLE 2

RULE 2

STANDESREGELN FÜR DIE
BERUFSAUSÜBUNG
REGEL 1
Jedes Mitglied ist unabhängig von persönlichen oder
fremden Interessen oder Weisungen zur Einhaltung
dieser Regeln verpflichtet.
REGEL 2

Tout Membre doit exercer ses activités
Each Member shall conduct his professional activities Jedes Mitglied übt seinen Beruf ehrenhaft, redlich
professionnelles avec honnêteté, loyauté et courtoisie. with honesty, fairness and courtesy.
und höflich aus.
RÈGLE 3
Tout Membre est responsable de l'observation de ce
Code au sein de son cabinet.

RULE 3
Each Member is responsible for the observation of
this Code in his office.

REGEL 3
Jedes Mitglied ist für die Einhaltung dieser Regeln in
seiner Kanzlei verantwortlich.

RÈGLE 4

RULE 4

REGEL 4

Tout Membre doit mettre à la disposition des tiers les
services et la compétence professionnelle d'un conseil
indépendant et objectif, sans tenir compte de ses
sentiments ou intérêts personnels.

Each Member is to provide professionally competent
service as an independent counsellor in an unbiased
manner without regard to his personal feelings or
interests.

Jedes Mitglied übt seinen Beruf als fachkundiger und
unabhängiger Berater unbefangen und ohne Rücksicht
auf persönliche Gefühle oder Interessen aus.

En complément aux Statuts et au Règlement de la
Fédération, ce Code contient les principes généraux
régissant la conduite professionnelle des Membres de
la Fédération.

In addition to the Statutes and Rules of the Federation
the general principles of professional conduct of
Members of the Federation are laid down in this
Code.

In Ergänzung der Statuten und der Geschäftsordnung
der Föderation sind die allgemeinen Grundsätze der
Berufsausübung der Mitglieder der Föderation in
diesen Regeln niedergelegt.

RÈGLE 5

RULE 5

REGEL 5

Tout Membre est tenu de ne pas divulguer les
informations reçues à titre confidentiel dans l'exercice
de ses activités professionnelles, à moins qu'il ne soit
dégagé de cette obligation.
RÈGLE 6
Tout Membre doit faire en sorte d'éviter de
représenter des intérêts en conflit. Il doit cependant
assurer l'exécution d'un ordre dans la mesure
nécessaire pour éviter tout dommage possible.

RÈGLE 7

Each Member is bound not to disclose information
received in confidence in the exercise of his
professional activities unless he is released from this
obligation.
RULE 6
Each Member shall endeavour to maintain himself
free of representing conflicting interests. Each
Member, however, shall ensure that an order is
performed so far as is necessary to avoid possible
damage.
RULE 7

Une bonne confraternité doit être maintenue parmi les Good fellowship should be exercised among
Membres.
Members.

Jedes Mitglied ist verpflichtet, bei der Ausübung
seines Berufes vertraulich erhaltene Informationen
geheimzuhalten, insoweit es von dieser Verpflichtung
nicht befreit ist.
REGEL 6
Jedes Mitglied muss bemüht sein, sich der Vertretung
widerstreitender Interessen zu enthalten; es muss
jedoch sicherstellen, dass ein Auftrag ausgeführt
wird, soweit dies zur Vermeidung eines möglichen
Schadens erforderlich ist.
REGEL 7
Jedes Mitglied verhält sich kollegial zu den anderen.

RÈGLE 8

RULE 8

REGEL 8

La concurrence entre professionnels doit s'exercer
loyalement. Lorsqu'ils sollicitent des ordres et
pratiquent d'autres formes de promotion, les Membres
doivent s'abstenir d'utiliser des déclarations
concernant leurs services trompeuses ou élogieuses
ou comportant des critiques au sujet de leurs
collègues dans la profession ou de leurs services.

Professional competition should be fair. In soliciting
orders and in other forms of promotion Members
shall refrain from using statements about their
services which are misleading or laudatory or involve
criticism of professional colleagues or their services.

Beruflicher Wettbewerb soll fair sein. Bei der
Werbung um Auftrag oder bei anderen
Werbemaßnahmen müssen sich die Mitglieder
Aussagen über Dienstleistungen enthalten, die
irreführend oder anpreisend sind oder die Kritik an
Berufskollegen oder deren Dienstleistungen enthalten.
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RULE 8 BIS

REGEL 8 BIS

De façon générale, les Membres peuvent faire de la
publicité, mais elle doit être loyale, vraie et modérée
et elle doit donner une impression de fidélité. La
publicité ne doit pas comprendre de propos
susceptibles d'affecter le standing et la dignité de la
profession de Conseil en Propriété Intellectuelle et
elle doit être limitée à des informations relatives aux
services rendus par le Membre.

RÈGLE 8 BIS

Advertising by Members is generally allowable, but
should be fair, true and moderate and give an accurate
impression. Advertising should not include any matter
adversely affecting the standing and the dignity of the
profession of Intellectual Property Attorneys and
should be restricted to information about a Member's
services.

Werbung ist den Mitgliedern grundsätzlich gestattet,
muss aber fair, wahr und zurückhaltend sein und
einen zutreffenden Eindruck erwecken. Werbung darf
nichts enthalten, was sich auf den Ruf und das
Ansehen des Patentanwaltsberufs nachteilig
auswirken kann und soll auf Informationen über
Dienstleistungen eines Mitglieds beschränkt sein.

Toute publication impliquant une contribution
financière du Membre doit être considérée comme
une publicité. Si le caractère publicitaire n'est pas
clairement identifiable en soi, le fait qu'il s'agit d'une
publicité doit être clairement indiqué.

All publicity involving a financial contribution by the
Member must be regarded as advertising. If
advertising is not clearly recognisable as such, the
fact that it is advertising must be specifically
indicated.

Jede Werbemaßnahme, für die das Mitglied einen
finanziellen Beitrag leistet, muss als Werbeanzeige
erkennbar sein. Wenn eine Werbeanzeige nicht als
solche deutlich erkennbar ist, muss der Umstand, dass
es sich um eine Werbeanzeige handelt, gesondert
kenntlich gemacht werden.

RÈGLE 9

RULE 9

Chaque Membre est responsable d'un prompt
Règlement de ses obligations financières,
spécialement vis-à-vis de ses correspondants
étrangers. Il est incompatible avec ce Code de différer
des paiements à des correspondants étrangers à cause
de délais dans les paiements de la part de clients.

Each Member is responsible for prompt payment of
his financial obligations, especially to foreign
correspondents. It is incompatible with this Code to
delay payments to foreign correspondents because of
delays in payments by clients.

RULE 10

RÈGLE 10
Aucun Membre n'est autorisé à verser ou recevoir une
commission pour un apport d'affaires, sauf dans le
cadre de transactions relatives à l'achat ou à la vente
de tout ou partie d'un cabinet.

REGEL 9
Jedes Mitglied ist für die prompte Erfüllung seiner
finanziellen Verpflichtungen, insbesondere seinen
ausländischen Korrespondenzanwälten gegenüber,
verantwortlich. Es ist mit diesen Regeln nicht
vereinbar, die Bezahlung ausländischer
Korrespondenzanwälte wegen
Zahlungsverzögerungen der Mandanten
hinauszuschieben.

No Member shall give or receive a commission for
the introduction of professional business, except in
transactions relating to the purchase or sale in whole
or in part of a professional practice.

REGEL 10
Kein Mitglied darf für die Vermittlung beruflicher
Arbeit eine Provision zahlen oder annehmen, außer
bei vollständigem oder teilweisem Erwerb einer
Patentanwaltspraxis.

RÈGLE 11

RULE 11

REGEL 11

L’organisation, par des membres ou leurs cabinets, de
réceptions de nature professionnelle ou d’événements
similaires pendant les réunions officielles de la
Fédération est contraire à la tradition et à l’esprit de la
Fédération et n’est pas autorisée par la Fédération.

The organising by members or their businesses of
business-related receptions or similar functions during
official meetings of the Federation is contrary to the
tradition and spirit of the Federation and is not
permitted by the Federation.

Das Ausrichten von geschäftsbezogenen Empfängen
oder ähnlichen Veranstaltungen durch Mitglieder oder
ihre Firmen während offizieller Veranstaltungen der
Föderation läuft der Tradition und dem Charakter der
Föderation zuwider und ist von der Föderation nicht
zugelassen.

Ce Code dit: "CODE DE LUGANO", a été adopté à
l'unanimité par le Comité Exécutif pendant sa réunion
tenue à Bissone du 27 avril au 1er mai 1981 et a été
modifié le 8 septembre 1997 à Copenhague, le
19 octobre 1998 à Florence, le 15 Avril 2008 à
Sydney, le 15 mars 2011 au Cap, et le
8 novembre 2011 à Rome.

This Code, called: "LUGANO CODE", was adopted
unanimously by the Executive Committee during its
meeting held at Bissone from 27 April to 1 May 1981
and amended on 8 September 1997 in Copenhagen,
on 19 October 1998 in Florence, on 15 April 2008 in
Sydney, on 15 March 2011 in Cape Town, and on
8 November 2011 in Rome.

Diese Standesregeln, genannt: "LUGANO-CODE",
wurden einstimmig vom Exekutivkomitee in seiner
Sitzung in Bissone vom 27. April bis 1. Mai 1981
angenommen und am 8. September 1997 in
Kopenhagen, am 19. Oktober 1998 in Florenz, am
15. April 2008 in Sydney, am 15. März in Kapstadt
geändert, und am 8. November 2011 in Rom.

Le Président
Douglas Deeth

The President
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Concise overview of the position and facts

FACTUM OF THE INTERVENER FÉDÉRATION INTERNATIONALE
DES CONSEILS EN PROPRIÉTÉ INTELLECTUELLE

PART I – CONCISE OVERVIEW OF THE POSITION AND FACTS

1.

Established in 1906, FÉDÉRATION INTERNATIONALE DES CONSEILS EN PROPRIÉTÉ INTELLECTUELLE
(“FICPI”) is a Switzerland-based international and non-political association of about 5,500
intellectual property lawyers/agents in private practice from over eighty-six countries and
regions, including Canada.

2.

FICPI is a unique international organization. One of its strengths stems from the experience and
broad-based wisdom of patent attorneys in the free profession, providing FICPI with a
particularly balanced international perspective.

3.

This case provides the Supreme Court of Canada with an opportunity to clarify the principles of
law and policy underlying some of the fundamental requirements for patent protection in Canada.
In particular, this case is of great importance for clarifying the utility requirement for patent
protection and for clarifying the effect of the so-called promise statements in patent
specifications.

4.

FICPI is particularly concerned because a majority of Canadian patent applications are filed by
foreign entities. PCT patent applications are drafted and filed once and thus have a common
specification document for use throughout the 148 PCT countries. This fact is important and
supports the need for uniformity in the utility requirements applicable to patents around the
world. The PCT system is frustrated if Canadian Courts adopt utility requirements and promise
doctrines that are out-of-step with most, if not all, PCT countries.
----------
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Questions at issue
PART II – QUESTIONS AT ISSUE

5.

FICPI’s submissions are offered in consideration of the following issues:
(a)

Should this Honourable Court consider the legal principles applicable in other jurisdictions
to clarify the utility requirement in Canadian patent law?

(b)

What is the proper interpretation of the Canadian utility requirement in light of ratified
international conventions?

(c)
6.

Is this interpretation consistent with section 53(1) of the Patent Act?

FICPI takes no position regarding the findings of fact made by the Courts below. References to
findings of fact are made simply to illustrate the application of legal principles that FICPI
respectfully submits ought to apply.
---------PART III – ARGUMENT

The Importance of Harmonization of Substantive Patent Law with International Conventions in
view of Contemporary Global Commerce
7.

FICPI members and patent practitioners worldwide rely on various international conventions and
treaties ratified by Canada in order to file Canadian patent applications with the expectation that
the patent will issue and will be found to be valid once statutory conditions are met.

8.

In the last decade, changes in the application of the utility standard and the appearance of the
“promise of the patent” doctrine in Canada have drastically changed Canadian patent law and
jurisprudence, even though the Patent Act was not amended. These changes have resulted in
international inconsistencies and difficulties in the drafting, prosecution and enforcement of
patents, also increasing additional cost to applicants.
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9.

Argument

As it currently stands, the utility requirement in Canada lacks certainty. Beyond national
purposes, the ramifications of the utility requirement as currently construed by Canadian Courts
impact on a broader international scale. Moreover, Canada’s current approach is prejudicial to the
economic interests of the users of the patent system internationally.
ż Norman Siebrasse, “The False Doctrine of False Promise”, (2013) 29 CIPR 3 at 21
[Siebrasse], FICPI Intervener’s Book of Authorities, hereinafter “IBOA”, Vol. II,
Tab 20;

10.

This uncertainty is caused by two factors: the appearance of the “promise of the patent” doctrine
and the new requirement that the rational basis and the sound line of reasoning be disclosed in the
patent. These requirements are peculiar to Canada. Consequently, with respect to the utility of a
patented invention, Canadian Courts have imposed on patent holders and inventors a burden
heavier than the one imposed on patent holders and inventors elsewhere in the world.

11.

Specifically with regard to pharmaceutical patents, when engaged in the analysis of whether there
is a sound prediction of utility at the Canadian filing date, Canadian Courts have progressively
required a higher degree of certainty than what is usually predictive or sufficient to provide a
credible basis of utility in other countries. For example, preliminary testing showing that a drug
will have some effect on glaucoma is certainly sufficient to support the utility of an invention.
Even if a drug is not THE cure for glaucoma, it can be a break-through that will lead others to the
discovery of an even more valuable treatment. 1 It should not be forgotten that a “mere scintilla of
utility” is sufficient for patent protection in Canada.
ż Consolboard Inc v MacMillan Bloedel (Sask.) Ltd, [1981] 1 S.C.R. 504 at 525
[Consolboard], IBOA, Vol. II, Vol. I, Tab 12.

12.

In imposing a heavier burden on pharmaceutical patent holders and inventors in Canada, the
Courts have confounded the issues of patentability and the requirements for safety and
effectiveness of a new drug. This has led the Courts to require the disclosure of more
experimental data in Canada than is required in other jurisdictions. As a result, to ensure validity,

1

In Apotex Inc. v. Pfizer Canada Inc., 2011 FCA 236, the Court found that a patent on a glaucoma potential
drug was invalid on the basis that, since glaucoma is a chronic disease, the testing disclosed in the patent
should predict a chronic treatment.
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Argument

patent disclosures must now be enhanced, only for Canada. For all intents and purposes, a
heightened utility requirement has ensued. This is at the core of FICPI’s concerns.
ż Apotex Inc v Wellcome Foundation Ltd, 2002 SCC 77 at para 77, IBOA, Vol. I, Tab 9;
13.

The Canadian utility requirement stands in sharp contrast and is out-of-step with the approach
envisioned by Canada’s major trading partners. As a result, many patents for blockbuster drugs,
which were found to lack utility by Canadian Courts, have been upheld in other jurisdictions
where the corresponding patents have been challenged.

14.

The fact that uncertainty has been created by an “unsettled” utility requirement has been
recognized by the Federal Court of Canada. This Court has warned that there is a high economic
cost associated with uncertainty and that it is proper patent law policy to keep it to a minimum.
ż Astrazeneca Canada Inc v Apotex inc, 2014 FC 638 at para 141, IBOA, Vol. I, Tab 11;
ż Free World Trust v Électro Santé Inc, 2000 SCC 66 at para 42, IBOA, Vol. I, Tab 13

15.

FICPI submits that this uncertainty should be rectified in light of the relevant international
conventions and treaties, such as the North American Free Trade Agreement (“NAFTA”), the
Agreement on Trade Related Aspects of Intellectual Property (“TRIPS”), and the Patent
Cooperation Treaty (“PCT”). These instruments can assist the Court in clarifying the utility
requirement. Indeed, this Court has held that domestic law may be examined in the context of the
relevant international agreements to clarify any uncertainty; that one “should strive to expound an
interpretation which is consonant with the relevant international obligations”.
ż North American Free Trade Agreement, 17 December 1992, Can TS 1994 No 2,
[NAFTA], IBOA, Vol. I, Tab 3;
ż Agreement on Trade-Related Aspects of Intellectual Property Rights, 1869 UNTS 299
(1994) [TRIPS], IBOA, Vol. I, Tab 6;
ż Patent Cooperation Treaty, 19 June 1970, 1160 UNTS 231 [PCT], IBOA, Vol. I, Tab 8;
ż National Corn Growers Assn v Canada (Import Tribunal), [1990] 2 SCR 1324 at 1371,
IBOA, Vol. II, Tab 17;
ż Merck Frosst Canada Ltd v Canada (Health), 2012 SCC 3 at para 117, IBOA, Vol. II,
Tab 16
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16.

Argument

This approach, which recognizes the need for harmonization of global substantive patent law in
favour of contemporary global commerce, will allow the achievement of a predictable, balanced
and global protection of inventions.

17.

Consequently, in order to provide predictability for all patent applicants, including foreign patent
applicants in Canada in favour of contemporary global commerce, FICPI submits that the utility
requirement must be clarified and interpreted with a view to international conventions, as
provided below.

The Interpretation of the Utility Requirement in Light of International Conventions
18.

Any interpretation of the utility requirement begins with the Canadian Patent Act (“the Act”).
In this regard, it should be noted that the definitions of invention and utility have not been
amended since the enactment of the Act in 1869:
Section 6 of the Act respecting Patents of Section 2 of the Patent Act, RSC, 1985,
Inventions, SC 1869, ch 11.
c P-4
Any person (…) having invented or discovered “invention” means any new and useful art,
any new or useful art, machine,
process, machine, manufacture or
composition of matter, or any new and
manufacture or composition of matter, or
any new and useful improvement on any
useful improvement in any art,
art, machine, manufacture or composition
process, machine, manufacture or
of matter.
composition of matter;
(Our emphasis)

(Our emphasis)

ż An Act respecting Patents of Inventions, SC 1869, ch 11, s 6, IBOA, Vol. I, Tab 1;
ż Patent Act, RSC, 1985, c P-4, s 2, IBOA, Vol. I, Tab 4
19.

In this respect, the term “useful” in section 2 of the Act is also used in international conventions.
The definition contained in NAFTA and TRIPS with regard to the utility requirement is
essentially identical:
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Argument
TRIPS

NAFTA
Article 1709: Patents

Article 27

1. Subject to paragraphs 2 and 3, each Party Patentable Subject Matter
shall make patents available for any 1. Subject to the provisions of paragraphs 2
inventions, whether products or
and 3, patents shall be available for any
processes, in all fields of technology,
inventions, whether products or
provided that such inventions are new,
processes, in all fields of technology,
result from an inventive step and are
provided that they are new, involve an
capable of industrial application. For
inventive step and are capable of
purposes of this Article, a Party may
industrial application.5
deem the terms "inventive step" and
5
For the purposes of this Article, the terms
"capable of industrial application" to
“inventive step” and “capable of industrial
be synonymous with the terms "nonapplication” may be deemed by a Member
obvious" and "useful", respectively.
(Our emphasis)

20.

to be synonymous with the terms “nonobvious” and “useful” respectively (Our
emphasis)

The term “industrial application” is also present in regional patent legislation, such as the
European Patent Convention. “Industrial applicability” is the term used in the PCT.
ż
ż
ż
ż

21.

NAFTA, supra, art 1709, IBOA, Vol. I, Tab 3;
TRIPS, supra, art 27, IBOA, Vol. I, Tab 6;
PCT, supra, art 34-35, IBOA, Vol. I, Tab 8;
European Patent Convention, 5 October 1973, 1065 UNTS 199, art 52, 57, IBOA,
Vol. I, Tab 7

The terms “industrial application” and “useful” refer to a low threshold of utility of the invention.
They mean that the invention has some real-world use. They do not mean that the invention has
to be better than what already exists or that it addresses all issues needing improvement. For
example, the Supreme Court of the United Kingdom refused to apply a higher threshold with
regard to utility. This “low-threshold” approach is consistent throughout Europe and the United
States. In the UK and in the US, it is sufficient if the invention has some utility. There is no
promise that needs to be fulfilled and no disclosure, apart from the disclosure of the invention
itself, is required.
ż North American Free Trade Agreement Implementation Act, SC 1993, c 44, s 3, IBOA,
Vol. I, Tab 2;
ż Human Genome Sciences Inc v Eli Lilly and Company, [2011] UKSC 51 at paras 106109, 121, IBOA, Vol. II, Tab 15;
ż E. Richard Gold and Michael Shortt, “The Promise of the Patent in Canada and Around
the World” (2014), 30 CIPR 35 at 73, IBOA, Vol. II, Tab 19
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22.

Argument

This is the standard used and relied on by foreign patent applicants, who most often file patents
on the basis of a PCT application or on the basis of an earlier patent filing in another jurisdiction
(priority date).

23.

Indeed, the PCT system provides for the standardization of the form and content of patent
applications. One of the purposes of the PCT system is to allow the preparation of a single
international application to be filed in all member countries. By filing one international patent
application under the PCT, foreign patent applicants can simultaneously seek protection for an
invention in 148 member countries throughout the world. This system was established to provide
foreign patent applicants with an efficient and cost-saving process to protect their patent rights in
a unified manner.

24.

Canada adhered to the PCT in 1970 and it was subsequently brought into force in 1989. The PCT
is incorporated by reference into Canadian patent legislation.
ż Patent Rules, SOR/96-423, s 51, IBOA, Vol. I, Tab 5

25.

The PCT system was recognized and considered by the Federal Court of Appeal in the context of
utility.
ż Sanofi-Aventis v Apotex Inc, 2013 FCA 186 at para 125, IBOA, Vol. II, Tab 18

26.

As previously stated, the term “industrial application” is synonymous to the term “useful” in
NAFTA, TRIPS and PCT. In this respect, FICPI submits that the Canadian utility requirement
should reflect this uniformity so as to provide a predictable solution instead of creating
uncertainty. In this regard, the threshold required to meet the utility requirement should be a low
one, such as a “mere scintilla of utility” or “capable of some real-world use”, whether the patent
is based on a demonstrated or predicted utility. A patent should only be declared invalid in the
very rare instances where it is shown that the invention has no utility whatsoever or that the
proposed utility was merely and utterly speculative, in other words without basis. The utility
requirement relates to patentability, not, for example, to the safety and effectiveness of the drug.
This is what is expected and relied on by foreign patent applicants.
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Inconsistency with Section 53(1) of the Patent Act
27.

Moreover, the promise of the patent doctrine in the context of the utility requirement as presently
construed by Canadian Courts under section 2 of the Act is inconsistent with section 53 of the
Act. That section requires that, to result in the invalidity of a patent, misrepresentations be
material and wilfully made for the purpose of misleading to cause a patent to be void. The current
interpretation of the promise of the patent amounts essentially to invalidating patents on the basis
of a misrepresentation regarding the advantages of an invention or on the basis that the inventor
made a promise in the patent that the invention does not fulfill.
ż Siebrasse, supra at 7, 9, 43, 49-50, IBOA, Vol. II, Tab 20

28.

If the Act forgives the inventor for misleading the public as long as the mistakes are not material
AND willful, how can Canadian Courts then invalidate patents on the basis that a “promise” has
not been entirely fulfilled when the making of such a promise is not even material? This
inconsistency arises from the fact that the Courts impose on the patentee a utility requirement that
is more enacting than that provided by the Act itself. As long as the invention is useful (a mere
scintilla of utility being sufficient), a patent should not be found invalid on the basis that the
inventor discusses or even promises some advantages that the invention was later found not to
have. Moreover, filing at an early stage is a strong requirement for avoiding self-anticipation or
anticipation by competitors. Therefore, having a clear and complete vision of the effects of the
invention at the time of filing is, in most cases, virtually impossible.

29.

This is even more apparent in the context of pharmaceutical patents where extensive research
often remains to be performed after the filing of the patent application in order to investigate all
the benefits of an invention. This later research sometimes reveals that the invention does not
have all the advantages that were initially suspected but has other advantages that were not
known initially. If the invention is useful in any way, it should be protected. Any other
interpretation is clearly inconsistent with subsection 53(1) of the Act. It does not make any sense
that, in Canada, patents on blockbuster drugs are found to be invalid for lack of utility.

30.

A patent should not be declared invalid on the basis of a misrepresentation as to a “promise” or
advantages under section 2 of the Act while any other misrepresentation requires materiality and
willfulness to lead to invalidity based on section 53 of the Act. Canadian courts have essentially
invalidated patents by extracting “promises” out of innocuous statements made by the patentee,
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in their attempt to establish a full description of the invention. Parliament did not intend to make
or empower the making of contradictory enactments. The interpretation provided above will
ensure that the utility requirement does not lead to an inconsistency with section 53(1) of the
Patent Act.
ż Friends of the Oldman River Society v Canada (Minister of Transport), [1992] 1 SCR 3
at 38, IBOA, Vol. I, Tab 14
31.

FICPI therefore submits that the interpretation of the utility requirement should empower both
sections 2 and 53 of the Act in a way that provides for a coherent reading of those provisions.
An interpretation of the utility requirement in light of international conventions is proper and
consistent with both sections 2 and 53 of the Act.

Conclusion
32.

The utility requirement as presently construed by Canadian courts obviates the basic policy
rationale underlying the Canadian Patent Act. Indeed, by imposing a heavier burden on patent
holders, there is no appropriate quid pro quo; that is, patent applicants do not obtain their share of
the bargain.

33.

Interpretation and application of the utility requirement in light of international conventions is
consistent with this Court’s approach in supporting the public interest in early disclosure of new
and useful inventions as well as the public interest in avoiding cluttering the public domain with
useless patents and granting monopoly rights in exchange for speculation or misinformation.

34.

This Court has emphasized that a “patent should be approached with a judicial anxiety to support
a really useful invention”.
ż Consolboard, supra at 521, IBOA, Vol. I, Tab 12

35.

Therefore, FICPI requests that this Court provide directions regarding the interpretation and
application of the utility requirement that are consistent with its international obligations and
consistent with both sections 2 and 53 of the Patent Act. This will encourage a predictable,
balanced, global protection of inventions in favour of contemporary global commerce.
----------
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PART IV – COSTS

36.

FICPI takes no position with regard to costs.
---------PART V – PERMISSION TO PRESENT ORAL ARGUMENT

37.

FICPI respectfully requests permission to present, for no longer than fifteen minutes, oral
argument at the hearing of the appeal.

ALL OF WHICH IS RESPECTFULLY SUBMITTED.
Dated at Montréal, Québec this 15th day of September, 2014.

___________________________________
Me Julie Desrosiers
Me Kang Lee
Fasken Martineau DuMoulin LLP

___________________________________
Me Alain Leclerc
Goudreau Gage Dubuc LLP

Counsel for the Intervener
Fédération internationale des conseils en propriété intellectuelle
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INTEREST OF THE AMICUS CURIAE. 1
Pursuant to Supreme Court Rule 37.2(a) Federation
Internationale Des Conseils En Propriete Intellectuelle
("FICPI") submits this brief as amicus curiae in support
of neither party.
Established in 1906, FICPI is a Switzerlandbased international and non-political association of
approximately 5,000 intellectual property attorneys
from over eighty countries, including the United States.
See About FICPI, http://www.Ocpi.org/aboutframe.html
(follow "History-Future" hyperlink) FICPI's members
are in private practice and their clients include individual
inventors as well as large, medium and small companies.
Both applicants for IP rights and entities concerned about
potential infringement of the claimed subject matter are
represented. One of the members' major roles is to advise
inventors in intellectual property matters and secure
protection for industrial innovation. FICPI supports
predictable, balanced global protection of patents, the
global harmonization of substantive patent law, and the
interests of inventors and the U.S. Patent and Trademark
Of[]ce (the "PTO") in recognizing a fair scope of patent
protection consistent with the claimed invention.
1. Pursuant to this Court's Rule 37.2(a), all parties have
consented to the Dling of this brief. Letters evidencing such
consent have been Died with the Clerk of the Court. Pursuant to
Rule 37.6, Amicus Curiae afDrms that no counsel for any party
authored this brief in whole or in part, and no counsel or party
made a monetary contribution intended to fund the preparation
or submission of this brief. No person other than Amicus Curiae,
its members, or its counsel made a monetary contribution to its
preparation or submission.
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FICPI recognizes that the instant case has signiDcant
potential to impact the patentability of a potentially broad
class of subject matter.
SpeciDcally, FICPI is concerned that research and
valuable university and private company work in the areas
of gene expression and genetic engineering applied science
to solving major, catastrophic illnesses must be protected.
Furthermore, FICPI is concerned that the application
of the principles announced in the Court's Mayo decision
in this case, will negatively affect the so far very clear
distinction between composition of matter claims and
method claims in case law.
Because FICPI is largely comprised of patent
practitioners representing both foreign and domestic
inventors and corporate entities, FICPI is poised to give
the court the perspective of the international patent
community. In this vein, FICPI desires to ensure that
its members' clients are afforded fair opportunities with
respect to patenting their inventions in the United States
and, therefore, respectfully submits this brief in support
of neither party.

INTRODUCTION
On November 30,2012, this court granted the petition
for a writ of certiorari limited to the question 1 presented
by the petition:
"Are human genes patentable?"
The challenged composition claims cover two isolated
human man made genes BRCA1 and BRCA2 and certain
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alterations, or mutations in these genes associated with a
predisposition to breast and ovarian cancers.
SUMMARY OF ARGUMENT
The issue presented is the patentability of human
.
gene expressiOn.
The Genes BRCAl/2 are patentable. The claims are
related to isolated DNA molecules which are obtained in
a laboratory and not found in nature. The isolated DNA
has a markedly different chemical structure compared to
native DNA. Isolating the genes from human DNA is not
a natural phenomenon. It is a human accomplishment for
which a protection has to be rewarded.

Mayo v. Prometheus has no bearing on Myriad. Mayo
addresses patent method claims and not compositions of
matter. The patent eligibility in Mayo has no application
to the composition claims in Myriad and the criteria for
patent eligibility of compositions was not reviewed or
reserved in Mayo by this Court.
This Court's prior judgment also remains unaffected
under Mayo v. Prometheus and has no impact on the
Federal Circuit's prior judgment. The Federal Circuit
concluded properly that in Myriad the composition claims
cover molecules that are "markedly different" from
molecules that exist in nature. Its decision was also made
in accordance with the longstanding practice of the PTO.
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ARGUMENT
I. THE GENES BRCAl/2 ARE PATENTABLE
Concerning the Patent-eligibility under the patent
Act 35 U.S.C. 101, the Court's precedents provide three
judicially created exceptions to 101 principles: "Laws
of nature, natural phenomena and abstract ideas".
Considering the isolated genes BRCA 1/2 it appears that
the Court is dealing with a natural product but it has been
isolated by the work of man.
Evaluating its patent-eligibility it is necessary to
consider each individual case. The claims of the patents
before us relate to isolated DNA molecules2 • Those are not
found in nature. Rather, they are obtained in laboratory
and are man-made. To consider this case in a proper light
it is essential to examine the idea why products of nature
and laws of nature shouldn't be patent-eligible.
Through a patent, useful inventions are encouraged
since the inventor's right to exclude others from making,
using, offering for sale or selling his invention is protected.
2. The term "isolated", which is used in the claims of the
patents, does not mean "puriDed". The claimed genes are in fact
not present in the human body in admixture with other substances;
they cannot be puriOed from any naturally existing mixture. To
the contrary, they are a portion of a larger molecule, i.e. the DNA
of human chromosomes, to which they are chemically bound.
Consequently, in order to be obtained in the claimed "isolated"
form, either they must be cleaved from chromosomal DNA or they
must be synthesized; but human intervention is necessary in both
cases; and such an intervention creates a new molecule which did
not and does exist in nature as such.
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Therefore, a natural product or a law of nature is not
patent-eligible because no one invented it or should be
privileged by having a patent issued.
The isolated DNA molecules before us are made
from natural materials like mostly all other inventions.
Nevertheless, it has a markedly different chemical
structure compared to native DNAs. The isolation of
the genes from the native DNA for use in the fight
against breast and ovarian cancer is a signi[]cant human
achievement and accomplishment. It's a scienti[]c advance
in the []ght against breast and ovarian cancer. Indeed,
it is necessary to differentiate between achievements
produced out of natural material by using a great scienti[]c
effort and natural products or laws of nature which have
just been found out by coincidence and are just described
or existed before in the exact same way.
Isolating the before mentioned genes from human
DNA is not a natural phenomenon. There will never be
an isolated gene like the disputed ones found in nature. It
is an achievement in molecular biological science. Hence,
a protection of this accomplishment for the process in
Dnding and isolating the molecules has to be rewarded.
The alternative will be less activity in science.
II. MAYO v. PROMETHEUS HAS NO BEARING ON
MYRIAD
Moreover, the Federal Circuit was right in its Dnding
that Mayo vs. Prometheus has no bearing on the present
case. The decisions are not comparable:
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A. Mayo Addresses Patent Method Claims, Not
Compositions of Matter.

In Mayo, this Court concluded that a threestep process to help doctors who treat patients with
autoimmune diseases to determine the correct dosage
of thiopurine drugs according to the patient's metabolite
level is not patent eligible. This Court held that such a
method simply sets forth laws of nature and does not fulDll
the requirements of a transformation of unpatentable
natural laws into an application that rewards inventions.
This three-step process, however, is clearly not what
this Court has de[]ned as a "composition of matter," which
is one of the broad categories of patent eligible subject
matter. According to this Court, a "composition of matter"
includes "all compositions of two or more substances
and all composite articles, whether they be the results
of chemical union, or of mechanical mixture, or whether
they be gases, Duids, powders or solids." Diamond v.
Chakrabarty, 447 U.S. at 308 (1980). This Court identi~s
Mayo to be a case concerning "patent claims covering
processes". Mayo at 1293.
B. Mayo has no Application to Myriad, other
than to Restate General Principles of Patent
Eligibility.

As different tests have been applied by the courts over
the years for compositions as compared to method claims
when examining the claims' patent eligibility, a different
line of case law has been developed for each of the claim
types. There is a continuous line of cases by the courts
and the PTO concerning composition claims, which all
follow this Court's patent eligibility test for compositions.
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According to the test, only those compositions that
human intervention has given "markedly different" or
"distinctive" characteristics are patent eligible, whereas
other compositions that, even if combined or altered in a
manner not found in nature, have similar characteristics as
in nature, are not patentable. Hartranft v. Weigmann, 121
U.S. at 615 (1931); American Fruit Growers v. Brodgdex
Co., 283 U.S. 1, 11 (1931). The claimed compositions in
Myriad more than adequately meet this test for patent
eligibility for a composition. The patent eligibility analysis
in Mayo has no application to the composition claims in

Myriad.

C. The Criteria for Patent Eligibility of
Compositions Was Not Reviewed, Much Less
Reversed, in Mayo.
This Court in Mayo cites prior composition claim
cases such as Chakrabarty only as a reference for the very
general principle that "laws of nature, natural phenomena,
and abstract ideas" are not patentable under 35 U.S.C.
101, which is applicable regardless of whether the patent
claims a method or a composition of matter. Mayo at 1293.
On the other hand, to answer the core issue of whether
or not the process in question is patent eligible, this Court
takes under consideration two prior cases, Diamond v.
Diehr, 450 U.S. 175 (1981) and Parker v. Flook, 437 U.S.
584 (1978), that are described as "controlling precedents."
Both Diehr and Flook concern method claims and not
composition claims. Mayo at 1298. In Diehr, the patent
claim concerned a process for molding rubber. In Flook it
concerned a process for adjusting alarm limits in catalytic
conversion of hydrocarbons.
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The Mayo decision makes clear the compositionmattered distinction that exists between composition
case law and method case law. This Court unequivocally
decided the case according to prior method claim case law.
Accordingly, there is no reason for the method claim case
law in Mayo to be applied on the composition claims in
Myriad, as the dichotomy was recognized by this Court in
Mayo itself. There is simply no common ground between
the two (except for the very general principles mentioned
above) which would allow the application of the method
claim rules reaf[]rmed in Mayo to the examination of the
composition claims in Myriad.
For the above reasons, Mayo does not shed any light
on Myriad. There is no reason for this Court to consider
Mayo in Myriad as far as the question of patent eligibility
of isolated DNA is concerned.
III. THIS COURT'S PRIOR JUDGMENT ABOUT
PATENTELIGffiiLITYREMAINSUNAFFECTED
UNDER MAYO v. PROMETHEUS
As shown above, Mayo does not have an impact on the
Federal Circuit's prior judgment that the isolated DNA
composition claims of the '282 patent are patent-eligible.
Under the framework set out by this Court's
decision in Chakrabarty for deciding patent eligibility,
the Federal Circuit decided that isolated DNAs have
surpassed the line of being mere compositions having
similar characteristics as in nature. Isolated DNA has
been manipulated chemically so as to produce a molecule
that is markedly different from that which exists in the
body. The Federal Circuit correctly concluded that in
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Myriad the composition claims cover molecules that "have
a distinctive chemical identity and nature" and therefore
are "markedly different" from molecules that exist in
nature. Myriad at 1351.

The Federal Circuit's decision was also made in
accordance with the longstanding practice of the PTO (see
PTO's 2001 Revised Utility Examination Guidelines for
Gene Patent Application). The PTO has issued thousands
of patents directed to DNA molecules for almost thirty
years. Myriad at 1355. This Court stated in Mayo that
changes in this longstanding practice of protecting DNA
inventions under the broad scope of 35 U.S.C. § 101 should
come from Congress, not the Courts. Mayo at 1304.
According to this Court, the drug-dosage
calibration method used in Mayo merely and simply
describes unpatentable natural laws, namely, relationships
between concentrations of certain metabolites in the blood
and the likelihood that a dosage of a thiopurine drug will
prove ineffective or cause harm. This Court found that
the several steps in the process involve well-understood,
routine, conventional activity previously engaged in
by researchers in the Deld. The Court further stated
that while it takes human action (the administration
of a thiopurine drug) to trigger a manifestation of this
relationship in a particular person, the relationship itself
exists in principle apart from any human action. This
Court concludes that the relation is a consequence of the
way in which thiopurine compounds are metabolized by
the body in an entirely natural process and that, therefore,
a patent that simply describes that relation sets forth a
natural law.
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Regardless of whether one agrees with these []ndings
of this Court or not, and even if this Court Dnds Mayo
to be applicable to Myriad, these Ondings do not render
Myriad's composition claim patent ineligible.
When an advance in science occurs and it relates
to creating a new product that product is intended to
be protected by our patent laws. And Courts should
not concern themselves with the nuances of the chosen
language under the admirably broad 35 U.S.C. § 101 to
deny that protection. That is the evil of all these new § 101
arguments that this Court must put to rest. The []Iter
of § 101 arguments was designed to be very large and
not intended to be cluttered by semi-ingenuous lawyer
created (and judicial) confusions. This broad []Iter created
intentionally by Congress must not be narrowed by those
more directed by monied interests than the inventions that
move our country in the forefront of medical discoveries.
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CONCLUSION

For the foregoing reasons, FICPI submits that in the
present case human genes, isolated and created for the
purpose of []ghting cancer, should be found patent-eligible.
Moreover, FICPI submits that this Court's Mayo decision
has no bearing on this case.
Dated: January __ , 2013
Respectfully Submitted,
H. WALDBAUM
Counsel of Record
ROBERT D. KATZ
EATON & VAN WINKLE
3 Park Avenue
New York, NY 10016
(212) 779-9910
mwaldbaum@evw.com
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INTEREST OF THE AMICUS CURIAE
Pursuant to leave of the Court, Federal Rule of Appellate Procedure
29, and Federal Circuit Rule 29, Fédération Internationale Des Conseils En
Propriété Industrielle (“FICPI”) submits this brief as amicus curiae in
support of neither party.
Established in 1906, FICPI is a Switzerland-based international and
non-political association of approximately 5,000 intellectual property
attorneys from over eighty countries, including the United States. See About
FICPI, http://www.ficpi.org/aboutframe.html (follow “History-Future”
hyperlink) (last visited Apr. 5, 2010). FICPI’s members are in private
practice and their clients include individual inventors as well as large,
medium and small companies. One of the members’ major roles is to advise
inventors in intellectual property matters and secure protection for industrial
innovation. FICPI supports predictable, balanced global protection of
patents, the global harmonization of substantive patent law, and the interests
of inventors and the U.S. Patent and Trademark Office (the “PTO”) in
recognizing a fair scope of patent protection consistent with the claimed
invention.
FICPI recognizes that the instant case has significant potential to
impact the patentability of a potentially broad class of subject matter.
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Specifically, FICPI is concerned that research and valuable university
private company work in the areas of gene expressions and applied science
to solving major, catastrophic illnesses would be severely and negatively
impacted by the positions espoused in the lower court’s conclusions and
analysis.
Because FICPI is largely comprised of patent practitioners
representing foreign inventors and corporate entities, FICPI is poised to give
the court the perspective of the international patent community. In this vein,
FICPI desires to ensure that its members’ clients are afforded fair
opportunities with respect to patenting their inventions in the United States,
and therefore respectfully submits this brief in support of neither party
pursuant to the consent of the parties.
INTRODUCTION
The Southern District of New York’s holding in Association for
Molecular Pathology v. U.S.P.T.O., 702 F.Supp.2d 181 (S.D.N.Y. 2010),
that isolated DNA is not patentable subject matter under 35 U.S.C. § 101
because it is not fundamentally distinct from naturally occurring DNA,
should be reversed because it perverts the “markedly different
characteristics” test established by the Supreme Court. It applies a
fundamentally unpredictable and impermissibly narrow test that is not in line
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with either U.S. or international standards of evaluating subject matter
patentability.
The District Court’s test is contrary to the broad principles of § 101, is
unpredictable, ignores Supreme Court precedent, and is inconsistent with the
United States treaty obligations.
ARGUMENT
I.

THE DISTRICT COURT’S DECISION IS INCOMPATIBLE
WITH THE BROAD SCOPE OF 35 U.S.C. § 101
Patentable subject matter is governed by 35 U.S.C. § 101. “Whoever

invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may
obtain a patent therefor, subject to the conditions and requirements of this
title.” 35 U.S.C. § 101. The realm of patentable subject matter is intended to
be broad in scope, excluding only “[t]he laws of nature, physical
phenomena, and abstract ideas.” Diamond v. Chakrabarty, 447 U.S. 303,
309 (1980). Myriad’s “composition claims” to isolated DNA are patentable
subject matter according to the Chakrabarty test—where if a composition of
matter has “markedly different characteristics from any found in nature,”
then it is not a law of nature or natural phenomenon. 447 U.S. at 309-10.
The district court, however, devised its own erroneous and narrowly applied
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test, asking whether the claimed invention is “sufficiently distinct in its
fundamental characteristics from natural phenomena,” and whether there are
“differences ‘in kind’” between naturally occurring DNA and isolated DNA.
Ass’n for Molecular Pathology v. U.S.P.T.O., 702 F.Supp.2d 181, at 229,
232 (S.D.N.Y. 2010).
The district court’s test is contrary to the broad interpretation that
§ 101 has received and its status as a threshold matter. The Supreme Court
has cautioned again and again that “courts ‘should not read into the patent
laws limitations and conditions which the legislature has not expressed.’”
(Chakrabarty, 447 U.S. at 308 (quoting United States v. Dubliner Condenser
Corp., 289 U.S. 178, 199 (1933)); see also Bilski v. Kappos, 130 S.Ct. 3218,
3226 (2010) (holding that the machine or transformation test as the sole test
to determine if a process is patentable is inconsistent with the text and
purpose of § 101); Diamond v. Diehr, 450 U.S. 175, 182 (1981) (cautioning
that process should be interpreted according to the text of the statute).
Through a plain reading of §101 the Supreme Court has found
Congressional contemplation of the breadth that should be afforded
patentable subject matter. Chakrabarty, 447 U.S. at 308 (“In choosing such
expansive terms as “manufacture” and “composition of matter,” modified by
the comprehensive “any,” Congress plainly contemplated that the patent
-4-
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laws would be given wide scope.”). “Congress intended statutory subject
matter to ‘include anything under the sun that is made by man.’” Id. at 309
(quoting S. Rep. No. 1979, 82nd Cong., 2d Sess., 5 (1952)).
The limited exceptions to patentable subject matter reflect the wide
scope of patentability because they cover only those areas where man does
not have a hand in their creation, and also have served as the outer limits for
over 150 years. Bilski, 130 S.Ct. at 3225. Just this year, in the Bilski
decision, the Supreme Court reemphasized the broad nature of § 101 by
deciding that the machine or transformation test is too narrow when used as
the sole test. Instead, courts are instructed to look to the plain language of
the statute, and Supreme Court precedent rather than imposing artificial
limits on patentable subject matter. Bilski v. Kappos, 130 S.Ct. 3218 (2010).
By looking to the fundamental characteristics of isolated DNA, the
Myriad court failed to see that to be consistent with the expansive nature of
§ 101, only the most basic laws of nature, or naturally occurring substances
as they occur in nature are not patentable under the law of nature exception.
Accordingly, “a new mineral discovered in the earth or a new plant found in
the wild is not patentable subject matter. Likewise, Einstein could not patent
his celebrated law that E=mc[2]; nor could Newton have patented the law of
gravity.” Chakrabarty, 477 U.S. at 309.
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The realm of subject matter that does not qualify as a law of nature is
much larger than that allowed by the district court’s test. It is true that
“[p]henomena of nature, though just discovered . . . are not patentable, as
they are the basic tools of scientific and technological work.” Gottschalk v.
Benson, 409 U.S. 63, 67 (1972) (holding that where a patent wholly preempts the law of nature, it is a patent on the law of nature itself). Where a
claim creates a “monopoly over the concept” or “recites an effect of the law
of nature or claims every mode of accomplishing that effect,” then the claim
is not likely to be patentable because it is to a law of nature or abstract
concept. Interim Guidance for Determining Subject Matter Eligibility for
Process Claims in View of Bilski v. Kappos, 75 Fed. Reg. 43922, 43925
(July 27, 2010). A patent on a particular gene sequence that has been
isolated is not the same as patenting a law of nature because the field is not
preempted and thus the patent is not broad enough to be considered a patent
on a law of nature.
The district court’s narrow approach is further repudiated by the
interim USPTO guidelines released incorporating the principles specified in
Bilski that § 101 is expansive and is only a threshold test and that §§ 102,
103 and 112 serve to narrow field of patentability. 75 Fed. Reg. at 43923.
Examiners are cautioned to focus solely on the subject matter inquiry only
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“in the most extreme cases.” Id. at 43924. The subject matter inquiry should
be broad, and the other elements of the Patent Act help to refine the
patentability inquiry.1
The district court misuses the subject matter inquiry when it confuses
it with the non-obviousness inquiry and states that “the isolation of the
BRCA1 and BRCA2 DNA, while requiring technical skill and considerable
labor, was simply the application of techniques well-known to those skilled
in the art.” 702 F.Supp.2d at 232. Comparing the isolation process to
mixing bacterial strains in Funk Brothers Seed Company v. Kalo Inoculant
Co., 333 U.S. 127 (1948), the court glosses over the fact that Funk Brothers
was addressing non-obviousness not patentable subject matter. 33 U.S. at
132 (“the state of the art made the production of a mixed inoculant a simple

1

Also telling is that even in the European challenge to the patents of
the BRCA1 gene itself, there was no claim that the gene was not an
invention and thus not patentable, but instead was attacked under the
inventive step, novelty and industrial application requirements., In re: The
University of Utah Research Foundation, et al., Case T 1213/05 - 3.3.04
(Boards of Appeal of the European Patent Office), available at:
http://legal.european-patent-office.org/dg3/pdf/t051213eu1.pdf. Further,
although the claim to the gene was not wholly upheld, the decision did not
hold that the gene sequence was not patentable, but instead that because of
an error in sequencing in the patent application, and the fact that Myriad
published the correct sequence subsequent to the amended application, the
claim was held to be non-novel.
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step”). This is an inappropriate intrusion of a narrow § 103 inquiry into
what is supposed to be a broadly inclusive inquiry under § 101.
II.

THE “FUNDAMENTAL
UNPREDICTABLE

CHARACTERISTICS”

TEST

IS

The “fundamental characteristics” test is also inappropriate because it
is unpredictable. The “marked differences” test is true to the broad
principles of § 101; only the most basic laws of nature or naturally occurring
substances are excluded from patentability. However, the “fundamental
characteristics” test offers no real guidance. To consider a substance or
claimed invention at its most basic, it is impossible to draw a line as to what
is the essence. The essence of a substance can be characterized at any level
to reach a desired result. This is both unpredictable for patent applicants as
well as creating an unworkable legal standard for the courts.
III.

THE DISTRICT COURT’S DECISION IS CONTRARY TO
SUPREME COURT PRECEDENT
The “fundamental characteristics” test adopted by the district court is

erroneous because it is based on inapposite precedent that is also
inconsistent with Chakrabarty. The district court relies heavily on American
Fruit Growers v. Brogdex Co., 283 U.S. 1 (1931) in emphasizing that to be
patentable, an invention must effect a transformation, cause a fundamental
change, or cause the emergence of a new and different article. 702
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F.Supp.2d at 219-223. But American Fruit Growers dealt only with the
limits of patentability for articles of manufacture,2 whereas the isolated DNA
that Myriad is claiming is properly categorized as composition of matter.3
Conversely, the Chakrabarty test is applicable to both articles of
manufacture and compositions of matter. 447 U.S. at 309. In the context of
a composition of matter, American Fruit Growers is only relevant where it is
consistent with the “markedly different characteristics” test. This is limited
to its pronouncement that there be a “distinctive name, character, [and] use.”
Chakrabarty at 309-10 (quoting Hartranft v. Wiegmann, 122 U.S. 609, 615
(1887) (alteration in the original)).
The district court justifies its “fundamental characteristics” test under
the pretense that it is one and the same as the “markedly different” test of
American Fruit Growers. 702 F.Supp.2d at 223-227. However, there is
simply no support in Chakrabarty for a requirement that the claimed

2

The product claims in American Fruit Growers dealt with fruit treated with
a borax solution. 283 U.S. at 6.

3

The district court does not explicitly categorize isolated DNA, but does
refer to Myriad’s claims to the BRCA1 and BRCA2 genes as “composition”
claims. 702 F.Supp.2d at 212. Additionally, since the isolated DNA is “a
segment of DNA nucleotides,” Id. at 217, it satisfies the Supreme Court’s
“composition” definition, which includes “all compositions of two or more
substances.” Chakrabarty, 447 U.S. at 308.
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composition’s “fundamental characteristics” must be “sufficiently distinct”
from what occurs in nature. See Id. at 229.
The district court adopts the “fundamental characteristics” test by
misreading both Chakrabarty and Funk Brothers. Chakrabarty contrasted
the organism at issue in that case with the invention at issue in Funk
Brothers (inoculants for plants in the form of strains of bacteria) as an
illustration of the limit beyond which a claim is no longer to patentable
subject matter, and as an example of where the characteristics were not
markedly different. Chakrabarty, 447 U.S. at 310. It did not however look
at fundamental characteristics and determine whether they were the same or
different. “The combination of species produces no new bacteria, no change
in the six species of bacteria, and no enlargement of the range of their utility.
Each species has the same effect it always had.” 333 U.S. at 131. The
Chakrabarty court discusses the fundamental function of the bacteria in
Funk Brothers only because there are no marked differences in the claimed
invention. The genetically engineered microorganism at issue in
Chakrabarty was within the range of patentable subject matter because
while similar to naturally occurring bacteria, it also had a “markedly
different” function, it broke down crude oil where naturally occurring
bacteria did not. 447 U.S. at 305, 309-10.
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Under the district court’s test, the microorganism in Chakrabarty
would not have been considered patentable subject matter. There existed
other naturally occurring bacteria that broke down different components of
oil but were not able to break down multiple components of oil at once. Id.
at 305 nn.1-2. If isolated DNA is judged according to its fundamental
information carrying function, by the same reasoning, the microorganism in
Chakrabarty would be considered according to its fundamental function—
the ability to break down components of oil. However, the Chakrabarty
court found marked differences both in structure and function, and that is all
that § 101 requires.
Isolated DNA satisfies the “markedly different characteristics” test
because it is both chemically and functionally different from naturally
occurring DNA. Unlike naturally occurring DNA that has not been isolated,
isolated DNA can be used as both a primer and a probe. 702 F.Supp.2d at
196-97. The isolated DNA functions as a tool in determining the order of
nucleotides in a target DNA, and to allow performance of polymerase chain
reaction (PCR) amplification. Id. Like Chakrabarty, this functional
difference alone should satisfy the “markedly different characteristics” test.
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IV.

THE DISTRICT COURT’S DECISION IS INCONSISTENT
WITH THE UNITED STATES’ TREATY OBLIGATIONS
The fundamental characteristics test and its exclusion of gene

sequences from patentability is inconsistent with the obligations of the
United States as a signatory to the Agreement on Trade-Related Aspects of
Intellectual Property (“TRIPS”). The district court makes the misleading
claim that “Articles 8.1 and 27.3 of TRIPS permit governments to
incorporate public health concerns into their intellectual property laws and to
exclude from patentability diagnostic, therapeutic, or surgical methods as
well as particular inventions on the grounds of public interest.” 702
F.Supp.2d at 222. While not literally false, the district court has failed to
provide any explanation of why the patentability of isolated DNA threatens
any area that allows governments to limit the range of patentable subject
matter. It is true that Article 27 in its definition of “Patentable Subject
Matter” allows the exclusion of “diagnostic, therapeutic and surgical
methods,” but isolated DNA is none of these things and so is not expressly
excluded. World Trade Organization, Annex 1C, 1994 Agreement on Trade
Related Aspects of Intellectual Property Rights [hereinafter TRIPS], at Article

27.3(a), available at http://www.wto.org/english/docs_e/legal_e/27trips.pdf (last visited October 26, 2010). Article 8.1 does say that signatories
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can implement laws to protect public health and promote public interest in
vitally important sectors as long as they are consistent with these articles.
However, the patentability of isolated DNA does not raise concerns of
public health or block the promotion of the public interest in a vital sector.
Additionally, Article 8.1 is limited by the requirement that any laws
implemented to protect the public health must be taken where there is no
conflict with the rest of the Agreement. Excluding isolated DNA from
patentable subject matter would clearly conflict with the exclusions listed in
Article 27.
In order to continue to lead the world in technological innovation and
the protection of intellectual property, the United States must maintain
consistency with the rest of the world and the protection afforded to genetic
sequencing worldwide. In 1998 the European Union approved Directive
98/44/EC, affirming the “legal protection of biotechnological inventions.”
Council Directive 98/44/EC, 1998 O.J. (L 213) 13 (EC). This directive
specifically addresses the parameters of patentability for biotechnological
inventions including genetic material. The patentability of isolated gene
sequences is specifically protected, “[b]iological material that is isolated
from its natural environment . . . may be the subject of an invention.” Id.
p.18. Although the human body and the “simple discovery” of these genes
-13-
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is not patentable, “[a]n element isolated from the human body or otherwise
produced by means of a technical process, including the sequence or partial
sequence of a gene, may constitute a patentable invention, even if the
structure of that element is identical to that of a natural element.” Id.
In Japan, the patent laws also protect isolated gene sequences. The
Japanese Patent Office has determined that if a substance is isolated from its
surroundings artificially, even if the substance also exists in nature, it is not a
law of nature or a mere discovery. JPO Examination Guidelines For
Inventions In Specific Fields, Chapter 2: Biological Inventions § 2.2.1(1),
available at: http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/Guidelines/7_2.pdf
(last visited October 26, 2010).
In order to stay competitive as well as protective of valuable private
and university investment, it is imperative to adhere to the “marked
differences” standard. This standard does not exclude isolated gene
sequences. Clearly the EU has gone the farthest in specifically legislating
the patentability of gene sequences, however the USPTO’s policies, § 101,
and Supreme Court precedent all protect the patentability of genetic
sequences when, as directed by the Supreme Court, § 101 is broadly
construed and applied.
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CONCLUSION
For the foregoing reasons, this Court should reverse the district
court’s decision.
Dated:

October 29, 2010
Respectfully Submitted,
Fédération Internationale Des Conseils
En Propriété Industrielle
By:
Maxim H
H. Waldbaum
Counsel for Amicus Curiae
Schiff Hardin LLP
900 Third Ave 23rd Floor
New York, NY 10022
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STATEMENT OF INTEREST1
Pursuant to Fed. R. App. P. 29(a) and 29(c) of this Court, Fédération

Internationale Des Conseils En Propriété Intellectuelle (“FICPI”) submits this brief
as amicus curiae in support of plaintiff-appellee.
Established in 1906, FICPI is a Switzerland-based international and nonpolitical association of approximately 5,000 intellectual property attorneys from
over eighty countries, including the United States.

See About FICPI,

http://www.ficpi.org/aboutframe.html (follow “History-Future” hyperlink) FICPI’s
members are in private practice and their clients include individual inventors as
well as large, medium and small companies, Universities and Research Institutes.
Both applicants for IP rights and entities concerned about potential infringement of
the claimed subject matter are represented. One of the members’ major roles is to
advise inventors in intellectual property matters and secure protection for industrial
/ intellectual innovation. FICPI supports predictable, balanced global protection of
patents, the global harmonization of substantive patent law, and the interests of
inventors and the U.S. Patent and Trademark Office (the “PTO”) in recognizing a
fair scope of patent protection consistent with the claimed invention.


1

No counsel for any party authored this brief in whole or in part, and no person or
entity, other than amici curiae, their members, or their counsel made a monetary
contribution to its preparation or submission.
1
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FICPI recognizes that the instant case has significant potential to impact the
patentability of a potentially broad class of subject matter.
Because FICPI is largely comprised of patent practitioners representing both
foreign and domestic inventors and corporate entities, Universities and Research
Institutes, FICPI is poised to give the court the perspective of the international
patent community. In this vein, FICPI desires to ensure that its members’ clients
are afforded fair opportunities with respect to patenting their inventions in the
United States and, therefore, respectfully submits this brief in support of plaintiffappellee.

2
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INTRODUCTION
That claim construction is a matter of fact or a matter of law has been

disputed for many years. Before Markman v. Westview Instruments, 517 U.S. 370
(1996), Federal Circuit precedent was extremely inconsistent.2
In Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448 (1998), which was based
on Markman, this Court affirmed that claim construction is a matter of law which
can be reviewed by the Court de novo. But, the decision went beyond the Markman
ruling and misconstrued its dicta. Doing so has led to significant uncertainty and
difficulty in the patent community - patent owners, patent practitioners, and district
court judges alike.
Claim construction as a “matter of law” has substantial factual
underpinnings. This Court, it is respectfully submitted, should defer to a district
court’s factual findings to foster predictability regarding claim construction for the
patent community. Factual findings should be reviewed under a "sufficient

2

As a matter of fact see, e.g., Tol-O-Matic, Inc. v. Proma Produkt-Und Mktg.
Gesellschaft m.b.H., 945 F.2d 1546 (1991); McGill Inc. v. John Zink Co., 736 F.2d
666 (1984); Perini Am., Inc. v. Paper Converting Mach. Co., 832 F.2d 581 (1987);
H.H. Robertson Co. v. Union Steel Deck, Inc., 820 F.2d 384 (1987); Moeller v.
Ionetics, Inc., 794 F.2d 653 (1986); Palumbo v. Don-Joy Co., 762 F.2d 969 (1985);
Bio-Rad Labs, Inc. v. Nicolet Instrument Corp., 739 F.2d 604 (1984).
As a matter of law see, e.g., Read Corp. v. Portec, Inc., 970 F.2d 816, 822 (1992);
Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384 (1992); Unique Concepts, Inc.
v. Brown, 939 F.2d 1558 (1991); Senmed v. Richard-Allan Med. Indus., Inc., 888
F.2d at 815 (1989); Specialty Composites v. Cabot Corp., 845 F.2d 981 (1988).
3
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evidence to support" standard, and Cybor should be overruled. This is not just an
issue of cost. The judicial system must be respected. And that respect has been lost
in constant and continuing reversals of district court claim construction rulings.
Claim construction as a matter of law has always been an artificiality whose
demise has timely come.

III.

ARGUMENT
A.

THIS IS THE CORRECT CASE FOR OVERRULING CYBOR

In the proceeding below, the district court was faced with the question of
whether the limitation "voltage source means" connotes a defined class of
structures, thereby taking that limitation out of the claiming rules of 35 U.S.C.
§112, paragraph 6. In resolving this question, the district court evaluated evidence
in the form of expert deposition testimony (and the parties' arguments thereon)
regarding how persons skilled in the art would understand the limitation "voltage
source means." See Petition at 7. After such evaluation, the district court found that
such limitation indeed "corresponds to a class of structures." See Panel Op. at 5.
It cannot be seriously disputed that the district court's finding regarding the
meaning of "voltage source means" to those of ordinary skill in the art was one of
fact. The patent itself contained no evidence of how such hypothetical persons
4
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would understand that term, and the parties were consequently required to rely
upon extrinsic evidence in the form of expert depositions in order to support their
respective positions on the subject. That the underlying evidence happened to
come from experts makes the resulting determination no less factual. See Graver
Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605 (1950). Even if the
evidence below could be said to be undisputed, any inferences drawn therefrom by
the district court would be factual. See, e.g., Commissioner v. Duberstein, 363 U.S.
278 (1960); Maersk Line, Ltd. v. United States, 513 F.3d 418 (2008).
On appeal, this Court stated that its review was without deference to the
district court's findings, as claim construction is a matter of law. Thus, the Panel
gave no deference to the clear finding of fact made by the district court regarding
the meaning of "voltage source means" to one of ordinary skill in the art. The
Court, having given no deference, then went on to rule that "voltage source means"
does not correspond to a class of structures.
Given that the district court was required to make a factual determination in
construing "voltage source means," and given that the Panel upon appeal afforded
no deference to that factual determination, this case is an appropriate opportunity
to revisit and overrule the Cybor decision.

5
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CYBOR SHOULD BE OVERRULED
1.

Claim construction as a pure matter of law was not
determined

by

Markman,

and

Cybor

misconstrued

Markman dicta
In Markman v. Westview Instruments, Inc., 52 F.3d 967, 977 (1995), the
Federal Circuit stated that appellate courts do not have the extensive opportunity to
make factual determinations and that claim construction itself is a legal issue.3 But
the Supreme Court did not determine that claim construction is a pure matter of
law. They pointed out that claim construction is indeed a matter of law but also has
factual underpinnings. The Court stated that:
“The 'substance of the common-law right' is, however, a pretty blunt
instrument for drawing distinctions. We have tried to sharpen it, to be
sure, by reference to the distinction between substance and procedure.
[...] We have also spoken of the line as one between issues of fact and
law. [...] But the sounder course, when available, is to classify a mongrel
practice (like construing a term of art following receipt of evidence) by
using the historical method, much as we do in characterizing the suits

3

Markman, 52 F.3d at 977, citing Read Corp. v. Portec, Inc., 970 F.2d 816 (1992);
Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384 (1992); Unique Concepts, Inc.
v. Brown, 939 F.2d 1558 (1991); Specialty Composites v. Cabot Corp., 845 F.2d
981(1988).
6
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and actions within which they arise. […] It is, of course, true that
credibility judgments have to be made about the experts who testify in
patent cases, and in theory there could be a case in which a simple
credibility judgment would suffice to choose between experts whose
testimony was equally consistent with a patent's internal logic.”
Markman at 378, 389.
With Markman in mind, Chief Judge Mayer declared in Cybor that
“Even a cursory reading of that opinion indicates that the Court meant to
determine who should interpret the claims, without mandating a standard
of appellate review to be used under all circumstances.” Cybor at 1464.
A matter of law with factual underpinnings as such is not unique in patent
law. “Enablement”, for example, is a matter of law with factual underpinnings.
Transocean Offshore Deepwater Drilling, Inc. v. Maersk Drilling USA, Inc., 699 F
3d 1340 (2012) (citing Martek Biosciences Cor. V. Nutrinova, Inc., 579 F.3d 1363
(2009)). Also cf re: “Obviousness” Santarus, Inc. v. Par Pharm., Inc., 694 F.3d
1344 (2012) (citing Honeywell Int’l, Inc. v. United States, 609 F.3d 1292 (2010)).

7
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Factual findings are the prerogative of the trial court

The de novo standard of review disregards the trial court’s inherently
superior role and ability in weighing evidence. Factual underpinnings as a part of
claim construction are facts and therefore must be determined by the trial court.
Without deference to the fact witnesses and experts testify in a patent case, a
credible evaluation cannot be made. Markman at 389. These findings regarding
people of ordinary skill in the art should be undisputed as that of fact. That the
underlying evidence happened to come from experts makes the resulting
determination no less factual.
In Amgen Inc. v. Hoechst Marion Roussel, Inc., 469 F.3d 1039, 1041 (2006)
former Chief Judge Michel and current Chief Judge Rader declared that
“Our standard of review of no deference to the trial judge's claim
constructions, expressed in Cybor, rests upon the premise that claim
construction is always a purely legal exercise, devoid of factual content.
We have likened claim construction to statutory construction. I believe
that this analogy is open to serious question. […] It seems to me that the
claim construction question often cannot be answered without assessing,
at least implicitly, what the average artisan knew and how she thought
about the particular technology when the patent claims were written. To
8
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make such determinations, the trial judge necessarily relies upon prior
art documents and other evidence concerning the skill of the ordinary
artisan at the relevant time. Indeed, trial judges are arguably better
equipped than appellate judges to make these factual determinations,
especially in close cases. In such instances, perhaps we should routinely
give at least some deference to the trial court, given its greater
knowledge of the facts.” Amgen at 1040-41.
In Cybor, and specifically with respect to claim construction, Chief Judge
Rader argued that the district court has a “potentially superior positions to that of
the appellate court. For a complex case requiring extrinsic evidence, a district court
“has tools to acquire and evaluate evidence that [the Federal Circuit] lacks.” Cybor
at 1477. District court judges can receive tutorials on technology from scientists,
question technical experts and test their understanding against other experts,
examine the invention on site, and deliberate over the meaning of the claim
language. Cybor at 1477.
The district court also is in a better position to assess
“custom and usage in the relevant art, […] events during prosecution,
[…] the level of ordinary skill in the art, […] [and] the understanding of
skilled artisans at the time of the invention.” Cybor at 1478.
9
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Viewed from the perspective of the district court’s traditional fact finding
role (in contrast to the role of the appellate court), district courts are better suited to
decide the factually complex issues that often arise in claim interpretation. Cybor
at 1479.
It is also pointed out in Markman that district court judges are well suited to
decide issues of patent claim construction in particular because of their “training
and discipline” and their ability to perform a “sophisticated analysis of the whole
document” and weigh an “expert’s proposed definition [so that it] fully comports
with the specification and claims […] to preserve the patent’s internal coherence.”
Markman at 388-90.
In addition, irrespective of the major role of the district court and the
training and experience of district court judges with claim construction, the
appellate court gets significantly lesser information to construe than the district
court. Because of the time and briefing limitations inherent in the appellate
process, parties typically limit their presentations on appeal to a
“few issues controlled by a few passages from the specifications and the
prosecution history,s [which results in less than a complete picture of the
factual and legal issues presented for trial. Clearly] “a sterile written

10
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record can never convey all the nuances and intangibles of the decisional
process.s Cybor, at 1478.
In contrast, deference to a district court’s factual findings will foster
increased certainty with respect to claim interpretation earlier in the process,
particularly in complex cases which, in turn, will encourage earlier settlement.
Further, such deference
“will have the salutary effect of making the [district court’s] trial on
the merits the ‘main event,’ so to speak, rather than a ‘tryout on the
road’ for what will later be the determinative [appeal to the Federal
Circuit].s Cybor at 1478.
Moreover, this sort of deference will be consistent with patentees’
expectations, including foreign patentees and foreign individuals and companies,
Universities and Research Institutes involved in patent-related matters in and with
those in the United States.
The business of the appellate court is to confirm or dispute the proper
application of the law. The appellate court must give, at the very least, respect and
deference to the district court’s findings of fact.

11
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That does not mean that the appellate court has to accept all factual findings
of the district court. Federal Rule of Civil Procedure 52(a)(6) is not exempt from
the need to prove the proper application of the law. By Rule 52(a)(6), the appellate
court is obligated to review the factual findings of the district court that underlie
the determination of claim construction for clear error. Phillips v. AWH Corp., 415
F.3d 1303 (2005). So the scope of the examination referring to factual findings
should be limited.

3.

De novo review in claim construction violates Federal Rule
of Civil Procedure 52(a)(6)

Furthermore Federal Rule of Civil Procedure 52(a)(6) clearly states that
factual findings must not be set aside unless clearly erroneous.
“[An appellate] court may not, however, independently review the
constituent facts or disregard the jury’s findings, absent proof that they
lack sufficient evidence that ‘a reasonable mind might accept as
adequate to support’ them.” Cybor at 1465.
There is no reason to treat the appellate review of factual underpinnings
related to claim construction any differently than any other factual determinations.
Rulings on the definition of the relevant art, the level of ordinary skill in that art,
12
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and issues specific to the underlying proceeding, including the credibility of an
expert, are all factual issues that the appellate court should review under the
“substantial evidence” standard.

4.

De novo review causes high reversal rates on appeal

The de novo standard of review of a district court’s findings on claim
construction is an additional disincentive for the economy. While in Markman the
Court expressly stated that
“[…] treating interpretive issues as purely legal will promote (though
not guarantee) intrajurisdictional certainty through the application of
stare decisis on those questions not yet subject to interjurisdictional
uniformity under the authority of the single appeals court,” Markman
at 391,
practice shows the opposite result. Various studies shows that the claim
construction reversal rates increased between 25 and 71 percent during the period
after Markman.4 Thus, predictability had steadily decreased and has been seriously
eroded.

See, e.g., LEWIS & CLARK L. REV. 231; 17 FORDHAM INTELL. PROP.
MEDIA & ENT. L.J. 299; 40 AIPLA Q.J. 315.
4

13
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“Duplication of the [district court] judge's efforts in the court of
appeals would very likely contribute only negligibly to the accuracy of
fact determination at a huge cost in diversion of judicial resources.”
Anderson v. City of Bessemer, 470 U.S. 564, 575 (1985).
This Court in Markman v. Westview Instruments, Inc., 52 F.3d 967 (1995)
was right when it meant that the district court’s early claim interpretation “provides
no early certainty at all, but only opens the bidding”. Cybor at 1476.

5.

De novo review has a demoralizing effect on district court
judges

Finally, as a practical matter, district court judges care very little to invest
the time for a hearing when their work will be ignored and disregarded on appeal.
Many district court judges wonder why they should spend more than a day or even
less on such presentations. The wrong message has been sent to them and should
be corrected as set forth above.
Even in Cybor, it was mentioned that a de novo standard of review
“deprives the court, and the parties, of the accumulated progress and
experience of the trial [and observing that] it is mysterious why we

14
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choose to self-censor what we will consider on appeals. Cybor at
1481.
Chief Judge William G. Young of the United States District Court for the
District of Massachusetts noted that he was reversed in seven out of the nine patent
cases that appealed to the Federal Circuit. He later lamented his
“duty is to predict what [the Federal Circuit is] going to say and
follow the law, [but noted he has not had] noticeable success with
these matters.” 5
Judge Samuel B. Kent of the United States District Court for the Southern
District of Texas took a less philosophical stand:
“Frankly, I don’t know why I’m so excited about trying to bring this
[patent suit] to closure. It goes to the Federal Circuit afterwards. You
know, it’s hard to deal with things that are ultimately resolved by
people wearing propeller hats. But we’ll just have to see what
happens when we give it to them. I could say that with impunity


5

21 SUFFOLK TRANSNAT’L L. REV. 13, (“That [statistic] does not relieve me-and I am not proud of that. I don’t throw that out as a challenge to anyone--far
from it.”), 40 AIPLA Q.J. 315.
15
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because they’ve reversed everything I’ve ever done, so I expect fully
they’ll reverse this, too.”6


6

15 HARV. J.L. & TECH; 40 AIPLA Q.J. 315.
16
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CONCLUSION
For the foregoing reasons, this Court should take the opportunity presented

in the case to overrule the decision in Cybor, and promulgate a clear ruling
whereby this Court is always to give deference to the factual findings made by a
district court underlying claim construction or any other factual or mixed questions
of fact and law.
Such deference will bring predictability and avoidance of duplicative effort
to the most important event in a patent litigation and will help to restore substantial
cost savings and add consistency to the manner in which factual findings related to
claim construction are reviewed on appeal.
Respectfully submitted on this 2nd day of July 2013.

MAXIM H. WALDBAUM
COUNSEL OF RECORD
ROBERT D. KATZ
EATON & VAN WINKLE LLP
3 Park Avenue
New York, NY 10016
(212) 779-9910
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Counsel for Amicus Curiae

/s/ Maxim H. Waldbaum
Maxim H. Waldbaum
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I.

STATEMENT OF INTEREST1
Pursuant to Fed. R. App. P. 29(a) and 29(c) of this Court, Fédération

Internationale Des Conseils En Propriété Intellectuelle (“FICPI”) submits this brief
as amicus curiae in support of plaintiff-appellee.
Established in 1906, FICPI is a Switzerland-based international and nonpolitical association of approximately 5,000 intellectual property attorneys from
over eighty countries, including the United States.

See About FICPI,

http://www.ficpi.org/aboutframe.html (follow “History-Future” hyperlink) FICPI’s
members are in private practice and their clients include individual inventors as
well as large, medium and small companies, Universities and Research Institutes.
Both applicants for IP rights and entities concerned about potential infringement of
the claimed subject matter are represented. One of the members’ major roles is to
advise inventors in intellectual property matters and secure protection for industrial
/ intellectual innovation. FICPI supports predictable, balanced global protection of
patents, the global harmonization of substantive patent law, and the interests of
inventors and the U.S. Patent and Trademark Office (the “PTO”) in recognizing a
fair scope of patent protection consistent with the claimed invention.

1

No counsel for any party authored this brief in whole or in part, and no person or entity, other
than amici curiae, their members, or their counsel made a monetary contribution to its
preparation or submission.
1
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FICPI recognizes that the instant case has significant potential to impact the
patentability of a potentially broad class of subject matter.
Because FICPI is largely comprised of patent practitioners representing both
foreign and domestic inventors and corporate entities, Universities and Research
Institutes, FICPI is poised to give the court the perspective of the international
patent community. In this vein, FICPI desires to ensure that its members’ clients
are afforded fair opportunities with respect to patenting their inventions in the
United States and, therefore, respectfully submits this brief in support of plaintiffappellee.

2
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II.

INTRODUCTION
That claim construction is a matter of fact or a matter of law has been

disputed for many years. Before Markman v. Westview Instruments, 517 U.S. 370
(1996), Federal Circuit precedent was extremely inconsistent.2
In Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448 (1998), which was based
on Markman, this Court affirmed that claim construction is a matter of law which
can be reviewed by the Court de novo. But, the decision went beyond the Markman
ruling and misconstrued its dicta. Doing so has led to significant uncertainty and
difficulty in the patent community - patent owners, patent practitioners, and district
court judges alike.
Claim construction as a “matter of law” has substantial factual
underpinnings. This Court, it is respectfully submitted, should defer to a district
court’s factual findings to foster predictability regarding claim construction for the
patent community. Factual findings should be reviewed under a "sufficient

2

As a matter of fact see, e.g., Tol-O-Matic, Inc. v. Proma Produkt-Und Mktg. Gesellschaft
m.b.H., 945 F.2d 1546 (1991); McGill Inc. v. John Zink Co., 736 F.2d 666 (1984); Perini Am.,
Inc. v. Paper Converting Mach. Co., 832 F.2d 581 (1987); H.H. Robertson Co. v. Union Steel
Deck, Inc., 820 F.2d 384 (1987); Moeller v. Ionetics, Inc., 794 F.2d 653 (1986); Palumbo v. DonJoy Co., 762 F.2d 969 (1985); Bio-Rad Labs, Inc. v. Nicolet Instrument Corp., 739 F.2d 604
(1984).
As a matter of law see, e.g., Read Corp. v. Portec, Inc., 970 F.2d 816, 822 (1992); Intellicall,
Inc. v. Phonometrics, Inc., 952 F.2d 1384 (1992); Unique Concepts, Inc. v. Brown, 939 F.2d
1558 (1991); Senmed v. Richard-Allan Med. Indus., Inc., 888 F.2d at 815 (1989); Specialty
Composites v. Cabot Corp., 845 F.2d 981 (1988).
3
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evidence to support" standard, and Cybor should be overruled. This is not just an
issue of cost. The judicial system must be respected. And that respect has been lost
in constant and continuing reversals of district court claim construction rulings.
Claim construction as a matter of law has always been an artificiality whose
demise has timely come.

III.

ARGUMENT
A.

THIS IS THE CORRECT CASE FOR OVERRULING CYBOR

In the proceeding below, the district court was faced with the question of
whether the limitation "voltage source means" connotes a defined class of
structures, thereby taking that limitation out of the claiming rules of 35 U.S.C.
§112, paragraph 6. In resolving this question, the district court evaluated evidence
in the form of expert deposition testimony (and the parties' arguments thereon)
regarding how persons skilled in the art would understand the limitation "voltage
source means." See Petition at 7. After such evaluation, the district court found that
such limitation indeed "corresponds to a class of structures." See Panel Op. at 5.
It cannot be seriously disputed that the district court's finding regarding the
meaning of "voltage source means" to those of ordinary skill in the art was one of
fact. The patent itself contained no evidence of how such hypothetical persons
4
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would understand that term, and the parties were consequently required to rely
upon extrinsic evidence in the form of expert depositions in order to support their
respective positions on the subject. That the underlying evidence happened to
come from experts makes the resulting determination no less factual. See Graver
Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605 (1950). Even if the
evidence below could be said to be undisputed, any inferences drawn therefrom by
the district court would be factual. See, e.g., Commissioner v. Duberstein, 363 U.S.
278 (1960); Maersk Line, Ltd. v. United States, 513 F.3d 418 (2008).
On appeal, this Court stated that its review was without deference to the
district court's findings, as claim construction is a matter of law. Thus, the Panel
gave no deference to the clear finding of fact made by the district court regarding
the meaning of "voltage source means" to one of ordinary skill in the art. The
Court, having given no deference, then went on to rule that "voltage source means"
does not correspond to a class of structures.
Given that the district court was required to make a factual determination in
construing "voltage source means," and given that the Panel upon appeal afforded
no deference to that factual determination, this case is an appropriate opportunity
to revisit and overrule the Cybor decision.

5
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B.

CYBOR SHOULD BE OVERRULED
1.

Claim construction as a pure matter of law was not
determined

by

Markman,

and

Cybor

misconstrued

Markman dicta
In Markman v. Westview Instruments, Inc., 52 F.3d 967, 977 (1995), the
Federal Circuit stated that appellate courts do not have the extensive opportunity to
make factual determinations and that claim construction itself is a legal issue.3 But
the Supreme Court did not determine that claim construction is a pure matter of
law. They pointed out that claim construction is indeed a matter of law but also has
factual underpinnings. The Court stated that:
“The 'substance of the common-law right' is, however, a pretty blunt
instrument for drawing distinctions. We have tried to sharpen it, to be
sure, by reference to the distinction between substance and procedure.
[...] We have also spoken of the line as one between issues of fact and
law. [...] But the sounder course, when available, is to classify a mongrel
practice (like construing a term of art following receipt of evidence) by
using the historical method, much as we do in characterizing the suits

3

Markman, 52 F.3d at 977, citing Read Corp. v. Portec, Inc., 970 F.2d 816 (1992); Intellicall,
Inc. v. Phonometrics, Inc., 952 F.2d 1384 (1992); Unique Concepts, Inc. v. Brown, 939 F.2d
1558 (1991); Specialty Composites v. Cabot Corp., 845 F.2d 981(1988).
6
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and actions within which they arise. […] It is, of course, true that
credibility judgments have to be made about the experts who testify in
patent cases, and in theory there could be a case in which a simple
credibility judgment would suffice to choose between experts whose
testimony was equally consistent with a patent's internal logic.”
Markman at 378, 389.
With Markman in mind, Chief Judge Mayer declared in Cybor that
“Even a cursory reading of that opinion indicates that the Court meant to
determine who should interpret the claims, without mandating a standard
of appellate review to be used under all circumstances.” Cybor at 1464.
A matter of law with factual underpinnings as such is not unique in patent
law. “Enablement”, for example, is a matter of law with factual underpinnings.
Transocean Offshore Deepwater Drilling, Inc. v. Maersk Drilling USA, Inc., 699 F
3d 1340 (2012) (citing Martek Biosciences Cor. V. Nutrinova, Inc., 579 F.3d 1363
(2009)). Also cf re: “Obviousness” Santarus, Inc. v. Par Pharm., Inc., 694 F.3d
1344 (2012) (citing Honeywell Int’l, Inc. v. United States, 609 F.3d 1292 (2010)).

7
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2.

Factual findings are the prerogative of the trial court

The de novo standard of review disregards the trial court’s inherently
superior role and ability in weighing evidence. Factual underpinnings as a part of
claim construction are facts and therefore must be determined by the trial court.
Without deference to the fact witnesses and experts testify in a patent case, a
credible evaluation cannot be made. Markman at 389. These findings regarding
people of ordinary skill in the art should be undisputed as that of fact. That the
underlying evidence happened to come from experts makes the resulting
determination no less factual.
In Amgen Inc. v. Hoechst Marion Roussel, Inc., 469 F.3d 1039, 1041 (2006)
former Chief Judge Michel and current Chief Judge Rader declared that
“Our standard of review of no deference to the trial judge's claim
constructions, expressed in Cybor, rests upon the premise that claim
construction is always a purely legal exercise, devoid of factual content.
We have likened claim construction to statutory construction. I believe
that this analogy is open to serious question. […] It seems to me that the
claim construction question often cannot be answered without assessing,
at least implicitly, what the average artisan knew and how she thought
about the particular technology when the patent claims were written. To
8
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make such determinations, the trial judge necessarily relies upon prior
art documents and other evidence concerning the skill of the ordinary
artisan at the relevant time. Indeed, trial judges are arguably better
equipped than appellate judges to make these factual determinations,
especially in close cases. In such instances, perhaps we should routinely
give at least some deference to the trial court, given its greater
knowledge of the facts.” Amgen at 1040-41.
In Cybor, and specifically with respect to claim construction, Chief Judge
Rader argued that the district court has a “potentially superior position to that of
the appellate court. For a complex case requiring extrinsic evidence, a district court
“has tools to acquire and evaluate evidence that [the Federal Circuit] lacks.” Cybor
at 1477. District court judges can receive tutorials on technology from scientists,
question technical experts and test their understanding against other experts,
examine the invention on site, and deliberate over the meaning of the claim
language. Cybor at 1477.
The district court also is in a better position to assess
“custom and usage in the relevant art, […] events during prosecution,
[…] the level of ordinary skill in the art, […] [and] the understanding of
skilled artisans at the time of the invention.” Cybor at 1478.
9
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Viewed from the perspective of the district court’s traditional fact finding
role (in contrast to the role of the appellate court), district courts are better suited to
decide the factually complex issues that often arise in claim interpretation. Cybor
at 1479.
It is also pointed out in Markman that district court judges are well suited to
decide issues of patent claim construction in particular because of their “training
and discipline” and their ability to perform a “sophisticated analysis of the whole
document” and weigh an “expert’s proposed definition [so that it] fully comports
with the specification and claims […] to preserve the patent’s internal coherence.”
Markman at 388-90.
In addition, irrespective of the major role of the district court and the
training and experience of district court judges with claim construction, the
appellate court gets significantly lesser information to construe than the district
court. Because of the time and briefing limitations inherent in the appellate
process, parties typically limit their presentations on appeal to a
“few issues controlled by a few passages from the specifications and the
prosecution history, [which results in less than a complete picture of the
factual and legal issues presented for trial. Clearly] “a sterile written

10

- 208 CM-5 Amicus Curiae Briefs before American Courts

record can never convey all the nuances and intangibles of the decisional
process. Cybor, at 1478.
In contrast, deference to a district court’s factual findings will foster
increased certainty with respect to claim interpretation earlier in the process,
particularly in complex cases which, in turn, will encourage earlier settlement.
Further, such deference
“will have the salutary effect of making the [district court’s] trial on
the merits the ‘main event,’ so to speak, rather than a ‘tryout on the
road’ for what will later be the determinative [appeal to the Federal
Circuit]. Cybor at 1478.
Moreover, this sort of deference will be consistent with patentees’
expectations, including foreign patentees and foreign individuals and companies,
Universities and Research Institutes involved in patent-related matters in and with
those in the United States.
The business of the appellate court is to confirm or dispute the proper
application of the law. The appellate court must give, at the very least, respect and
deference to the district court’s findings of fact.

11
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That does not mean that the appellate court has to accept all factual findings
of the district court. Federal Rule of Civil Procedure 52(a)(6) is not exempt from
the need to prove the proper application of the law. By Rule 52(a)(6), the appellate
court is obligated to review the factual findings of the district court that underlie
the determination of claim construction for clear error. Phillips v. AWH Corp., 415
F.3d 1303 (2005). So the scope of the examination referring to factual findings
should be limited.

3.

De novo review in claim construction violates Federal Rule
of Civil Procedure 52(a)(6)

Furthermore Federal Rule of Civil Procedure 52(a)(6) clearly states that
factual findings must not be set aside unless clearly erroneous.
“[An appellate] court may not, however, independently review the
constituent facts or disregard the jury’s findings, absent proof that they
lack sufficient evidence that ‘a reasonable mind might accept as
adequate to support’ them.” Cybor at 1465.
There is no reason to treat the appellate review of factual underpinnings
related to claim construction any differently than any other factual determinations.
Rulings on the definition of the relevant art, the level of ordinary skill in that art,
12
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and issues specific to the underlying proceeding, including the credibility of an
expert, are all factual issues that the appellate court should review under the
“substantial evidence” standard.

4.

De novo review causes high reversal rates on appeal

The de novo standard of review of a district court’s findings on claim
construction is an additional disincentive for the economy. While in Markman the
Court expressly stated that
“[…] treating interpretive issues as purely legal will promote (though
not guarantee) intrajurisdictional certainty through the application of
stare decisis on those questions not yet subject to interjurisdictional
uniformity under the authority of the single appeals court,” Markman
at 391,
practice shows the opposite result. Various studies shows that the claim
construction reversal rates increased between 25 and 71 percent during the period
after Markman.4 Thus, predictability had steadily decreased and has been seriously
eroded.

4

See, e.g., LEWIS & CLARK L. REV. 231; 17 FORDHAM INTELL. PROP. MEDIA & ENT.
13
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“Duplication of the [district court] judge's efforts in the court of
appeals would very likely contribute only negligibly to the accuracy of
fact determination at a huge cost in diversion of judicial resources.”
Anderson v. City of Bessemer, 470 U.S. 564, 575 (1985).
This Court in Markman v. Westview Instruments, Inc., 52 F.3d 967 (1995)
was right when it meant that the district court’s early claim interpretation “provides
no early certainty at all, but only opens the bidding”. Cybor at 1476.

5.

De novo review has a demoralizing effect on district court
judges

Finally, as a practical matter, district court judges care very little to invest
the time for a hearing when their work will be ignored and disregarded on appeal.
Many district court judges wonder why they should spend more than a day or even
less on such presentations. The wrong message has been sent to them and should
be corrected as set forth above.
Even in Cybor, it was mentioned that a de novo standard of review

L.J. 299; 40 AIPLA Q.J. 315.
14
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“deprives the court, and the parties, of the accumulated progress and
experience of the trial [and observing that] it is mysterious why we
choose to self-censor what we will consider on appeal . Cybor at
1481.
Chief Judge William G. Young of the United States District Court for the
District of Massachusetts noted that he was reversed in seven out of the nine patent
cases that appealed to the Federal Circuit. He later lamented his
“duty is to predict what [the Federal Circuit is] going to say and
follow the law, [but noted he has not had] noticeable success with
these matters.” 5
Judge Samuel B. Kent of the United States District Court for the Southern
District of Texas took a less philosophical stand:
“Frankly, I don’t know why I’m so excited about trying to bring this
[patent suit] to closure. It goes to the Federal Circuit afterwards. You
know, it’s hard to deal with things that are ultimately resolved by
people wearing propeller hats. But we’ll just have to see what
happens when we give it to them. I could say that with impunity

5

21 SUFFOLK TRANSNAT’L L. REV. 13, (“That [statistic] does not relieve me--and I am not
proud of that. I don’t throw that out as a challenge to anyone--far from it.”), 40 AIPLA Q.J. 315.
15
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because they’ve reversed everything I’ve ever done, so I expect fully
they’ll reverse this, too.”6

6

15 HARV. J.L. & TECH; 40 AIPLA Q.J. 315.
16
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IV.

CONCLUSION
For the foregoing reasons, this Court should take the opportunity presented

in the case to overrule the decision in Cybor, and promulgate a clear ruling
whereby this Court is always to give deference to the factual findings made by a
district court underlying claim construction or any other factual or mixed questions
of fact and law.
Such deference will bring predictability and avoidance of duplicative effort
to the most important event in a patent litigation and will help to restore substantial
cost savings and add consistency to the manner in which factual findings related to
claim construction are reviewed on appeal.
Respectfully submitted on this 25th day of June 2013.

MAXIM H. WALDBAUM
COUNSEL OF RECORD
ROBERT D. KATZ
EATON & VAN WINKLE LLP
3 Park Avenue
New York, NY 10016
(212) 779-9910
mwaldbaum@evw.com
Counsel for Amicus Curiae

/s/
Maxim H. Waldbaum
17
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Julian Crump, Secretary General
Alder Castle, 10 Noble Street
London. EC2V 7JX United Kingdom
t. +44 20 7776 7302
f. +44 20 7776 7301
julian.crump@ficpi.org

29 November 2013
Correspondence for the attention of the
Chairman of the Enlarged Board of Appeal
via fax: 10 pages
+49-89-2399 4465

Registry of the Enlarged Board of Appeal
European Patent Office
Erhardtstrasse 27
D-80469 München
Germany

RE \\ Written Statement for case G 2/13 before the Enlarged Board of Appeal

Dear Sirs,
With reference to the communication from the Enlarged Board of Appeal concerning case
G 2/13, EPO Official Journal 8-9/2013, FICPI, the International Federation of Intellectual
Property Attorneys, respectfully submits the attached statement.
In summary, it is submitted that the referred questions should be answered as follows:
1) The exclusion from patentability of essentially biological processes for the
production of plants should not have a negative effect on the allowability of a product
claim directed to plants or plant material such as plant parts, unless the claimed
subject-matter is itself a plant-variety.
2(a) A product-by-process claim directed to plants or plant material other than a
plant variety should be allowed even if its process features define an essentially
biological process for the production of plants.
2(b) A claim directed to plants or plant material other than a plant variety should be
allowed even if the only method available at the filing date for generating the claimed
subject-matter is an essentially biological process as disclosed in the application.
3) The fact that the protection conferred by the product claim encompasses the
generation of the claimed product by means of an essentially biological process for
the production of plants is irrelevant in the context of questions 1 and 2.
4) Since question 2 is answered in the affirmative this question is not relevant.

29 November 2013
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Julian Crump, Secretary General

In the event that question 2 be answered in the negative, FICPI’s answer to question 4) is as
follows:
4) It should be possible to waive the protection for generation of a plant or plant
material by means of a process excluded from patentability under Article 53(b) EPC
by “disclaiming” the excluded process.
Yours sincerely,

Julian Crump,
FICPI Secretary General
Enc.

29 November 2013
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29 November 2013

Written Statement for the case G 2/13 before the Enlarged Board of Appeal
FICPI, the International Federation of Intellectual Property Attorneys, representative of the profession
in private practice throughout the world, including European Patent Attorneys, national patent
attorneys and patent agents in all EPC member countries and extension states,
HEREWITH respectfully submits a written statement in accordance with Article 10 of the Rules of
Procedure of the Enlarged Board of Appeal for case G 2/13.

1.

Case G 2/13

With decision T 83/05 of 8 July 2013, the Board of Appeal referred four questions to the Enlarged
Board of Appeal in the wake of the earlier decision of the Enlarged Board of Appeal G 2/07, which
dealt with the patentability of processes for the production of plants in the framework of prohibition of
the patentability of “essentially biological” processes in the meaning of Art. 53(b) EPC. The additional
questions which now arise relate to the patentability of plants themselves according to Art. 53(b) EPC
when the plants can only be produced by an essentially biological process:
1.
Can the exclusion of essentially biological processes for the production of plants in
Article 53(b) EPC have a negative effect on the allowability of a product claim directed to
plants or plant material such as plant parts?
2.

In particular:

(a) Is a product-by-process claim directed to plants or plant material other than a plant
variety allowable if its process features define an essentially biological process for the
production of plants?
(b) Is a claim directed to plants or plant material other than a plant variety allowable even
if the only method available at the filing date for generating the claimed subject-matter is an
essentially biological process for the production of plants disclosed in the patent application?
3.
Is it of relevance in the context of questions 1 and 2 that the protection conferred by the
product claim encompasses the generation of the claimed product by means of an essentially
biological process for the production of plants excluded as such under Article 53(b) EPC?
4.
If a claim directed to plants or plant material other than a plant variety is considered
not allowable because the plant product claim encompasses the generation of the claimed
product by means of a process excluded from patentability under Article 53(b) EPC, is it
possible to waive the protection for such generation by “disclaiming” the excluded process?
The referring Board of Appeal first of all analyses whether the claimed subject matter might already
be excluded from patentability in view of the first part of Art. 53(b) EPC, which excludes plant
29 November 2013
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Written Statement for the case G 2/13 before the Enlarged Board of Appeal
varieties from patentability and, with reference to decision T 1242/06, it comes to the clear conclusion
that it is not the case (see point 16 of T 83/05).
In the Board of Appeal’s view, this however does not answer the further question as to whether a
claimed plant or plant material, not excluded by Art. 53(b) EPC as a plant variety, may nevertheless be
excluded for being the product of an excluded essentially biological process. In points 17 to 20 of
T83/05, the Board of Appeal discusses the arguments for and against patentability of such subjectmatter with reference to T 1242/06 and endorses the detailed analysis provided by T 1242/06.
In the following remarks, FICPI brings forward certain considerations and respectfully requests to
have them taken into consideration by the Enlarged Board of Appeal.

2.

Art. 53(b) EPC

The referring Board of Appeal made a strict distinction between (i) the discussion on whether a claim
to a plant or plant material might be excluded from patent protection for being directed to a plant
variety, and (ii) the discussion on the referred question whether a claim to a plant or plant material
which can only be produced by an essentially biological process should be excluded from patentability
in the sense of Art. 53(b) EPC.
As acknowledged by the Board of Appeal itself, the Enlarged Board of Appeal in G 1/98 has already
dealt with the question of the exclusion from patentability of plant varieties according to Art. 53(b)
EPC; and the Board of Appeal is of the opinion that this point was “sufficiently clarified” therein (see
point 16 of T 83/05 as well as point 73 of T 1242/96). In greater detail, the Enlarged Board of Appeal
set out in G 1/98 the reasons for the exclusion of plant varieties as follows:
“…the purpose of Art. 53(b) EPC corresponds to the purpose of Art. 2(b) SPC: a European
patent should not be granted for subject matter for which the grant of a patent was excluded
under the ban on dual protection in the UPOV Convention 1961. This is confirmed by the brief
remark in the travaux préparatoires to the effect that the provision in the EPC simply follows
Art. 2 of the SPC” (see point 3.6 of G 1/98)
Therefore, first of all, the Enlarged Board of Appeal was already satisfied that the exclusion should
only serve the purpose of avoiding dual protection; and secondly, it agreed that this was the only
exclusion of subject matter within the framework of Art. 53(b) EPC:
“There is nothing in the travaux préparatoires to suggest that Art. 53(b) EPC could or even
should exclude subject matter for which no protection under a plant breeders rights’ system
was available.” (point 3.7, 3rd paragraph of G 1/98)
Art. 53(b) EPC merely defines the borderline between patent protection and plant variety protection.
The extent of exclusion for patents is the obverse of the availability of plant variety rights. This means
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that the only consideration to be applied when interpreting the exclusion of plant varieties according to
Art. 53(b) EPC is to draw a line between patent protection on the one hand and plant variety protection
on the other, and no further exclusions of any subject matter were intended by the legislator.
This clear finding cannot be obfuscated by the second provision of Art. 53(b) EPC, excluding
protection for essentially biological processes. It would be contrary to the finding in G 1/98, which
exhaustively and finally defined the extent of the exclusion of plant varieties from patentability, to
come now to the conclusion that through the exclusion of essentially biological processes from
patentability, additional subject-matter should be excluded in the sense of Art. 53(b) EPC.

3.

Rule 27 EPC

According to Rule 27(b) EPC, plants or animals shall be patentable if the technical feasibility of the
invention is not confined to a particular plant or animal variety; and, according to Rule 27(c) EPC, a
microbiological or other technical process or a product obtained by means of such a process other than
a plant or animal variety shall also be patentable.
In case T 1242/06, the referring Board of Appeal argued that, if the legislator had intended to clarify
that products obtained by essentially biological processes, other than plant varieties, should not be
excluded, then this should also have been reflected in this Rule. However, FICPI believes that the
contrary is true. Rule 27 EPC merely implements exceptions to the exclusion from patentability
according to Art. 53(b) EPC (see also Art. 4(3) Directive 98/44/EC of the European Parliament and of
the Council of 6 July 1998 on the legal protection of biotechnological inventions), and provides a
means of interpretation of Art. 52 EPC, specifying that biotechnological inventions shall also be
patentable. This is also acknowledged in the Guidelines for Examination in the European Patent
Office:
“In principle, biotechnological inventions are patentable under the EPC. For European patent
applications and patents concerning biotechnological inventions, the relevant provisions of
the EPC are to be applied and interpreted in accordance with the provisions of Rules 26 to 29.
European Union Directive 98/44/EC of 6 July 1998 on the legal protection of biotechnological
inventions (OJ EPO 1999, 101) is to be used as a supplementary means of interpretation.”
(see Part G - Chapter II-13, 5.2)
Rule 27 EPC, therefore, positively defines specific subject-matter which shall in any case be
patentable, but in a non-exclusive and non-limiting way (the Rule does not say “only if…”).
The wording of Rule 27 EPC cannot support an argument that all subject-matter other than that
specifically recited in Rule 27 EPC shall be excluded.
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4.

Rule 28(c) EPC

The referring Board of Appeal finds in the Enlarged Board of Appeal’s decision G 2/06 an example of
a situation where the patentability of a product may be affected by the exclusion from patentability of
a process to produce such a product in the framework of Art. 53(a) and Rule 28(c) EPC. However, the
Board acknowledges that the situation underlying G 2/06 does not necessarily apply to the
interpretation of Art. 53(b) EPC, which is the correct approach in FICPI’s view.
Art. 53(a) EPC excludes in general terms inventions, the commercial exploitation of which would be
contrary to "ordre public" or morality. Rule 28(c) EPC then particularises the exclusion of certain
types of invention, e.g., the use of human embryos for industrial or commercial purposes. Rule 28(c)
thus confirms the exclusions of Art. 53(a) for specific types of invention.
The legal system under Art. 53(b) EPC combined with Rule 27 EPC is quite different from the
interaction between Art. 53(a) EPC and Rule 28(c) EPC. Art. 53(b), already in a specific manner,
excludes plant or animal varieties or essentially biological processes from patentability, whereas Rule
27 EPC lists patentable subject matter, i.e. it negates Art. 53(b) in a non-limiting manner. Rule 27
EPC on the other hand does not comprise a recitation of certain exceptions to patentability, but
actually consists of a positive, non-limiting list of subject matter which shall, in view of Art. 52 EPC
and Art. 53(b) EPC, be patentable.
Therefore, the reasoning in G 2/06 cannot be of guidance to solve the present situation.

5.

Art. 64(2) EPC

In view of the absolute product protection conferred by a claim to a product, the referring Board of
Appeal raises doubts on the allowability of a product claim, which in accordance with decision G 2/88
also provides protection for the process of making the product, when the process might be regarded as
an essentially biological process that is excluded from patentability. In particular, the referring Board
of Appeal finds the question relevant when the product is defined by process features.
In decision T 1242/06 the Board of Appeal cited decision G 1/98 and came to the conclusion that its
findings were not applicable to the present situation. G 1/98 concluded in the second headnote that:
“II. When a claim to a process for the production of a plant variety is examined, Article 64(2)
EPC is not to be taken into consideration.”
According to T 1242/06 this holding in G 1/98 could not be extrapolated to the facts of T 1242/06
because the question in G 1/98 was whether the exclusion of plant varieties from patentability
according to Art. 53(a) would also imply the exclusion of a process when the products directly
obtained by such process were or covered plant varieties. The referring Board found that the situation
of T 1242/06 was quite different and might lead to the situation where a narrow process claim would
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not be patentable while the broader product claim would be. The referring Board of Appeal agrees
with the holding in T 1242/06 (see point 20 of T 83/05).
FICPI understands the Board’s analysis, but considers that the rationale underlying the decision
G 1/98 is applicable to the present situation. In particular, the third headnote of that decision states that
the question of patentability of a product must be strictly separated from the question of patentability
of a process:
“III. The exception to patentability in Article 53(b), first half-sentence, EPC applies to plant
varieties irrespective of the way in which they were produced. Therefore, plant varieties
containing genes introduced into an ancestral plant by recombinant gene technology are
excluded from patentability.”
In relation to Art. 64(2) EPC, the Enlarged Board of Appeal finds itself in conformity with the
established case law according to which the protection conferred by a process patent extends to the
products obtained directly by the process, even though the products are not patentable per se (Case
Law of the Boards of Appeal of the EPO, 3d ed. 1998, II.B.6.1 and 6.2). This practice takes account of
the purpose of the provision and is consistent with its specific location in the EPC text: while the
requirements on patentability to be examined by the EPO are contained in Part II, Chapter I EPC
(Arts. 52 to 57) Art. 64(2) EPC belongs to Part II, Chapter III concerning the “Effects of patents and
patent applications” and is to be applied by the courts (point 5.1 of G 1/98).
This consideration is applicable mutatis mutandis to the present situation, where a determination of the
scope of protection of a product claim is intertwined by the referring Board with considerations on
patentability. Whether or not a claim protecting a plant or plant material would also afford protection
to its production by an essentially biological process is a question exclusively for the courts. Such
considerations should not interfere with the interpretation of provisions of the EPC dealing with
patentability. This principle has also been adopted by the European Patent Office Guidelines for
Examination, Part F, Chapter IV, 4.12, which states that
“Art.

64(2) does not affect the examination of claims in respect of their patentability under the
EPC and is not to be taken into account by an Examining Division (see T 103/00).”
Similar considerations are applicable in relation to product-by-process claims, which in accordance
with established case law are to be considered as product claims (see e.g. T 128/85 and T 219/83).

6.

Art. 123(2)

The referring Board of Appeal finds that it is doubtful whether European patent law allows a
disclaimer or waiver waiving part of the prerogatives of the owner of a product patent.
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However, in G1/03 the Enlarged Board of Appeal specifically found that
“A disclaimer may be allowable in order to … disclaim subject-matter which, under Articles
52 to 57 EPC, is excluded from patentability for non-technical reasons.”
As discussed above, FICPI is of the opinion that the question of scope of protection should not
interfere with the interpretation of EPC provisions dealing with patentability. However, in the event
that despite the above-mentioned considerations the Enlarged Board of Appeal finds that claims
directed to plants or plant material are excluded from patentability under Art. 53(b), solely because
processes for obtaining them are excluded under Art. 53(b), then in accordance with G1/03 it should
be permissible to disclaim from such claims the subject-matter falling within the exception of Art.
53(b).
Thus, a disclaimer disclaiming essentially biological processes for producing a plant should be
allowable under such circumstances.

7.

General observations

FICPI has always advocated that innovations in all fields of technology should be protectable by
patents in order to enable and motivate innovators to develop their inventions and bring new and
useful products and processes to the market. Exceptions from patentability, which have been included
by the legislator to prevent abuse of the patent system (in the present case to prevent European patents
from being granted for subject matter for which the grant of a patent was excluded under the ban on
dual protection in the UPOV Convention) should be interpreted narrowly.
The principle of narrowly interpreting exclusions from patentability has been well-established within
the EPC system since G 5/83; see for instance T 320/87 (point 6), T 19/90 (point 4.5), T 356/93
(point 8), T 998/99 (point 3.1), T 1199/08 (point 29) and G 1/04 (point 6).
Maintaining and improving legal certainty for inventors and industrialists is one of the cornerstones of
FICPI’s statutes. However, this goal would be frustrated by EPO case law becoming increasingly
loose with regard to the interpretation of the exclusions to patentability within the EPC.
Decision G 1/08 went far in its interpretation of the meaning of an essentially biological process and in
prohibiting all non-microbiological process containing steps of sexually crossing the whole genome of
plants and of subsequently selecting plants (headnote I of G 1/08) except for the case when one of the
steps introduces a trait into the genome or modifies a trait in the genome of a plant (headnote III of
G 1/08).
FICPI understands that the unfortunate wording of Art. 53(b) EPC, which excludes plant and animal
varieties from patent protection from a product point of view, but whose exclusion is broader if
considered from a process perspective, is one of the main reasons that led to the conclusions reached
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in G 1/08.
Nevertheless, FICPI considers that this was excessive and should not be used as a precedent when
deciding on the issue at stake. This would not only be unfair to patentees but would also damage the
credibility and effectiveness of the European patent system as a whole.
FICPI is unaware of any similar, unnecessarily complex matrix of exclusions in any other
jurisdictions, let alone in the other major patent offices of the world. In this respect, in the interest of
promoting a user-friendly patent system, in which patent applications may be filed and prosecuted in
multiple offices on the basis of a single, common specification, e.g. via the PCT, FICPI urges the
Enlarged Board of Appeal not to introduce further anomalous requirements into the European patent
system that are not harmonised with the laws or practices of the other major patent jurisdictions, which
would ultimately make the system more complicated and burdensome – and therefore also risky – for
applicants and third parties.

7.

Suggested answers to the referred questions

In view of the above it is suggested to answer the referred questions as follows:
1) The exclusion from patentability of essentially biological processes for the production of
plants should not have a negative effect on the allowability of a product claim directed to
plants or plant material such as plant parts, unless the claimed subject-matter is itself a plantvariety.
2(a) A product-by-process claim directed to plants or plant material other than a plant variety
should be allowed even if its process features define an essentially biological process for the
production of plants.
2(b) A claim directed to plants or plant material other than a plant variety should be allowed
even if the only method available at the filing date for generating the claimed subject-matter is
an essentially biological process as disclosed in the application.
3) The fact that the protection conferred by the product claim encompasses the generation of
the claimed product by means of an essentially biological process for the production of plants
is irrelevant in the context of questions 1 and 2.
4) Since question 2 is answered in the affirmative this question is not relevant.

In the event that question 2 be answered in the negative, FICPI’s answer to question 4) is as
follows:
4) It should be possible to waive the protection for generation of a plant or plant material by
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means of a process excluded from patentability under Article 53(b) EPC by “disclaiming” the
excluded process.

IMPORTANT NOTE:
The views set forth in this paper have been provisionally approved by the Bureau of FICPI and are
subject to final approval by the Executive Committee (ExCo). The content of the paper may therefore
change following review by the ExCo.
The International Federation of Intellectual Property Attorneys (FICPI) is the global representative
body for intellectual property attorneys in private practice. FICPI’s opinions are based on its
members’ experiences with a great diversity of clients having a wide range of different levels of
knowledge, experience and business needs of the IP system.
***
The Australian Federation of Intellectual Property Attorneys, FICPI Canada, Association of Danish
Intellectual Property Attorneys (ADIPA), Suomen Patenttiasiamiesyhdistys ry, Association de Conseils
en Propriété Industrielle (ACPI), Patentanwaltskammer, Collegio Italiano dei Consulenti in Proprietà
Industriale, Japanese Association of FICPI, Norske Patentingeniørers Forening (NPF), Associaçao
Portuguesa dos Consultores em Propriedade Industrial (ACPI), F.I.C.P.I South Africa, the International
Federation of Intellectual Property Attorneys – Swedish Association, Verband Schweizerischer Patent
und Markenanwälte (VSP) and the British Association of the International Federation of Intellectual
Property Attorneys are members of FICPI.
FICPI has national sections in Argentina, Austria, Belgium, Brazil, Chile, China, Colombia, Czech
Republic, Greece, Hungary, India, Ireland, Israel, Mexico, Netherlands, New Zealand, Peru, Singapore,
South Korea, Spain and the United States of America, and individual members in a further
49 countries.

[End of document]
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Written statement under Art.10 (1) of the Rules of Procedure of the
Enlarged Board of Appeal in the case G 3/08

Established in 1906, Federation lnternationale Des Conseils En Propriete lndustrielle
("FICPI") is a Switzerland-based international and non-political association of more than
5,000 intellectual property attorneys from over eighty countries. FICPI's members represent
individual inventors as well as large, medium and small companies. One of the members'
major roles is to advise inventors in intellectual property matters and secure protection for
industrial innovation.

FICPI herewith submits to the Enlarged Board of Appeal under Art.10(1) of the Rules of
Procedure the following written statement as amicus curiae brief in the case G 3/08.

1. Legal Background
In a letter of October 22, 2008 the President of the EPO has referred four legal questions
relating to the exclusion of computer programs as such under Art. 52 (2), (3) EPC to the
Enlarged Board of Appeal for decision. The Enlarged Board of Appeal assigned the referral
case number G 3/08 and invited the public to file written statements.

Under Art. 112(1) (b) EPC the President of the Office,

•

in order to ensure uniform application of the law, or

•

if a point of law of fundamental importance arises,

can refer a point of law to the Enlarged Board of Appeal for decision
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where two Boards of Appeal have given different decisions on that question.

The President of the EPO argues in her referral that a uniform application of the law on the
patentability of computer programs no longer exists due to a number of diverging decisions
of the Board of Appeal 3.5.1 over the last twenty years. She requests the Enlarged Board of
Appeal to clarify this situation by providing answers to the four legal questions.

The present legal situation with respect to the patentability of computer-implemented
inventions can be briefly summarized as follows. According to Art.52 (2), (3) EPC computer
programs as well as, for example, business methods or mental acts "as such" are explicitly
excluded from patentability. According to the established case law of the Technical Boards
of Appeal computer programs having no technical character are regarded as non-patentable
computer programs "as such", whereas computer programs having technical character are
regarded as patentable under the EPC. Following the decision T 258/03 (Auction
method/HITACHI) of April 21, 2004 a two-step test is applied for examining computerimplemented inventions:

In a first step it is established whether or not the invention falls under the "as such"
exclusion. According to the HITACHI-decision the necessary technical character may be
"implied by the physical features of an entity or the nature of an activity'' or "by the use of
technical means". That is, the first hurdle can be overcome by citing hardware means in an
apparatus claim or by the use of hardware means in a method claim. In addition to these
claim types patent claims directed to a computer program per se or stored on a carrier
medium are allowable as well.

In a second step it is judged whether or not the invention having technical character also is
new and involves an inventive step. In order to overcome this second hurdle the invention
must solve a technical problem with technical means, whereas the technical problem can be
in the field of software and does not need to have any effects outside the computer, which is
in line with e.g. the London Appeal Court in the recent Symbian case. Interestingly, this allimportant second step of the test is not mentioned at all in the referral.

This now well-established case law is widely understood by applicants and practitioners
alike. Concerns about a divergent decision practice are not expressed. Under this case law
it is generally relatively easy to overcome the first hurdle but can be difficult to overcome the
second one. In practice there is consequently not much room anymore for the application of
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the explicit exclusion of computer programs as such under Art. 52(2), (3) EPC as the vast
majority of cases are decided based on inventive step, i.e. non-obviousness.

In FICPI 's view all four questions raised in the referral are to be rejected as inadmissible for
lack of divergence in the decisions cited in the respective legal questions.

2. The Legal Questions

QUESTION 1
CAN A COMPUTER PROGRAM ONLY BE EXCLUDED AS A COMPUTER PROGRAM
AS SUCH IF IT IS EXPLICITLY CLAIMED AS A COMPUTER PROGRAM?

The allegedly divergent decisions for Question 1 are T 1173197 (Computer program product

/IBM) of February 4, 1999 and T 424103 (Clipboard formats IIMICROSOF7) of February 23,
2006.

According to the referral the IBM-decision placed the emphasis on the function of the
computer program whereas

the MICROSOFT-decision took a more formal approach

looking at the form of the claims. In the view of the President a patent claim directed to a
computer program implementing method x could according to MICROSOFT be excluded as
unpatentable computer program as such under Art. 52 (2), (3) EPC but not a patent claim
directed to computer-implemented method x, whereas following IBM both types of claims
could be rejected in the same way as non-patentable subject-matter. This view is obviously
based on the following reasoning at the end of paragraph 5.1 of the reasons for the

MICROSOFT-decision:

"Thus, the board holds that the claim category of a computer-implemented
method is distinguished from that of a computer program. Even though a method,
in particular a method of operating a computer, may be put into practice with the
help of a computer program, a claim relating to such a method does not claim a
computer program in the category of a computer program. Hence, present claim
1 cannot relate to a computer program as such."

A patent claim directed to a computer-implemented method can therefore not be excluded
as an unpatentable computer program as such. This, however, does not mean that the "as
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such" exclusion list cannot be applied to a claimed computer-implemented method. Instead
of as a computer program as such, it can be rejected under Art. 52 (2), (3) EPC as a
method of performing mental acts or a method of doing business as such, for example, if it
relates to a purely abstract, non-technical concept. Under MICROSOFT as well, the function
of the computer-implemented method has therefore to be judged and not the form of the
claim.

The difference between the two decisions is therefore of a rather formal nature. Under
MICROSOFT a computer program invention can be rejected as a computer program as

such only if it is claimed as a computer program and as a method of performing mental acts
or a method of doing business as such if it is claimed as a computer-implemented method.
Following the older IBM-decision, both the claimed computer program and a corresponding
computer-implemented method could be rejected as a computer program as such or as a
method of performing mental acts or a method of doing business.

The MICROSOFT-decision citing and expressly approving the approach used in IBM,
however, is not in contradiction to the earlier IBM-decision in substance. Both judgements
conclude that patent claims directed to a computer program per se or stored on a carrier
medium are allowable if they have technical character, as are claims directed to a
computer-implemented method.

There is therefore no divergence between the two decisions IBM and MICROSOFT.
Question 1 therefore is to be rejected as inadmissible.

QUESTION 2
(A) CAN A CLAIM IN THE AREA OF COMPUTER PROGRAMS AVOID EXCLUSION
UNDER ART.52(2)(C) AND (3) MERELY BY EXPLICITLY MENTIONING THE USE
OF A COMPUTER OR A COMPUTER-READABLE DATA STORAGE MEDIUM?
(B) IF QUESTION 2 (A) IS ANSWERED IN THE NEGATIVE, IS A FURTHER
TECHNICAL EFFECT NECESSARY TO AVOID EXCLUSION, SAID EFFECT GOING
BEYOND THOSE EFFECTS INHERENT IN THE USE OF A COMPUTER OR DATA
STORAGE MEDIUM TO RESPECTIVELY EXECUTE OR STORE A COMPUTER
PROGRAM?
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The allegedly divergent decisions for Question 1 are T 1173/97 (Computer program
product/IBM) of February 4, 1999 and T 258/03 (Auction method/HITACHI) of April 21,

2004.

The asserted divergence lies in the "further technical effect" beyond the normal technical
effects resulting from the interaction between hard- and software, which could according to
the IBM-decision serve as a means to overcome the exclusion from patentability of
computer programs as such. The younger HITACHI-decision, however, came to the
conclusion that such further technical effect is not necessary to pass the first hurdle of
patentability.

The President of the EPO recognized a divergence between the two decisions in a case in
which, as in Question 1, the same invention is claimed in the form of a computerimplemented method and as a computer program implementing the method. According to
the referral the IBM-decision is only applicable to the computer program claims
necessitating a further technical effect, whereas the method claims have to be judged under
MICROSOFT not requiring the further technical effect.

This alleged discrepancy, however, is based on an incorrect understanding of both cited
cases:

Both decisions are based on the same well-established principle that computer programs
are to be regarded as patentable inventions if they have technical character (see paragraph
5.3 of the reasons in IBM and paragraph 3.1 of the reasons in HITACHI). In contrast thereto
non-technical computer programs of purely abstract nature are not patentable (paragraph
5.2 of the reasons in IBM and paragraph 4.5 in HITACHI).

In order to distinguish patentable inventions having technical character from non-patentable
computer programs as such, IBM suggests that the technical character could be based on a
further technical effect beyond the normal physical interactions between software and
hardware deriving from the execution of any software on the computer hardware
(paragraphs 6.2 and 6.4 of the reasons in IBM). The Board, however, did not say that this
further technical effect is necessary in order to qualify as a computer program having
technical character. In paragraph 6.5 of the decision other examples of technical computer
programs are mentioned as well, as programs managing an industrial process or the
working of a piece of machinery.
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In a different composition the Technical Board of Appeal 3.5.1 further developed the case
law in HITACHI. The necessary technical character of a claimed invention may be "implied
by the physical features of an entity or the nature of an activity'' (paragraph 3.7 of the

reasons) or "by the use of technical means" (paragraph 4.7 of the reasons). The Board of
Appeal knowingly deviated from its earlier jurisprudence (see paragraph 4.6 of the
HITACHI-reasons)

'The Board is aware that its comparatively broad interpretation of the term
"invention" in Art. 52(1) EPC will include activities which are so familiar that their
technical character tends to be overlooked, such as the act of writing using pen
and paper. Needless to say, however, this does not imply that all methods
involving the use of technical means are patentable. They still have to be new,
represent a non-obvious technical solution to a technical problem, and be
susceptible of industrial application."

The Appeal Board in HITACHI explicitly deviated from their own earlier decisions in order to
treat method and apparatus claims in the same way, namely by requiring physical features
of an entity (i.e. a computer) or the use of technical means (i.e. computer means) in the
claim. With HITACHI the focus of the examination was shifted from the definition of an
invention according to Art. 52 EPC to novelty and inventive step. Citing IBM the Board found
in HITACHI that any comparison with the prior art is "inappropriate for examining the
presence of an invention."

HITACHI therefore is an explicit further development of earlier case law. Such development

in case law is not only desirable but necessary for the functioning of the European patent
system. This view is certainly shared by the President of the EPO. In order to construe a
divergence between the two decisions it is assumed in the referral that IBM is applicable
only to computer program claims and HITACHI only to apparatus and method claims. Since
the same invention can be formulated in a similar way as a computer program and a
computer-implemented method, however, the divergence as outlined above should arise.

The following assumptions, on which the alleged discrepancy between the two decisions
cited in Question 2 rely, however, are not correct.
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a) In order to distinguish patentable inventions having technical character from nonpatentable computer programs as such, IBM requires a further technical effect being
present going beyond the normal physical interactions between software and
hardware.

The Board, however, did not say that this further technical effect is necessary to
overcome the patentablility bar of the exclusion list but is one possibility to do so.
Other possibilities are programs managing an industrial process or the working of a
piece of machinery.

b) IBM is applicable only to computer program claims

While the IBM decision became well-known for accepting the new claim category of
computer program claims, the reasoning in paragraphs 4 to 8 of the reasons for the
decision, including the idea of the further technical effect, indeed related to all types
of claims and generally discuss the important question of what a computer program
as such is. Only in paragraph 9 did the Board start to discuss the claim type of
computer program and computer program product, on which the Board solely had to
decide the case as corresponding method and apparatus claims had already been
granted by the Examining Division. The use of the expression "computer program" in
the text of paragraphs 4 to 6 of the IBM-decision is based on the text of Art. 52 (2),
(3) EPC excluding computer program as such from patentability and cannot be taken
as an indication that the discussion should relate only to computer program claims.
In this respect one must keep in mind that the expression "computer-implemented
invention" was coined only after the IBM-decision during the run-up to the EPC
revision conference in Munich in November 2000. The Appeal Board found in IBM
that the necessary technical character of an invention in order to overcome the
exclusion of Art.52 (2), (3) EPC could be based on a further technical effect. This
finding is applicable to all claim types, not only computer program claims.

c)

HITACHI in contrast thereto is applicable only to apparatus and method claims

This assumption is incorrect as well. There is no indication in HITACHI that different
claim types should be treated differently. To the contrary, paragraph 7 of the reasons
for the decision says that different claim types should be judged in the same way:
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"The computer program of claim 4 is defined by the same steps as the method
of claim 1 and is therefore also not patentable because it does not involve an
inventive step (At1. 56 EPC)."

Again, there is no divergence between the two cited decisions IBM and HITACHI, but only
an incremental, non-contradictory development. Question 2 therefore should

also

be

rejected as inadmissible.

QUESTION 3
(A) MUST A CLAIMED FEATURE CAUSE A TECHNICAL EFFECT ON A PHYSICAL
ENTITY IN THE REAL WORLD IN ORDER TO CONTRIBUTE TO THE TECHNICAL
CHARACTER OF THE CLAIM?
(B) IF QUESTION 3 (A) IS ANSWERED IN THE POSITIVE, IS IT SUFFICIENT THAT
THE PHYSICAL ENTITY BE AN UNSPECIFIED COMPUTER?
(C) IF QUESTION 3 (A) IS ANSWERED IN THE NEGATIVE, CAN FEATURES
CONTRIBUTE TO THE TECHNICAL CHARACTER OF THE CLAIM IF THE ONLY
EFFECTS TO WHICH THEY CONTRIBUTE ARE INDEPENDENT OF ANY
PARTICULAR HARDWARE THAT MAY BE USED?

The allegedly divergent decisions for Question 3 are T 163/85 (Television signa/IBBC) of
March 14, 1989 (!)and T 190/94 (no headword) of October 26, 1995 on the one hand and T
424/03

(Clipboard formats

//MICROSOFT)

of February 23,

2006 and

T 125/01

(Geratesteuerung !HENZE)) of December 11, 2002 on the other hand.

The BBC-decision required a television signal, in order not to fall under the exclusion of
"presentation of information as such", to inherently imply technical features of a television
system and T 190/94 required that the difference of a claimed invention over the prior art
should "manifest itself in the real world in a technical effect on a physical entity''.

Turning to the second group of cases, in MICROSOFT functional data structures being
independent of the cognitive content of the data were regarded as being able to contribute
to the technical character of the claimed invention (paragraph 5.2 of the reasons for the
decision) and in HENZE the Board regarded a particular software structure of a control
module as a technical feature in analogy to a particular structure of a control module
implemented in hardware (paragraph 4.2 of the reasons for the decision).
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The referral saw the divergence in that the former two decisions required an invention, in
order to contribute to its technical character, to have effects outside the computer ("in the
real world"), whereas according to the latter two decisions technical effects being apparent
within the computer would be sufficient.

It is correct that the established case law of the Boards of Appeal of the EPO does not
require any technical effects to take place outside the computer in order to be qualified as
technical. MICROSOFT, citing HITACHI, regarded a computer-implemented method as
having technical character, because (5.2 of the reasons for the decision)

"the claimed steps provide a general purpose computer with a further functionality: the
computer assists the user in transferring non-file data into files".

This is, however, not in contrast to the above-cited older Board of Appeal decisions of the
second group of cases.

In T 190/94 the novel features "manifesting itself in the real world in a technical effect on a
physical entity" were in fact a different display of a rotated image as a result of a different

rotation algorithm. The distinction with respect to the prior art was a different algorithm
providing quantitatively different rotation angles and the only effect to the outside world
became apparent if the image calculated by the new algorithm having different rotation
angles was displayed on a display screen (paragraphs 5.10 and 5.11 of the reasons for the
decision). No real technical effects outside the computer were thus required by this
decision.

Even the very old BBC-decision actually granted a patent on a television signal having a
particular picture format which became visible only when a viewer regarded the signal on
his/her TV apparatus. Again, the "technical effect on a physical entity in the real world" cited
in Question 3 (A) from T 190/94 became apparent only in the eye of the observer, not
different from a clipboard format in MICROSOFT.

Contrary to the allegations in the referral, there are no Board of Appeal decisions requiring
technical effects manifesting themselves outside the computer in order to be able to
contribute to the technical character of an invention. As no divergence is present, Question
3 is also inadmissible.
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In the last two paragraphs of the comments to Question 3 the President of the EPO
criticises the MICROSOFT-decision and reveals that she is not so concerned with
divergencies between different Appeal Board decisions, but apparently does not agree with
the established case law. It is questionable whether the procedure of Art. 112 EPC is the
appropriate forum to raise (for whatever reasons) such criticism.

QUESTJON4
(A) DOES THE ACTIVITY OF PROGRAMMING
INVOLVE TECHNICAL CONSIDERATIONS?

A COMPUTER NECESSARILY

(B) IF QUESTION 4 (A) IS ANSWERED IN THE POSITIVE, DO ALL FEATURES
RESULTING FROM PROGRAMMING THUS CONTRIBUTE TO THE TECHNICAL
CHARACTER OF A CLAIM?
(C) IF QUESTION 4 (A) IS ANSWERED IN THE NEGATIVE, CAN FEATURES
RESULTING FROM PROGRAMMING CONTRIBUTE TO THE TECHNICAL
CHARACTER OF A CLAIM ONLY WHEN THEY CONTRIBUTE TO A FURTHER
TECHNICAL EFFECT WHEN THE PROGRAM IS EXECUTED?

The allegedly divergent decisions for Question 4 are T 833191 (no headword), T 769192
(General-purpose management system!SOHEI), and in particular T 204/93 (no headword)
of October 29, 1993 on the one hand and T1173/97 and in particular T 172/03 (Order
management!RICOH) of November 27, 2003 on the other hand.

Question 4 relates to the general issue of whether or not the act of programming a computer
program is a technical activity and consequently a programmer can be the relevant person
skilled in the art for judging inventive step. In RICOH, for example, a software project team
was regarded as the appropriate person skilled in the art.

In the referral some older decisions (mostly not published in the OJ) are cited as pointing in
a different direction. The referral particularly relies on T 204/93 relating to a system and
method for generating software programs, in which the Board found (paragraph 3.2 of the
reasons for the decision):

"Computer programs as such are explicitly excluded from patentability by Article
52(2)(c) in conjunction with Article 52(3) EPC. A programmer's activity of writing
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a computer program is also excluded by that Article because it requires
performing mental acts as such."

T 833/91 states that "a programmer's activity would involve performing mental acts and
therefore also fall within the exclusions according to Article 52(2)(c)".

In T 769/92, the well-known SOHEI-decision, in which the technical character requirement
was formulated for the first time, the Board stated in the Reasons, 3.7, 51h paragraph cited in
the referral:

"Mere programming as such would, in the Board's view, also be excluded from
patentability by virtue of the fact that it is an activity, which essentially involves
mental acts excluded and, in addition, only results in computer programs which
are also excluded from patentability by the same Article 52(2)(c) EPC. However,
the implementation, in the claimed system and by the claimed method, of the
said "interface" in the form of said "transfer slip" is not merely an act of
programming but rather concerns a stage of activities involving technical
considerations to be carried out before programming can start."

Mere programming as such is therefore not regarded as a technical activity, but technical
considerations in pre-programming activity are regarded as sufficient to lend an invention
the required technical character.

The President of the EPO wishes to get from the Enlarged Board of Appeal a clarification
whether the activity of programming in itself is of technical nature or if one has to look closer
at what the software developer actually is programming. Question 4 (A) thus asks whether
the activity of programming a computer necessarily involves technical considerations. This
question, however, has not been positively answered by RICOH or any of the decisions
cited in the referral. Consistent with all cited Appeal Board decisions, Question 4 (A) can
therefore be answered in the negative, namely that the activity of programming a computer
does not necessarily involve technical considerations, but of course may involve technical
considerations depending on what is actually programmed.

Therefore, no divergence with respect to Question 4 (A) exists. Question 4 (B) is not
relevant as Question 4 (A) can be answered negative consistent with the EPO case law and
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for Question 4 (C) no divergence has been alleged in the referral. Question 4 thus has also
to be rejected as inadmissible.

3. Conclusions

In summary, all four questions have to be rejected as inadmissible as in a previous referral
of the President under case number G 3/95. No divergency between the cited different
Appeal Board decisions can be recognized, which, by the way, are all from the same Board
of Appeal 3.5.1.

Moreover, contrary to the EPO President's view the recent case law is seen as rather
consistent by most EPO users. The decision T 258103 (Auction method/HITACHI) of April
21, 2004 can resolve most if not all of the purported divergencies.

There is the impression that the referral is less concerned with the uniform application of the
law within the EPO, but more with divergencies between the EPO case law on the one hand
and some national court decisions and public opinion on the other hand. This aspect
becomes clear from section "1. Summary of the Referral":

"Currently there are concerns, also expressed by national courts and the public, that
some decisions of the Boards of Appeal have given too restrictive an interpretation of
the breadth of the exclusion. "

It is, however, highly questionable whether the procedure of Art. 112 (1)(b) EPC is the
appropriate forum to bring the EPO case law in line with national jurisprudence or concerns
expressed by the public.
Observations prepared by
Alexander Esslinger, CET 7 Chair
Respectfully submitted by
Julian Crump, FICPI Secretary General
April 30, 2009
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FEDERA TIOI-..1 INTERNATIONA LE DES CONSEILS EN PROP RIETE INDUSTRIEL LE
Da te: August 2o, 1972
Re vised: /.>,ugust 28, 1973

re: Munich Diplomatic Conference
September 1o lo O ctober 6, 1973.

MEMORANDUM C
on multiple priori ties (Art. 86 (2)) a nd partia l
priorities (Art. 86 (3)).

I. Mullip le priorities.
The Uh!ICE in t0/ l9, point 8 , pcgc:s 172-3 , ihe CI FE in lvV22 , po int 4, p~g es

24tl-5, and the FEM IPI in M/23, point 23, por:c:s 291-5, propo;r~ that it should be stole;d
in Ad. 86 (2) tha t· tr:u llipl e prioriti es r;1ay be cla imed not only in rasped o f one and !he SCime
application, but a l:;o in respect of one a nd the $a mc c la im of that applicat ion.
The claiming of multipl·:; prioriti es for one and the same pate nt cla im is e >:prcss ly
prohibited in the laws of son1c countries.

/o..~

wi cxampb the a pplicant is requ ired in Aus!Tia

to stole which priority is claimed for each of the pote nt claims, and is on ly permitted to sta le
one priority for each c la im. S imi lar rules exis t· in Ca nada and Australia, and ex is ted in the
United Kingdom in a quite recent epoque . In a numbe r of European couniTies whet·e th~
priority claim is normally not exam ined by th0 Paf·ent Office there is a presump tion tho ;· mul tiple priorities cannot be claimed for one and the some po f· enl claim, in other EurojJeon coun-·
tries there is a presumption that they con. In q u ite a number o f countries, the position is no!
clear.
Under the Eur·opean Potent Conve nti on it is essentia l that the position shou ld be ma c
clea r, because priority is one of th e issues comi ng under g rou nds for revocation, viz. und<:r
Art. 138 (l) (c). As long as the Convention docs not conta in on express piovision on th e
question conside red, the moximum soluii?-'2 w ill be illusory in the case of patents for whic h
multiple pri or ities ore cloimad, and app lica nts wo uld not know how to drow up tf1e ir pot ent
cla ims in such cases .
In the following a nalys is, a n app lication from the fi ling date of wh ic h priority is
claimed, will be refe rred Ia as a pr iority _cloc urr ent, whil e on a ppl i cati on~ wh ich r)iiority
is cla imed, w iil be referred to as an app lica tion .

- - - -

In eva luating whe the r there is any ju:;tifico tion for c la iming mu ltip le priorities fo;one and the some c iC! im of an app lica tio n, a dis tincti on has to be made betwee n the fo ll ow in2
situations:
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Type A+ B claim ("AND"-claim, claim too
narro·:vteibe supported by the disc Iasure of
t'llelfrSt priodty clo::L•men0_·_ _ _ _ _ __
It is probably recognized by everybody that where a first priot·ity document discloses a feature A, and a second priorily document discloses a feature 13 for use togetr.er wit~
A, !hen a claim directed to/-\ + B cannot enj oy a partial priority from the first priority dote,
. because the invention A+ B was disclooccl only at the date of the second priority document.
In other words, if A+ B is proved to belong to the state of the art between the two
·priority dotes,

the claim to A+ B must be declared invalid.

If A in itself is a paten tab le inve nlion, and the application contains borh o claim
to A, and a claim to A+ B, the first priorily can be claimed for the claim to A, ami the
second priority fo:- th e claim to A+ B, thus multiple priorilies can be clcdmed for the opplication os a whole, but not for any individual cloim of the opplicalion.
Type A orB claim ("OR''-claim, claim too
broadfobe supported by the di sc losure of
tEefust prlorily d0c.':._;n_.lc_·n_t_._ _ _ _ _ __
If a first priority docur.~ent disclose; a fe a ture A, and a second priority document
discl oses a feature[; for use as on alternalive to A, then a claim of the ctpplicali o:~ directed
to A orB will in fac t consist of !we distinct parts A and B respectively, each compl e te in
itself, o nd there se e;ns to be no reason why it should not be possible to claim the first priorit y
for part A of the cla im and the second priority for part B of the claim.

'·

It is o f course immater ial whether the word "or" actually

occurs in the claim, or

is impli ed through th e us e of a generic term, or otherwise.
Situations of the "OR" - type will particula rly .o ccur in chemical cases because of
the limited possibilities in such c ases of broadening claims. Situations of this type will in the
following be illustroted by some examp les ty1)ically occurring in everyday practice.
a) Broade ning of chemical formulae.
A first priority document discloses a relatively narrow chemical formula supported
by representative e>~amp les . A second priority document disc loses a broader chemi co I formu Ia
which within its scope inc ludes th e narrow e r che mical formula, and which is supportr;d by
additional examples just ifyi no the broade r formula .
If multiple priorilies for one and !he same claim ore a ll owed , it will suffice to
draw up a sing le clcim d irected to the bread fot·mul a. This clo ir nw ill then e njoy pri o; it y fr om
th e first priority c!a tc to th e ex te ni th a t !he compound in que sti on c omes within !h e sc o p ,= oi
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the narrow formula, and the secondpriority for the rest of its scope.
l4.

If mul tip le priorities for one and the some c laim are not allowed, the opp liccn t
would ha ve to drc.w up tv-,·o parollel claims, one directed to the narrow formula and enjoying
the fi rs t priority, ond another directed to compounds coming wi th in the broad for..mula, but
not within the nc;-ro·N formula. The latter claim would then enjoy the second priority .

/5.

Let us assume that the principal claim of the first prior ity d ocument is directed to
a composition includ ing chlorine in some form and ca pacity and that the desc ri ption o f the
first priority doc~.: rnen t, including the examples, docs not m(;:ntion any a Itern a ti ves for ch Iori n;.::
let us assL>me th at· as a consequence of further experime nts the app lican t· has foun d that ch/ o,- i:
may be replace d by bromine, iodine o r fluorine , withou t substan t ial chonge of the tecnnicol
effect. He then files a second prior ity al)p/i cCi tion cla iming th e use of b romine, iod ine or
fluorine a s a sub~i i tut·e for c h lorine . The second priori ty app lica t ion coni·o ins examples of the
use of a II these e / e;~~:::n ts.

16.

When !he applicant fi les his Eu1·opc on patent opi'lication h e ac cordi ngly d raws up
a principal claim directed to the use of a halcqen. He is clear ly entitled to the first p;·iority
for th a t claim to the extent that the haloge n is chl orine , and ent itled to f"he se~ond priori ty to
the extent t·hat the halcgen is bromine, iodine or fluorine. In th is situation the c laim ing of
multipl e prioriti C;s therefore makes sense, seeing that one of the poss ibl e e mbodi me nts wil·hin
the scope of th e claim is clearly d isc losed in t·he first pri or ity docume nt.

17.

If the app lica nt is not permitted to claim multiple pr iorities for his p rinc ipa i clairn,
he cannot claim any prior ity at a ll for tha t cla im, not even the se cond priority becc1use the
second application was not the first to discl ose the use of a hcd oge n. In order to sec ure his
prior ity rights he will then try, as the only possible remedy, to drow up four sub-cla ims, each
directed to one of the members of the halog e n group. Th~ first of these cloims w ill en joy th e
fir st prioriiy and the following three claims will enj oy the second priori ty .

8.

Howe ve r, experience in ma ny Europea n countries shows thot this type of sub-cla im:
will not ba allowed . Th ey w ill be rejected as fr ivolous , as jus t be ing an ex haust·ive lis t of the
ha logens w hi ch

9.

Oil}'

schoo l boy can find in his e le me ntary text book .

But if these sub - c la ims are so re jected, and multiple pr ioriti e s for th e firs t claim or <
not pe rmitte d, the appli ca nt has entire ly los t his priority right, w hi c h is contrary to th -:o Paris
Conve nti o n.

o.

In oth e r \'lords, in ordc:r to comply w i th th e Paris Conve nti o n in th e ca se co;·,sid c rcd
it vtill be necessary e ither to a ll ow mu lti ple priorities for one and the some claim, or to ail e :;
cla ims wh ich on the face of it

(l l·e

frivo lous, b ut in fact se rve the perfec tly legili 1m te purpc..r

o f c loi1n inf.J mu l tip/ ,~ r'r ior it ies . Th is w ill cr.;atc: a tende ncy tov;ards mu ltipl icit y o f c lci ms
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which it may be difficult to keep in check.
Let us now examine what happens if the applicant lets himself be coerced into

21.

.

abandoning the sub-claims to chlorine, bromine, icdine and fluorine, thus maintainin;~ onl;•
.

the h,d ogon claim, and his European paren t· la ter comes bdore a nalicmal court in a situatio:1
where on alleged ir:fringer is obk to prove that there has b<:en public use of !he inve ntion
(maybe the pa tentee's own use) bctv:een the second pric•rity dote and ilv; octual fili ng elate
of the EurGpcun potent· app li cation.
If, uncbr the notion-:Ji lov/ of the cC•:Jiitry concerned multiple prioriti es fo:· cne and

22.

.the sornc cloim are not allowed, the paie nt v1ill be dcclal·cd invalid, but if multij.llc pric·ritie~.
for one and the some claim are o ll owcb le , the pa te~il v: ill be de clared vcl id.
Similcrly, if public u;B of the chk·ine c mbodin:ent is proved lo have tckf;n place'
beiwec n t·he two priority dales, the halog <'! li claim will be declared invC!I 1cJ in a counhy of
the first·

type~,

and va lid in il s en:irc ty in a CC•L•niTy of th e second '>'PC·

If publ:c u:.c of all four embodime nt~ is j)roved Ia have tc1kcn place belwe(;n the l\'1 '

24.

priority dotes, the I::J IOJCn claim will ogain be d::::clared ir~ va lid in a country of the firs~ lypc,
while in a countr}' of the second l)• pc, it v:ill," in accordoncc> with Art. 138 (2), be li mited
to th e chlorine cmbo:l imcnt.
Such differences betw0.en decisio;1~ on the 5amc vcdidil y is:;U.:! under Art. 138 (1)(o)

25.

in diffe rent Contract ing Slates obvious ly should not be tole rated.
b) tlroackning of ronJC (te mperatu re, pressure,
concenlraf ion, cl-c::.).

--------

\
/

0

Let us a ss ume that a first priority dccument discloses a ten•peroture ronco of .15-2o

L6.

and a second priority docume nt discloses a fern:'crature ran3c of 1o-25°.
If multipl e priorities for cne a nd the some claim a re allowed, it will suffice in

27.

the European potent application to drav,o Uj) a claim directed to the temp 01·a ture rcrngc lo-25° .
If multipl~ pr iori tie;. fer one and th e sarne clairn arc no t· ollo·.·ted, the opr;licont

28.

0

will hove to d1·crw up lwo parall e l claims, one c!irectcd to th e i·emperature range 15-2o cmd
enjoying the firs! prio;· ity , and cmolhcr claim directed to th e temp";alure ranges la-·15° or
2o- 25°, which c loim will th e n e njoy th ~ pri n ily of the ~ e cc·nd priority docume nt which was
the first one to disclose th ese

tc r<:j)~ra lurc

ronges.

c) Brw' :::-ning of fic.: ld o f u;e .
~9.

Le t us as,umc that a first pr iority docume nt d isc loses a me thod of c oa t·ing li1c' inne:r
woll of c pipe ancl ihCJt a seconJ f>ri or iiy clccu:nc.:nt di sc lo;"s the use of t:•e same rn~j t:·, :,;:! for
COCJ finu

f ;1 ~

inne r v.rc! ll of

J )oti· l (:'~ or

r:n''

r , !l1Pr

l.n ! lr.•n 1,,....,.1; ,.,c-
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If multiple priorities for one and the same claim ore allowed, it will suffice

3o.

in the European patent application to draw up a claim to a method for coating the inner wall
of hollow bodies. If multiple priorities for on~ and the same cl aim ore not a llowed , the
applicant will hc:vc to draw up two parallel claims, one directed to a method of coati ng the
inner wall of pip(,s, which claim w ill enjoy the first p riority, and a second claim directed to
a method of coating the inn er wall oF hollow bodies not being pipes, which claim w ou ld
· enjoy the second p r iority .
The probable reason why some counlTies ha ve a p roh ibi tion ogainst the cloirn ing of

31.

·multiple prioritie~ for one and th e same pa h: nt· claim , is tha t they have par ticula r ly c omidc rcc
situations of the "AND"-typc. Obvioudy these situations have to be considered, and i t rn ioh!
therefor0 gi ve ri~e to co:1fu oion if a provisio;1 vtc re adop ted simpl y s la ti ng , with ou t resc r vati o:>
that multiple p;·ioriti cs con be clairn.:;d for one and the some pate nt cla im.
The following addition to /\rt. 86 (2) is therefore presenied for considera t ion:

32.

English vers ion:
"Vvhcre opprOi)riaJ·o, multiple priorities con be claimed for
one and rhe some c !aim of the Euroj)ean pate nt."
German version:
"G egebenen fo lis konr.en rnehrcre Prio ri t~i ten fUr e in und d ense Ibe n
Po tcntanspruch des europoischen Po tents ge Ite nd gemoch t Wfndcn ." .

11. Parliol priority.
It has been pointed out by th e CI~IPA in M/2o, point 18, pag_:s 2o4-5_, tho! Art.

'-J3.

86 (3) is not cl e ar, and in 10/22, point· 5, p ages 244-S,the C!FE ma kes subs tant ially the
same comme nt on Art . 86 (4 ) and pain Is out thul the words "fvk'rkmo le ", ''elements"

and

''E:!Iements" uzed in th::~ three versions ore no t cleo r and ore halc! ly coox tem ive.

34.

The troub le is that th e wording of bot h parag ra ph 3 and

-1 huve bee n take n frorn ih8

Paris Convention and lhcm; fore th e Diplomatic C o nference will prc•bab ly h esi tate to ma l(e any
amendments.

35.

Th e ob jec ti on to paroa rap h 4 seems n ot to be ve ry impor ta nt·, b eca use paragrap h 4
relates to a fu ll priority c lo irn o nd in bet just says that· the app li cant is permitted to toke up
in his c la im suSject molte r disc losed but no t c la imed in th3 priority docu me nt. For tha i p urpor
it is immater ial whether subject mo l te r, ele me nt s, /''k:rk rna le , e tc . is inte rpre ted one wcry o;·
th e oth er.
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The objection to paragrap h 3 is more serious, because parosraph 3 relates to the
claiming of a pa rtial priority. The c laim ing of partial prior it ies d10ulcl of cour5e be governed
by !he same principles os tho:;e explained above for the c laimi ng of mul tiple priortiies . Consc-·
qucntly, an improv8ment miSJhl b<:> obtained by maki ng a >imilar odditio;1 to parCJg iCj)h 3 as
tho t proposed obovc, to parogroph 2 .
English version:
"Where api)rapriote, a pariia l priorily may be c laimed for a cloi r01
of !he European patent, or separately for se vera l clcin~s ."
German version:
"Gegebencnfolls ka nn einc Teilpri ari lut fUr einon Paicntanspruch d(e5 c:urep~ isc lwn Patents odor fUr mc hrc:re AnoprUche
je fUr sich ge lte:nd gcrnCJch i· werclen ."
)
)

.

It would not be appropriate i·o cla im a partied p:·iority in the case me nti on<:d by tl:c
CNIPA in Nyl2o, point 18, pCl9_:_s_ 2o4 -5, which correspai1ds to !he " /1.1'-!D" -si trJalion under
"Multiple Prioriti .:;s", bu t it would be appropria te to cla im a partia l priodly in si fucrlions
correspond ing to ;h.~ "OR"-siluo li on under "/v',u ltipl <:) Prio!·itics" , t h~ brc,pean pat"nl applicati on ilscl f lakin£) f·he p lac e of !he second pr·ior ity docur,K'!nt.

Ill. Distribufio:1 o:: prior ities by li mil·o tion of claims.

9.

In countries where li mitation may be effected in the form of an amend menl" to the
cla ims, the description or the drow ings, cf . Ar t. 138 (2), the quesl"ion of !he clc:i mi ng oF
multipl e and partial priorities for one and the some c laim is less impoda nt, see ing that at leas ;

in mosl coses it wou ld probab ly be poss ibl e to ame nd the cla ims in such a manner th at

aft~

amendme nt only c.n·} pr ioril y is claimed fer· each individuo l c laim . The question ma y be

ra i ~:;~d

however, whct·her such a procedure wou ld not amount to a n admission that before a m:c ndmen t
multiple or partied priori ti es we re valid ly cla imed for one a nd the san-,r~ cla im.
)

.

It is a lso pointed out !hat the fWss!bi lity of limif otion by 0:1~C:1dment of cl ~r i n;s rs
subj ect to notiona l low and in rnony countri es it is highl y qucst io:10b lc whe ther arncmd me nt
in thi s form is pe rmi ss ibl e under present lav: . If not, the Conve ntion do:::s not force Controcl in
States to change the: ir law on !Iris point.
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Roberto Pistolesi, Secretary General
Via Nino Bixio, 7
20129 Milano
Italy
t. +39 02 2901 4418
f. +39 02 2900 3139
Roberto.Pistolesi@ficpi.org

29 February 2016
Correspondence for the attention of the
Chairman of the Enlarged Board of Appeal
By Hand and by fax: 16 pages
(0)89 2399-4465

Registry of the Enlarged Board of Appeal
European Patent Office
Bob-van-Benthem-Platz 1
D-80469 München
Germany

RE \\ Written Statement for case G 1/15 before the Enlarged Board of Appeal
Dear Sirs,
FICPI, the International Federation of Intellectual Property Attorneys, founded in 1906,
representative of the profession in private practice throughout the world with more than 5000
members in 86 countries and regions, including European Patent Attorneys, national Patent
Attorneys and Patent Agents in all EPC contracting states and extension states,
HEREWITH respectfully submits a written statement in accordance with Article 10 of the Rules
of Procedure of the Enlarged Board of Appeal for case G 1/15, together with FICPI’s
Memorandum C on multiple priorities (Art. 86(2)) and partial priorities (Art. 86(3)), August
1973.
Yours faithfully,

Roberto Pistolesi
Secretary General
Encs.
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C ON FIR
RegiStry of the Enlarged Board of Appeal
European Patent Offtce
Bob-van-Benthem-Piatz 1
D-80'169 Miinchen

Correspondence for the attention of the
Chairman of the Enlarged Board of Appeal
By Hand and by fax: 16 pages
(0)89 2399-4465

R F \\ \1,; utten S1atem em for cast:

Germany

(T

1, 1S beioJe the l· nlarged Board of App~a l

Dear Sus.
FJCPI. the International Federation of Intellectual Property Attorneys. founded in 1906.
representative of the profel'Sion in private practice throughnut the world with more than 5000
members in 86 countries a11d regions. including European Patent Attorneys, national Patent
Attorneys and Patent Agents in all EPC contracting states and extension states.
I IEREWJTII respectfully submits a written statement in accordance with Article 10 of the Rules
of Procedure of the Enlarged Board of Appeal for case G 1115 together with F ICPI's
Memorandum C on multiple priorities (Art. 86(2)) and partial priorities (Art. 8613)). August
1973.

Yours faithfull}.

Roberto Pistolesi
Secretary General

Encs.

29 february 2016

ACTI'G FOR THE IP PROr£5510N WORL::h'IIDE
www fie p i org
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Written Statement for the case G 1/15
before the Enlarged Board of Appeal

29th February 2016

Written Statement for the case G 1/15
before the Enlarged Board of Appeal
FICPI, the International Federation of Intellectual Property Attorneys, founded in 1906, representative of the
profession in private practice throughout the world with more than 5000 members in 86 countries and
regions, including European Patent Attorneys, national Patent Attorneys and Patent Agents in all EPC
contracting states and extension states,
HEREWITH respectfully submits a written statement in accordance with Article 10 of the Rules of Procedure
of the Enlarged Board of Appeal for case G 1/15.
I.

G 1/15

G 1/15 arises from decision T 0557/13 in which five questions have been referred to the Enlarged Board of
Appeal, by Board of Appeal 3.3.06:
1. Where a claim of a European patent application or patent encompasses alternative subject-matters
by virtue of one or more generic expressions or otherwise (generic "OR"-claim), may entitlement to
partial priority be refused under the EPC for that claim in respect of alternative subject-matter
disclosed (in an enabling manner) for the first time, directly, or at least implicitly, and unambiguously,
in the priority document?
2. If the answer is yes, subject to certain conditions, is the proviso "provided that it gives rise to the
claiming of a limited number of clearly defined alternative subject-matters" in point 6.7 of G 2/98 to
be taken as the legal test for assessing entitlement to partial priority for a generic "OR"-claim?
3. If the answer to question 2 is yes, how are the criteria "limited number" and "clearly defined
alternative subject-matters" to be interpreted and applied?
4. If the answer to question 2 is no, how is entitlement to partial priority to be assessed for a generic
"OR"-claim?
5. If an affirmative answer is given to question 1, may subject-matter disclosed in a parent or
divisional application of a European patent application be cited as state of the art under Article 54(3)
EPC against subject-matter disclosed in the priority document and encompassed as an alternative in
a generic "OR"-claim of the said European patent application or of the patent granted thereon?
Questions 2 to 5 are to be addressed only if the answer to question 1 is ‘yes’.
FICPI believes that the answer to question 1 should be ‘no’, and therefore this brief addresses this question
only.
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FICPI comments

II.

The first question referred to the Enlarged Board of Appeal addresses a situation where:
-

a priority document discloses, for the first time and in an enabling manner, a first subject-matter (for
example, subject-matter « a »),
a later European patent application, claiming the priority of the priority document, comprises a claim
to subject-matter (for example, subject-matter « A ») which encompasses alternative subject-matters
by virtue of one or more generic expressions or otherwise (generic "OR"-claim), the subject-matter
« a » being one of the alternatives covered by subject-matter « A ».

This question asks how partial priority should be assessed in such situation, i.e. should partial priority be
always acknowledged for the part of the claim to « A » which covers subject-matter « a », provided « a » is
disclosed in an enabling manner in the priority document?
1.

Provisions of the EPC – Article 88(2) and (3) EPC

Partial priority is governed by Article 88(3) EPC:
If one or more priorities are claimed in respect of a European patent application, the right of priority
shall cover only those elements of the European patent application which are included in the
application or applications whose priority is claimed.
Another relevant provision is Article 88(2) EPC on multiple priorities. Partial priority can be seen as a particular
case of multiple priorities, with two or more possible effective dates, one or more being the date of filing of
the priority document(s), the final one being the filing date of the subsequent European patent application.
Article 88(2) EPC furthermore contains a second sentence which makes it clear that multiple priorities
(different effective dates) may apply within “any one claim”:
Multiple priorities may be claimed in respect of a European patent application, notwithstanding the
fact that they originated in different countries. Where appropriate, multiple priorities may be claimed
for any one claim. Where multiple priorities are claimed, time limits which run from the date of priority
shall run from the earliest date of priority.
These provisions were not amended by EPC 2000, so have been in place since 1973.
These provisions of the EPC establish in a clear and explicit manner that multiple priorities may be claimed
for a single claim. They also clearly establish that the elements which are included in the application(s) whose
priority is claimed are covered by the right of priority. No further condition is contained in the EPC.
Thus, unless a relevant legal authority or provision establishes otherwise, there is no reason to restrict the
assessment of partial and multiple priorities.
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2.

G 2/98

The question of partial and multiple priorities was addressed by decision G 2/98, even though this question
was not the main focus of that decision. G 2/98 focused on how the requirement for “the same invention”
for acknowledging priority should be interpreted. The headnote of G 2/98 reads:
The requirement for claiming priority of "the same invention", referred to in Article 87(1) EPC, means
that priority of a previous application in respect of a claim in a European patent application in
accordance with Article 88 EPC is to be acknowledged only if the skilled person can derive the subjectmatter of the claim directly and unambiguously, using common general knowledge, from the previous
application as a whole.
Even though G 2/98 was not principally directed at issues relating to partial and multiple priorities, this
decision reviewed such situations at point 6. This review was carried out in order to ensure that in all
situations (including a situation which may imply partial or multiple priorities) the criteria of “the same
invention” (the main focus of G 2/98) could be assessed in a consistent manner.
On partial and multiple priorities, G 2/98 states (reasons 6.1) that:
In substance, Article 88(2), first sentence, and (3) EPC correspond to Article 4F of the Paris Convention
Article 4F of the Paris Convention provides:
No country of the Union may refuse a priority or a patent application on the ground that the applicant
claims multiple priorities, even if they originate in different countries, or on the ground that an
application claiming one or more priorities contains one or more elements that were not included in
the application or applications whose priority is claimed, provided that, in both cases, there is unity
of invention within the meaning of the law of the country.
Thus, according to G 2/98, Article 88(2) EPC, first sentence, and Article 88(3) EPC should be understood as
reflecting the substance of Article 4F of the Paris Convention. Article 4F sets out the principle of allowing
multiple (and partial) priorities - provided that the condition of unity of invention, not discussed here, is met.
G 2/98 also comments that the second sentence of Article 88(2) EPC, which is central to the question now
referred to the Enlarged Board of Appeal, specifies that multiple priorities may be claimed for any one claim.
Reasons 6.3 and 6.4 of G 2/98 recite:
6.3 Article 88(2) EPC, second sentence, provides that, where appropriate, "multiple priorities may be
claimed for any one claim". In order to understand the legislative intent underlying this provision, it is
necessary to consult the historical documentation related to the EPC, in particular, documents M/19,
M/22, M/23, M 48/I and M/PR/I.
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6.4 This provision goes back to proposals made by three non-governmental organisations: UNICE
(cf. M/19, point 8), CIFE (cf. M/22, point 4) and FEMIPI (cf. M/23, point 23). These proposals were
subsequently analyzed in a memorandum drawn up by FICPI, i.e. another non-governmental
organisation (cf. M 48/I, Section C). Based on this memorandum, the provision that multiple priorities
may be claimed for any one claim (Art. 88(2) EPC, second sentence) was finally adopted after the
delegation of the Federal Republic of Germany had withdrawn its reservation regarding such an
amendment (cf. M/PR/I, point 317). Thus, the memorandum can be said to express the legislative
intent underlying Article 88(2) EPC, second sentence.
Thus, G 2/98 recognizes FICPI’s memorandum as expressing the legislative intent underlying Article 88(2) EPC,
second sentence. Therefore, when it comes to the second sentence of Article 88(2) EPC, G 2/98 should be
read and understood in a manner consistent with that memorandum.
Further, the considerations of G 2/98 which relate to partial and multiple priorities do not attempt to define
how such priorities should be assessed; they are directed towards ensuring that, in view of FICPI’s
memorandum, partial and multiple priorities do not raise inconsistencies with the interpretation of the “same
invention” that will eventually be established by G 2/98.
This is apparent when reading reason 6 of G 2/98 (including 6.1 to 6.8). After briefly reviewing the provisions
of Article 88(2) to (4), G 2/98 concludes (point 6.8) that:
It seems, therefore, that a narrow or strict interpretation of the concept of "the same invention" referred
to in Article 87(1) EPC, equating it with the concept of "the same subject-matter" referred to in
Article 87(4) EPC (cf. point 2 supra), is perfectly consistent with paragraphs 2 to 4 of Article 88 EPC.
Some have interpreted the proviso "provided that it gives rise to the claiming of a limited number of clearly
defined alternative subject-matters" in reason 6.7 of G 2/98 as prescribing a legal test for assessing
entitlement to partial priority for a generic "OR"-claim (see, for example, decision T 1877/08, which in our
opinion not only erred in interpreting this proviso as a legal “test”, but also interpreted G 2/98 in a manner
that is contrary to the conclusions of the memorandum).
Such an interpretation appears to be ill-founded, since reason 6.7 does not seem to aim to prescribe any test;
it merely reviews Article 88(2), second sentence, in light of the memorandum, and comments on the
memorandum.
Indeed, the sentence:
“The use of a generic term or formula in a claim for which multiple priorities are claimed in accordance
with Article 88(2) EPC, second sentence, is perfectly acceptable under Articles 87(1) and 88(3) EPC,
provided that it gives rise to the claiming of a limited number of clearly defined alternative subjectmatters.”
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appears to be mere commentary on the memorandum and how this memorandum was understood by the
Enlarged Board of Appeal in G 2/98.
The above-cited sentence comes at the end of point 6.7, and expresses the understanding of the
memorandum with respect to Article 88(2) second sentence, in the case of “OR”-claims. Likewise, the two
last sentences of reason 6.6:
“Hence, the application of the so-called "umbrella"-theory (according to which the feature A in the
claim directed to A+B would enjoy a partial priority from the first priority date, with the result that
the feature A could under no circumstances become state of the art in relation to the claimed invention
A+B) is to be disregarded. Besides, the application of the "umbrella"-theory would manifestly be at
variance with Article 88(4) EPC.”
comments on the memorandum with respect to the claiming of multiple priorities in the case of “AND”claims.
Thus, reason 6 of G 2/98 (including reason 6.7) should not be considered as defining how partial or multiple
priorities can be assessed. In particular, these reasons should not be considered as a relevant reference for
establishing a “test” which would allow claiming partial or multiple priorities under certain circumstances.
3.

The memorandum (FICPI Memorandum M 48/I, Section C)

FICPI’s memorandum recommended the insertion of provisions in the EPC allowing for partial and multiple
priorities. As it is considered to express the legislative intent underlying Article 88(2) EPC, second sentence,
it is important to understand fully and acknowledge the content of the memorandum, as well as the
relationship between the memorandum and G 2/98.
The memorandum comprises a first section on multiple priorities, and a second section on partial priority.
The first section of the memorandum, on multiple priorities, explains how multiple priorities should be
assessed for “OR”-claims, the type of claim at stake in the present referral:
If a first priority document discloses a feature A, and a second priority document discloses a feature B
for use as an alternative to A, then a claim of the application directed to A or B will in fact consist of
two distinct parts A and B respectively, each complete in itself, and there seems to be no reason why
it should not be possible to claim the first priority for part A of the claim and the second priority for
part B of the claim.
It is of course immaterial whether the word “or” actually occurs in the claim, or is implied through
the use of a generic term, or otherwise.
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Thus, the memorandum formulates a principle: it is possible to claim multiple priorities for any claim directed
at alternatives (be it in the form of a claim using an explicit ‘or’, or a claim using a generic term or otherwise).
No further condition or test is mentioned or even contemplated.
The three examples (examples a, b and c) given in this section of the memorandum further illustrate that, as
soon as alternatives can be identified in a generic claim, and each alternative can be associated with a
respective effective date, multiple priorities can be claimed and acknowledged.
Each of these three examples is in line with the headnote of G2/98.
Any interpretation of the proviso of point 6.7 of G2/98 which does not comport with the principles laid out
in the memorandum and its three examples would appear to be erroneous.
The second section of the memorandum, on partial priority, does not duplicate the same detailed explanation
and examples as the first section. Instead, in the second section, the memorandum simply confirms that
partial priority and multiple priorities should be governed by the same rules:
The claiming of partial priorities should of course be governed by the same principles as the claiming
of multiple priorities.
Thus, the principles and three examples developed in the first section of the memorandum apply fully to
partial priority, as they apply to multiple priorities.
It is useful to review the three examples a, b and c of the memorandum, to appreciate how multiple and
partial priorities should be assessed.
a)

Broadening of chemical formulae

According to the memorandum (emphasis added):
A first priority document discloses a relatively narrow chemical formula supported by representative
examples. A second priority document discloses a broader chemical formula which within its scope
includes the narrower chemical formula, and which is supported by additional examples justifying the
broader formula.
If multiple priorities for one and the same claim are allowed, it will suffice to draw up a single claim
directed to the broad formula. This claim will then enjoy priority from the first priority date to the extent
that the compound in question comes within the scope of the narrow formula l and the second priority
for the rest of its scope.
If multiple priorities for one and the same claim are not allowed, the applicant would have to draw up
two parallel claims, one directed to the narrow formula and enjoying the first priority, and another
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directed to compounds coming within the broad formula, but not within the narrow formula. The latter
claim would then enjoy the second priority.
According to the memorandum, multiple and partial priorities should allow applicants to cover in a single
claim two or more subject-matters through a generic term, in order to avoid having to draw up parallel claims,
directed to respective subject-matters which would claim different priorities or effective dates. This first
example is further developed, showing that in a simple case the applicant would have to draw up four
independent claims, if he cannot rely on multiple and partial priorities.
The memorandum does not purport to provide, or even suggest, any test. On the contrary, it makes clear that
applicants should always be able to rely on partial and multiple priorities in a way that allows safely protecting
different subject matters in a single claim, as soon as “one of the possible embodiments within the scope of
the claim is clearly disclosed in the […] priority document.” (point 16 of the memorandum).
Thus, according to the memorandum, the only condition for allowing multiple and partial priorities is a clear
disclosure in the document of which priority is claimed.
b)

Broadening of range (temperature, pressure, concentration, etc.)

The second example of the memorandum makes it clear that a broadening of range (initial disclosure of a
range [15 – 20°C] in a first priority document, broadening to an extended range of [10 – 25°C] in a second
document) should also benefit from multiple and partial priorities.
In such case, the applicant should always be able to “split” a single generic claim covering the extended range
of [10 – 25°C], so that the subject-matter corresponding to the initial range [15 – 20°C] would benefit from
partial priority.
This second example confirms that any test such as, for example, the one that would be based on the proviso
"provided that it gives rise to the claiming of a limited number of clearly defined alternative subject-matters"
in point 6.7 of G 2/98, is irrelevant. It seems important to note that in the context of a generic type “OR-“
claim, it is only necessary to identify without ambiguity subject-matter disclosed by the earlier application(s)
from which priority is claimed; the remaining (non-entitled) subject matter can be identified on an “n minus
1” basis. As a result of this, it is not necessary to identify a limited number of clearly defined, specific,
alternative subject-matters.
c)

Broadening of field of use

In this third example a first priority document discloses a method of coating the inner wall of a pipe, and a
second priority document discloses the use of the same method for coating the inner wall of bottles, or any
other hollow bodies.
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The third example of the memorandum further confirms that multiple and partial priorities should be
available as soon as there is an adequate support in the respective priority documents, whatever the form of
the generalization made by the generic term. This brings additional confirmation, if there is adequate support
in the priority document, that multiple and partial priorities should be granted for alternative subject-matters
covered by a generic claim, irrespective of the form of generalization made by the claim.
4.

Suggested answers

Accordingly, FICPI urges the Enlarged Board of Appeal to adopt the following answers to the questions
referred to it:
Question 1:
Where a claim of a European patent application or patent encompasses alternative subject-matters
by virtue of one or more generic expressions or otherwise (generic "OR"-claim), may entitlement to
partial priority be refused under the EPC for that claim in respect of alternative subject-matter
disclosed (in an enabling manner) for the first time, directly, or at least implicitly, and unambiguously,
in the priority document?
Answer: No.
Questions 2 to 5 do not need to be answered.
IMPORTANT NOTE:
The views set forth in this paper have been provisionally approved by the Bureau of FICPI and are subject to
final approval by the Executive Committee (ExCo). The content of the paper may therefore change following
review by the ExCo.
The International Federation of Intellectual Property Attorneys (FICPI) is the global representative body for
intellectual property attorneys in private practice. FICPI’s opinions are based on its members’ experiences
with a great diversity of clients having a wide range of different levels of knowledge, experience and business
needs of the IP system.
***
The Australian Federation of Intellectual Property Attorneys, FICPI Canada, Association of Danish Intellectual
Property Attorneys (ADIPA), Suomen Patenttiasiamiesyhdistys ry, Association de Conseils en Propriété
Industrielle (ACPI), Patentanwaltskammer, Collegio Italiano dei Consulenti in Proprietà Industriale, Japanese
Association of FICPI, Norske Patentingeniørers Forening (NPF), Associaçao Portuguesa dos Consultores em
Propriedade Industrial (ACPI), F.I.C.P.I South Africa, the International Federation of Intellectual Property
Attorneys – Swedish Association, Verband Schweizerischer Patent und Markenanwälte (VSP) and the British
Association of the International Federation of Intellectual Property Attorneys are members of FICPI.
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FICPI has national sections in Argentina, Austria, Belgium, Brazil, Chile, China, Colombia, Czech Republic,
Greece, Hungary, India, Ireland, Israel, Mexico, Netherlands, New Zealand, Peru, Singapore, South Korea,
Spain and the United States of America, and individual members in a further 49 countries.
[End of document]
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Resolution of the Executive Committee, Kyoto, Japan
6-10 April 2014
“Industrial applicability requirement in pharmaceutical patents”
FICPI, the International Federation of Intellectual Property Attorneys, broadly representative of
the free profession throughout the world, assembled at its Executive Committee held in Kyoto,
Japan, 6-10 April 2014, passed the following Resolution:
Emphasizing that according to Art. 27 of the TRIPS agreement, patents shall be available for
any inventions, whether products or processes, in all fields of technology, provided that they are
new, involve an inventive step and are capable of industrial application;
Observing that in certain jurisdictions, pharmaceutical patent applications are rejected and/or
pharmaceutical patents are found invalid for alleged lack of industrial applicability or utility,
because the specification as filed is considered not to contain sufficient experimental data to
enable a sound prediction that the compound or class of compounds recited in the claims would
provide in humans the effect disclosed in the originally filed application;
Recognizing that data from scientifically acceptable in vitro models or animal models, as well
as computer-assisted simulations, are frequently predictive that a given effect would be
plausibly achieved in humans and are thus normally relied upon as a basis for drafting a patent
application as soon as possible;
Further recognizing that, for safety and/or regulatory reasons, it is rare to have in vivo data on
humans available when initially filing a pharmaceutical patent application, particularly if it
relates to a new chemical entity;
Noting that having to wait for the availability of in vivo data on humans might seriously
prejudice the patentability of the invention for lack of novelty and/or inventive step in particular
because of the need or risk of publicly disclosing the invention or of possible intervening
publications disclosing the same or similar effect;
Firmly believing that the lack of in vivo data on humans in a patent application does not
prevent a pharmaceutical invention from being capable of industrial application;
Urges relevant authorities at a regional and/or national level to refrain from requiring the
presence of in vivo data on humans in the application when evaluating the patentability of an
invention in the pharmaceutical field;
And further urges relevant authorities at a regional and/or national level to accept post-filing
experimental data to support, if necessary, the fact that the compound or class of compounds
recited in the claims provides in humans the effect disclosed in the application.
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File No. 36654
SUPREME COURT OF CANADA
(ON APPEAL FROM A JUDGMENT OF THE FEDERAL COURT OF APPEAL)
BETWEEN:
ASTRAZENECA CANADA INC.
ASTRAZENECA AKTIEBOLAG and
ASTRAZENECA UK LIMITED
Appellants
(Appellants/Respondents Below)
- and APOTEX INC. and
APOTEX PHARMACHEM INC.
Respondents
(Respondents/Appellants Below)

AFFIDAVIT OF NICHOLAS TORTI

I, Nicholas Torti, of the City of Montreal, in the province of Québec, Canada, HEREBY
MAKE OATH AND SAY AS FOLLOWS:
1.

I am a student-at-law at Fasken Martineau DuMoulin LLP, counsel to the intervener
FICPI. I have personal knowledge of the matters to which I attest except where otherwise
stated, and where otherwise stated, I believe those matters to be true.

2.

I have researched key Canadian decisions where the patents at issue were invalidated for
lack of predicted utility. To this extent, I have performed online searches for different
news articles, publications, and jurisprudence in several key jurisdictions, where those
patents rendered invalid in Canada for lack of predicted utility were valid and enforced or
where lack of utility was not the basis for invalidity. The result of those searches is
summarized in a table, which I attach as Exhibit NT-1.
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3.

I have also researched Canadian decisions where different promises were found for the
same patent. One clear example is illustrated and summarized in a table, w hich I attach as
Exhibit NT-2.

4.

This affidavit is made in support ofFlCPI"s application to intervene in this appeal.

AND I HAVE SIGNED

NICHOLAS TORTI
Solemnly declared before me
at Montreal, Quebec on
July 27, 2016

Exhibits in support to the affidavit of Nicholas Torti

Brand name

PROVIGIL

XALATAN

EVISTA

REVATIO /
VIAGRA

NEXIUM

Generic name

Modafinil

Latanoprost

Raloxifene

Sildenafil

Esomeprazole

Examples of jurisdictions where the patent has not
been invalidated due to lack of utility
(English and French language sources only)

AstraZeneca Canada v Apotex, 2010 FC United States, United Kingdom, Australia, Austria,
714
Belgium, Brazil, Bulgaria, China, Czech Republic,
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Pfizer Canada v Ratiopharm, 2010 FC United States, United Kingdom, United Kingdom,
612
Australia, Austria, Belgium, Brazil, Bulgaria, China,
Pfizer Canada v Apotex, 2007 FC 26, Czech Republic, Denmark, Finland, France,
aff’d 2007 FCA 195, leave to appeal to Germany, Greece, Ireland, Italy, Luxembourg,
Netherlands, Norway, Russia, South Korea, Spain,
SCC refused 32169 (15 August 2007)
Sweden, Switzerland

Eli Lilly Canada v Apotex, 2009 FCA 97, United States, United Kingdom, Australia, Austria,
leave to appeal to SCC refused 33165 (22 Belgium, Brazil, Bulgaria, China, Czech Republic,
October 2009)
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Apotex v Pfizer Canada, 2011 FCA 236, United States, United Kingdom, Australia, Austria,
leave to appeal to SCC refused 34497 (2 Belgium, Brazil, Bulgaria, China, Czech Republic,
February 2012)
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Shire BioChem v Canada (Minister of United States, United Kingdom, Australia, Austria,
Health), 2008 FC 538
Belgium, Brazil, Bulgaria, China, Czech Republic,
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Canadian decision
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VALTREX

LYRICA

STRATTERA

ZYPREXA

DIAMICRON
MR

ALIMTA

Valacyclovir

Pregabalin

Atomoxetine

Olanzapine

Gliclazide

Pemetrexed

Eli Lilly Canada v Hospira Healthcare, United States, United Kingdom, Australia, Austria,
2016 FC 47
Belgium, Brazil, Bulgaria, China, Czech Republic,
Denmark, Finland, France, Germany, Greece,

Allergan v Apotex, 2016 FC 344, appeal United States, United Kingdom, Australia, Austria,
dismissed A-96-16
Belgium, Brazil, Bulgaria, China, Czech Republic,
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Eli Lilly Canada v Novopharm, 2010 United States, United Kingdom, Australia, Austria,
FCA 197, leave to appeal to SCC refused Belgium, Brazil, Bulgaria, China, Czech Republic,
33870 (28 September 2010)
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Novopharm v Eli Lilly, 2011 FCA 220, United States, United Kingdom, Australia, Austria,
leave to appeal to SCC refused 34396 (22 Belgium, Brazil, Bulgaria, China, Czech Republic,
August 2011)
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Pfizer Canada v Pharmascience, 2013 United States, United Kingdom, Australia, Austria,
FC 120
Belgium, Brazil, Bulgaria, China, Czech Republic,
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

GlaxoSmithKline v Pharmascience, 2008 United States, United Kingdom, Australia, Austria,
FC 593 (supplementary reasons 2008 FC Belgium, Brazil, Bulgaria, China, Czech Republic,
849)
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland
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ZYMAR

CIALIS

Gatifloxacin

Tadalafil

Eli
Lilly
Canada
v
Mylan United States, United Kingdom, Australia, Austria,
Pharmaceuticals, 2015 FC 125, appeal Belgium, Brazil, Bulgaria, China, Czech Republic,
discontinued A-120-15
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Les Laboratoires Servier v Apotex, 2015 United States, United Kingdom, Australia, Austria,
FC 108
Belgium, Brazil, Bulgaria, China, Czech Republic,
Denmark, Finland, France, Germany, Greece,
Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland

Ireland, Italy, Luxembourg, Netherlands, Norway,
Russia, South Korea, Spain, Sweden, Switzerland
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Latanoprost

Patented medicine
1,339,132

Canadian Patent
Number
Promise

Sound prediction

Pfizer Canada v Canada Latanoprost is useful insofar as it is a treatment of
(Health), 2011 FCA 102
glaucoma and intraocular hypertension, and does not
cause substantial ocular irritation as did the prior art
compound (paras 32-36).

No sound prediction

Apotex v Pfizer Canada, Latanoprost is useful for the treatment of glaucoma and
2011 FCA 236
intraocular hypertension on a chronic basis without
causing substantial side effects (paras 29, 38).

Decision
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APPLICANT’S
MEMORANDUM OF ARGUMENT
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APPLICANT’S MEMORANDUM OF ARGUMENT
PART I – STATEMENT OF FACTS
Overview
1.

This is a motion brought by the FÉDÉRATION INTERNATIONALE DES CONSEILS EN PROPRIÉTÉ
INTELLECTUELLE

(“FICPI”) for leave to intervene in this appeal, with the right to file a

factum and to present oral arguments at the hearing.
2.

This case provides the Supreme Court of Canada with the opportunity to clarify the
principles of law and policy underlying patent protection, in particular Canada’s utility
requirement and the scope of the promise doctrine. This issue is crucial in the view of the
international patent community since it impacts the balanced global protection of inventions,
the global harmonization of substantive patent law, and the interest of inventors with a view
to the needs of contemporary global commerce.

3.

FICPI is particularly concerned with regard to the interpretation and application of the
promise doctrine in Canada. As currently interpreted, this doctrine leads to a heightened
utility requirement, which represents a significant departure from the standard of utility
applied in many jurisdictions across the world. This has led to a number of patents being
declared invalid in Canada. This interpretation is also inconsistent with international treaties,
namely the Trans-Pacific Partnership (“TPP”), Agreement on Trade Related Aspects of
Intellectual Property (“TRIPS”), North American Free Trade Agreement (“NAFTA”) and
the Patent Cooperation Treaty requirements (“PCT”). As it currently stands, the utility
requirements in Canada have been blurred by the promise doctrine and lacks predictability
and certainty.

4.

Beyond national ramifications, the promise doctrine currently construed by Canadian courts
impacts on a broader international scale. Foreign entities are directly impacted since over
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85% of Canadian patents are applied for by foreign entities most of which are processed
through the PCT system.1
FICPI’s Purpose and Mission
5.

FICPI is a Switzerland-based international and non-political association of approximately
5,000 intellectual property lawyers in private practice from over eighty countries, including
Canada. FICPI was established in 1906. FICPI is a unique international organization that
supports leading intellectual property counsel from around the world. One of its strengths
stems from the experience and broad-based wisdom of its varied membership, providing
FICPI with a particularly balanced international perspective.2

6.

One of FICPI’s major roles is to support the predictable and balanced global protection of
inventions, the global harmonization of substantive patent law, and the interest of inventors
and applicants, the whole with deference to local laws and national authorities such as the
Canadian Intellectual Property Office (“CIPO”) tasked with granting a fair scope of patent
protection consistent with the claimed invention. A very high percentage of Canadian patent
applications are filed by foreign companies. Many of these patents are drafted by FICPI
members for their clients.3

7.

In particular, FICPI represents a large number of patent professionals in private practice
active in the pharmaceutical and many other industries and whose professional activity will
be affected by the outcome of this appeal. Its members’ clients include individual inventors
as well as small, medium, and large companies. FICPI’s members advise inventors in
intellectual property matters and secure protection for industrial innovations. Its members’
patent filing operations are crucial to Canada’s patent prosecution industry since the patent

1
2
3

Affidavit of Coleen Morrison, sworn July 27, 2016 at para 6 (“the Morrison Affidavit”), Motion to
leave to intervene of the FICPI, ci-après “M.L.I.”, vol. I, p. 9.
The Morrison Affidavit at para 3, M.L.I., vol. I, p. 8 and 9; Exhibit CM-2 to the Morrison Affidavit,
M.L.I., vol. I, p. 34 and ff.
The Morrison Affidavit at paras 4-6, M.L.I., vol. I, p. 9.
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filings and grants by foreign countries in Canada amount to over 85% of the total number of
applications filed and granted. The vast majority of patents filed by foreign countries in
Canada are processed through the PCT system, which allows the filing of a single patent
application (prepared by FICPI members) in multiple jurisdictions simultaneously.
FICPI’s Previous Interventions in Judicial Proceedings
8.

FICPI’s statutory objectives include, inter alia, intervening in international proceedings in
order to secure the rights of inventors and industrialists. In particular, articles 2(4) and 2(5)
of FICPI’s statute provides that:
4. To study all administrative or legislative reforms and all
improvements to international treaties and conventions, with the object
of facilitating the exercise by inventors and industrialists of their rights,
of increasing their security, and of simplifying procedure or formalities;
5. To intervene in international proceedings for the purpose of pursuing
the achievement of the abovementioned reforms and improvements;4

9.

In performing its role, FICPI has also been involved in many interventions before different
organizations and judicial entities. In the course of representing the interests of its members,
FICPI has presented submissions to various organizations across the world. Most notably,
FICPI has intervened in major patent cases in Canada, the United States and Europe, namely:
(a) FICPI was one of the interveners before this Honorable Court in Apotex Inc., et al
v Sanofi-Aventis, et al, Docket No. 35562. In that case, FICPI provided useful
submissions regarding similar issues as in the present case, namely Canada’s promise
doctrine and heightened utility requirement from an international perspective. That case
was discontinued the day before the hearing, barring FICPI from the opportunity to
provide oral submission on those issues before this Court.5

4
5

The Morrison Affidavit at para 7, M.L.I., vol. I, p. 9 and 10; Exhibit CM-3 to the Morrison Affidavit,
M.L.I., vol. I, p. 77 and ff.
Exhibit CM-4 to the Morrison Affidavit, M.L.I., vol. I, p. 108 and ff.
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(b) FICPI was the only organization to bring an international perspective to the United
States Supreme Court (The Association for Molecular Pathology, et al v Myriad
Genetics, Inc. et al, 569 US12-398 (2013); Bilski v Kappos, 561 US __ (2010)) and the
Courts of Appeal for the Federal Circuit (Lighting Ballast Control LLC v Philips
Electronics North America Corporation et al, No. 12-1014 (Feb 12, 2014)); by filing
amicus briefs on standards for file history estoppel, the proper definition of the scope of
invention, the protection of software, the requirement of written description, the broad
application of prior art and the proper scope and reach of a country’s patents into a
foreign jurisdiction.6
(c) FICPI has also filed amicus briefs with the European Patent Office’s Enlarged Board of
Appeal, dealing with issues, such as disclaimers, diagnostic and surgical methods,
divisional applications, “essentially biological” processes, dosage regiments, the
patentability of computer software, and partial and multiple priorities.7
10.

Pursuant to article 3(1) of its statute, FICPI does not advocate for any party involved in this
appeal.8
---------PART II – QUESTIONS AT ISSUE

11.

The issues to be determined on this motion are: (i) whether FICPI has an interest in this
appeal; (ii) whether its submissions in this appeal would be useful and different from those
of the other parties.
----------

6
7
8

Exhibit CM-5 to the Morrison Affidavit, M.L.I., vol. I, p. 126 and ff.
Exhibit CM-6 to the Morrison Affidavit, M.L.I., vol. II, p. 215 and ff.
Exhibit CM-3 to the Morrison Affidavit, M.L.I., vol. I, p. 77 and ff.
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PART III – ARGUMENT
12.

To obtain leave to intervene, FICPI must demonstrate that: (1) it has an interest in the appeal
and (2) that its submissions will be useful and different from those of the other parties.9

FICPI’s Interest in the Appeal
13.

FICPI and its members have a direct and significant interest in the issues raised in this appeal.
The appeal raises issues of significance to the international patent community, in particular IP
professionals in private practice, with regard to the scope of protection that is provided under
Canada’s Patent Act, namely with respect to the utility of patents and the existence and
application of the promise doctrine. The law on this issue requires clarification from this Court.

14.

This appeal has the potential of significantly impacting how patent professionals operate
internationally regarding patent prosecution of innovations in Canada, notably through the
PCT system. The outcome of this appeal is a matter of great concern to the members of
FICPI since they represent clients that file an important number of patents, including
pharmaceutical patents in Canada.10

15.

Global patent protection is the cornerstone of innovation. The accompanying market
exclusivity provides an essential economic incentive to pursue the development of new and
better products. This incentive is even more critical for the pharmaceutical industry since not
every pharmaceutical research endeavour and invention will succeed. In fact, most will fail
and never proceed beyond the initial testing phase. It goes without saying that the
development of a pharmaceutical product is very costly and requires tremendous investment
in time and money. Pharmaceutical inventions are often the result of a global endeavour with
multiple stakeholders from all over the world collaborating in the developing the invention.

9
10

R v. Finta, [1993] 1 SCR 1138 at 1142, M.L.I., vol. II, p. 316 and ff.
Morrison Affidavit, supra note 1 at para 11, M.L.I., vol. I, p. 11.
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With this in mind, the importance of global patent protection in the overall viability of the
pharmaceutical industry cannot be undermined.11
16.

Against this backdrop, FICPI has observed that in Canada, patents have been declared
invalid by the courts for lack of utility, because a “promise” of utility supposedly made by
the inventor has not been shown to have been soundly predicted at the time of the Canadian
filing. As a result, the promise doctrine has contributed to invalidating a number of patents
for lack of utility when they were found to be useful in other jurisdictions. FICPI and its
members are very concerned by the effects caused by this doctrine.12

17.

With regard to key pharmaceutical drugs, Canada’s stance on the validity of the patents
associated with these drugs stands in sharp contrast with those of other jurisdictions, most
notably the United States and the United Kingdom. In these jurisdictions, these patents
remained valid and enforceable. In fact, for these patents, the lack of utility has never been
the basis for invalidity via litigation while in Canada, they were found to lack utility. In
addition, different promises were found for the same patent in different judicial decisions,
leading to inconsistent conclusions and giving the impression that promises are found on an
arbitrary basis. Accordingly, it is no surprise that the promise doctrine has been the subject
of much debate in Canada and abroad. Globally, the interpretation and application of this
promised utility requirement by Canadian courts has placed Canada at odds with other
jurisdictions and its major trading partners across the world.13

18.

In its current iteration, the promise doctrine is in fact a heightened utility requirement unique to
Canada and inconsistent with the principles of patentability set out international treaties, namely
the TPP, TRIPS, NAFTA and PCT. The promise doctrine currently interpreted and applied by
Canadian courts is highly prejudicial to members of FICPI having regard to their economic
interests and more importantly those of their clients in view of contemporary global commerce
since Canadian patent law and its promise doctrine fail to properly consider the context in which

11
12
13

Ibid at para 12, M.L.I., vol. I, p. 11.
Ibid at para 13, M.L.I., vol. I, p. 11 and 12.
Affidavit of Nicholas Torti, sworn July 27, 2016 (“the Torti Affidavit”), M.L.I., vol. II, p. 257 and
258; Exhibits NT1- and NT-2 to the Torti Affidavit, M.L.I., vol. II, p. 259 and ff.
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international patent applications are prepared and processed, namely through the PCT system.
Consequently, the promise doctrine poses an undue burden on the international patent practice
of FICPI’s members and ultimately creates disproportionate risks to their clients.14
19.

Moreover, members of FICPI are concerned that the current interpretation and application
of the utility requirement by Canadian courts allow for the invalidation of patents based on
the concept of deceit as codified under subsection 53(1) of the Patent Act, without the need
to show material misrepresentation and wilful deceit.15

20.

Indeed, the promise doctrine, as presently construed, leads to the invalidity of a number of
patents on the basis that there was a misrepresentation as to the promise or the advantages
conferred by some inventions, as disclosed in the patent specification. However, this principle
is applied without regard to whether that misrepresentation was material and whether there
was willful deceit. This is inconsistent with subsection 53(1) of the Patent Act.16

21.

All things considered, the promise doctrine allows patents to be declared invalid, not on the basis
that the patent does not disclose a useful invention pursuant to the requirements under s. 2 of the
Patent Act, but rather on the basis of the concept of deceit (an alleged promise that is not
delivered or soundly predicted), which is found under subsection 53(1) of the Patent Act, without
having to meet the requisite burden to show material misrepresentation and wilful deceit.

22.

In light of the above, members of FICPI are concerned that the current interpretation of the
promise doctrine puts Canada out of step with its major trading partners and the rest of the
world, usurping innovation and legitimate inventions while negatively affecting the balanced
global protection of inventions, the global harmonization of substantive patent law, and the
interest of inventors and patent holders in view of global contemporary commerce.

14
15

16

Morrison Affidavit, supra note 1 at para 16, M.L.I., vol. I, p. 12; the issue was raised in concurring reasons
by Gauthier J.A. in Sanofi-Aventis v Apotex Inc., 2013 FCA 186 at para 125, M.L.I., vol. II, p. 370.
Morrison Affidavit, supra note 1 at para 17, M.L.I., vol. I, p. 12; Patent Act, RSC 1985, s 53(1);
Norman Siebrasse, “The False Doctrine of False Promise” (2013) 29 CIPR 3 at 43, 49-52, M.L.I.,
vol. II, p. 417, 423-426.
See generally Norman Siebrasse, “The False Doctrine of False Promise” (2013) 29 CIPR 3 at 43, 49-52,
M.L.I., vol. II, p. 417, 423-426.

- 270 Applicant’s Memorandum of Argument

Argument

FICPI’s Submission Will Be Useful and Different
23.

As the world’s leading association of intellectual property counsel in private practice, FICPI
is uniquely situated to provide this Honourable Court with a global perspective on the
important issues of law and policy raised in this appeal. Its perspective stems from the
experience and broad-based wisdom of its varied membership, providing FICPI with a
particularly balanced international perspective. Since FICPI is largely comprised of patent
practitioners in private practice representing foreign inventors, corporate entities,
universities, and research institutes, FICPI is poised to give this Court the perspective of the
international patent community. FICPI’s submissions will not only be relevant and useful to
this Court, but will also be different from those of the other parties.17

24.

FICPI has no interest as to the validity of the patent in dispute and accordingly, will not take
position on the outcome of the appeal. Pursuant to article 3(1) of its statute, FICPI does not
advocate for any party involved in this appeal.18 Accordingly, FICPI does not intend to take
a position in favor of any party to this matter. Rather, its submissions will provide assistance
to this Court in forming the proper test in consideration of the balanced global protection of
inventions, the global harmonization of substantive patent law, and the interest of the
inventors and patent holders in view of contemporary global commerce.19

25.

FICPI’s submissions will assist the Court in the determination of the issues raised in this
appeal in a manner that is consistent with international standards of law and policy, bearing
in mind national nuances and any material differences between Canada’s legal system and
those in other jurisdictions.20

26.

FICPI will therefore provide this Court with submissions that are not only relevant and
useful, but also different from those of the other parties.

17
18
19
20

Morrison Affidavit, supra note 1 at para 19, M.L.I., vol. I, p. 13.
Exhibit CM-3 to the Morrison Affidavit, M.L.I., vol. I, p. 77 and ff.
Morrison Affidavit, supra note 1 at para 20, M.L.I., vol. I, p. 13.
Morrison Affidavit, supra note 1 at para 21, M.L.I., vol. I, p. 13 and 14.
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If granted leave, FICPI will take the position that:
(a) Canada’s utility requirement lacks certainty and predictability to the international patent
community in consideration of the balanced global protection of inventions, the global
harmonization of substantive patent law, and the interest of inventors. This uncertainty
negatively impacts Canada and its role in contemporary global commerce.
(b) Patent utility is a statutory requirement set out in s. 2 of the Patent Act, which requires
that an invention be new, useful, and non-obvious. The threshold of Canada’s utility
requirement should reflect the standard followed by the Canada’s major trading partners.
It should be a low one, such as a “mere scintilla of utility” or “capable of some real-world
use”, whether the utility of the patent is based on a demonstrated or predicted basis.
(c) The utility requirement relates to patentability, and not, for example, in the
pharmaceutical industry, to the safety and effectiveness of the drug. A patent should
only be declared invalid on the basis of lack of utility in the very rare instances where it
is shown that the invention has no utility whatsoever or that the proposed utility was
merely and utterly speculative.
(d) A promise in the patent disclosure should only invalidate a patent pursuant to the
requirements of subsection 53(1) of the Patent Act. The promise doctrine currently
applied by Canadian courts is inconsistent with subsection 53(1) of the Patent Act since
it does not consider the criteria found in subsection 53(1).

Prejudice to FICPI
28.

Denying FICPI the opportunity to be heard before this Court would cause prejudice to
FICPI’s members and stakeholders, all of whom have a direct and significant interest in the
pharmaceutical patent industry in Canada.21

21

Morrison Affidavit, supra note 1 at para 24, M.L.I., vol. I, p. 14.
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Costs

FICPI will also suffer prejudice if it is not granted intervener status in the present appeal
since its arguments regarding the Canadian utility requirement and the promise doctrine with
a view to the balanced global protection of inventions, the global harmonization of
substantive patent law, and the interest of inventors, both foreign and domestic, the impact
of those issues on patent practitioners around the world, and the importance of patent
protection in today’s global economy will not be highlighted before this Court.22

30.

Accordingly, FICPI urges this Honorable Court to consider its submissions and broader
international perspective.
----------PART IV – COSTS

31.

It is respectfully submitted that there should be no costs of this motion.
----------PART V – ORDER SOUGHT

32.

FICPI respectfully requests that it be granted leave to intervene, with the right to file a factum
of no more than 15 pages, and leave to make oral submissions on the hearing of the appeal
for a maximum of 15 minutes.

ALL OF WHICH IS RESPECTFULLY SUBMITTED
Dated at Montréal, this 29 day of July, 2016
______________________________

_________________________________

Julie Desrosiers
Alain M. Leclerc
Kang Lee
Goudreau Gage Dubuc
Fasken Martineau DuMoulin LLP
Counsel for Intervener
Fédération internationale des conseils
en propriété intellectuelle
22

Morrison Affidavit, supra note 1 para 25, M.L.I., vol. I, p. 15.
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ON APPEAL FROM THE COURT OF APPEAL FOR
QUEBEC

EN APPEL DE LA COUR D’APPEL DU QUÉBEC

Patents — Infringement — Validity — Scope and
ambit of patent owner’s monopoly — Anticipation by
publication — Extent to which patent monopoly protects
“substance” of invention — Whether claims patented
sufficiently elastic to catch competitor’s machine.

Brevets — Contrefaçon — Validité — Étendue et portée du monopole du titulaire d’un brevet — Antériorité
par publication — Mesure dans laquelle le monopole
d’un brevet protège l’«essentiel» de l’invention — Les
revendications de brevets sont-elles suffisamment extensibles pour englober l’appareil d’un concurrent?

The appellant is the owner of two patents of invention
issued in 1981 and 1983 which relate to an apparatus
that bombards different parts of the human body with
low frequency electro-magnetic waves. The system discovered by the appellant was for a new method of controlling the amplitude and frequency of the electro-magnetic waves by “circuit means”. The respondent
company developed and marketed an apparatus which
achieved similar therapeutic purposes, but employed
somewhat different technology, using instead a
“microcontroller”. The appellant acknowledged the difference, but argued that the end result was the same and
therefore its patent monopoly was infringed. The trial
judge ruled the patents anticipated and thus invalid. The

L’appelante est titulaire de deux brevets d’invention
délivrés en 1981 et 1983, visant un appareil qui irradie
différentes parties du corps humain d’ondes électromagnétiques de basse fréquence. L’appelante a découvert
une nouvelle façon de régler, à l’aide de «circuits»,
l’amplitude et la fréquence des ondes électromagnétiques. La compagnie intimée a conçu et lancé sur le
marché un appareil permettant d’obtenir des effets thérapeutiques semblables, mais à l’aide d’une technique
quelque peu différente utilisant un «microcontrôleur».
L’appelante a reconnu la différence, mais a fait valoir
que, en fin de compte, le résultat est le même et que les
intimés ont donc contrevenu au monopole accordé par le
brevet. Le juge de première instance a conclu que les
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brevets se heurtaient à une antériorité et étaient par conséquent invalides. La Cour d’appel a écarté la conclusion d’invalidité, mais a conclu qu’il n’y avait pas de
contrefaçon.
Arrêt: Le pourvoi est rejeté.

The interpretive task of the court in claims construction is to separate and distinguish the essential from the
inessential and to give to the “field” of the monopoly
framed by the essential elements of the claims the legal
protection to which the holder of a valid patent is entitled. The essential elements common to the claims of
both patents in suit include a control to regulate the peak
amplitude and frequency of electro-magnetic waves by
“circuit means”. The claimed invention effected an ingenious combination rather than a mere aggregation of
previously known components. The invention was not
anticipated by a prior publication that did not address
the technical problems dealt with in these patents.

Il incombe au tribunal appelé à interpréter des revendications de distinguer et de départager l’essentiel et le
non-essentiel et d’accorder au «champ» du monopole
délimité par les éléments essentiels des revendications la
protection juridique à laquelle a droit le titulaire d’un
brevet valide. Les éléments essentiels communs aux
revendications des deux brevets comprennent un contrôle réglant à l’aide de «circuits» l’amplitude de crête et
la fréquence des ondes électromagnétiques. L’invention
revendiquée correspondait à une combinaison ingénieuse de composants déjà connus, et non à leur simple
juxtaposition. L’invention ne se heurte pas à l’antériorité d’une publication qui n’abordait pas les difficultés
techniques sur lesquelles portent les brevets en cause.

The more difficult issue is how best to resolve the
tension between “literal infringement” and “substantive
infringement”. The Patent Act seeks both fairness and
predictability. Its objective of promoting research and
development would be undermined if competitors fear
to tread in the vicinity of the patent because its scope
lacks a reasonable measure of precision and certainty.
Predictability is achieved by tying the patentee to its
claims and fairness is achieved by interpreting those
claims in an informed and purposive way.

La question la plus difficile consiste à déterminer
quelle est la démarche qui s’impose pour arbitrer «contrefaçon textuelle» et «contrefaçon de l’essentiel du brevet» . La Loi sur les brevets vise tant l’équité que la prévisibilité. L’objectif visant à favoriser la recherche et le
développement est compromis lorsqu’un concurrent
craint de marcher dans les plates-bandes du titulaire
d’un brevet dont la portée n’est pas raisonnablement
précise et certaine. La prévisibilité est assurée du fait
que les revendications lient le breveté et l’équité résulte
de l’interprétation des revendications de façon éclairée
et en fonction de l’objet.

The greater the level of discretion left to courts to
peer below the language of the claims in a search for the
“spirit of the invention”, the less the claims can perform
their public notice function, and the greater the resulting
level of unwelcome uncertainty and unpredictability.
“Purposive construction” does away with a purely literal
interpretation but disciplines the scope of the “substantive” claims construction in the interest of fairness to
both the patentee and the public. Some elements of a
claimed invention are essential while others are nonessential. These are identified, on the basis of the common knowledge of the worker skilled in the art to which
the patent relates as of the date the patent is published
(under the current provisions of the Patent Act the date
of publication is the “laid open” date). There is no
infringement if an essential element is different or omitted in the allegedly infringing device, but there may still
be infringement if non-essential elements are substituted
or omitted. For an element to be considered non-essen-

Plus grand est le pouvoir discrétionnaire accordé au
tribunal de rechercher «l’esprit de l’invention» au-delà
du libellé des revendications, moins les revendications
peuvent jouer leur rôle d’information du public et plus
l’incertitude et l’imprévisibilité qui en résultent malheureusement sont grandes. L’«interprétation téléologique»
supprime l’interprétation purement textuelle, mais elle
resserre l’interprétation de ce qui constitue l’«essentiel»
des revendications et ce, afin qu’un traitement équitable
soit accordé à la fois au breveté et au public. Certains
éléments de l’invention sont essentiels, alors que
d’autres ne le sont pas. Ces éléments sont déterminés en
fonction des connaissances usuelles d’un travailleur
versé dans l’art dont relève l’invention, à la date à
laquelle le brevet est publié (soit, selon les dispositions
actuelles de la Loi sur les brevets, la date d’«accessibilité»). Il n’y a pas de contrefaçon lorsqu’un élément
essentiel de l’appareil en cause est différent ou omis,
mais il peut toutefois y avoir contrefaçon lorsque des
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ÉLECTRO SANTÉ INC.
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tial and thus substitutable, it must be shown either that
on a purposive construction of the words of the claim it
was clearly not intended to be essential, or that at the
date of publication of the patent, the skilled addressee
would have appreciated that a particular element could
be substituted or omitted without affecting the working
of the invention.

éléments non essentiels sont substitués ou omis. Pour
qu’un élément soit jugé non essentiel et, partant, remplaçable, il faut établir que, suivant une interprétation téléologique des termes employés dans la revendication, l’inventeur n’a manifestement pas voulu qu’il soit essentiel,
ou que, à la date de la publication du brevet, le destinataire versé dans l’art aurait constaté qu’un élément
donné pouvait être substitué ou omis sans que cela ne
modifie le fonctionnement de l’invention.

Based on the foregoing principles, the respondents’
device does not infringe. The ingenuity of these patents
lay not in their identification of a desirable result but in
teaching particular means to achieve it. The claims cannot be stretched to allow the patentee to monopolize
anything that achieves the desirable result. The respondents’ device differs both structurally and operationally
from the device contemplated in the claims. The use of a
“microcontroller” substituted a totally different technology and was fatal to the appellant’s allegation of
infringement.

Vu ces principes, l’appareil des intimés ne constitue
pas une contrefaçon. L’ingéniosité propre à ces brevets
ne tient pas à la détermination d’un résultat souhaitable,
mais bien à l’enseignement d’un moyen particulier d’y
parvenir. La portée des revendications ne peut être
extensible au point de permettre au breveté d’exercer un
monopole sur tout moyen d’obtenir le résultat souhaité.
L’appareil des intimés se distingue de celui envisagé
dans les revendications tant par sa construction que par
son fonctionnement. L’utilisation d’un «microcontrôleur» emporte la substitution d’une technologie totalement différente, ce qui en soi justifie le rejet de l’allégation de contrefaçon formulée par l’appelante.
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[1997] Q.J. No. 3479 (QL), allowing in part the
appellant’s appeal from a judgment of the Superior
Court, holding that the appellant’s patents were
invalid and that they had not been infringed by the
respondents. Appeal dismissed.

POURVOI contre un jugement de la Cour
d’appel du Québec, [1997] R.J.Q. 2907, 81 C.P.R.
(3d) 456, [1997] A.Q. no 3479 (QL), qui a accueilli
en partie l’appel interjeté par l’appelante contre un
jugement de la Cour supérieure, qui avait statué
que les brevets de l’appelante étaient invalides et
que les intimés ne les avaient pas contrefaits. Pourvoi rejeté.
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Version française du jugement de la Cour rendu
par

BINNIE J. — The principal question that arises
on this appeal is the extent to which a patent
monopoly protects “the substance” or “the spirit”
of an invention, as distinguished from what is literally described in the written claims, and whether
on the facts of this case the claims patented by the
appellant are sufficiently elastic to catch the
electro-magnetotherapy machine of the respondent
Électro Santé Inc.

LE JUGE BINNIE — Dans le cadre du présent
pourvoi, notre Cour est principalement appelée à
déterminer dans quelle mesure le monopole conféré par un brevet protège l’«essentiel» ou l’«esprit» de l’invention, par opposition à ce qui est
expressément énoncé dans les revendications
écrites, et si en l’espèce, les revendications des
brevets de l’appelante sont suffisamment extensibles pour englober l’appareil d’électromagnétothérapie de l’intimée Électro Santé Inc.

1

More specifically, the appellant concedes that
the respondents’ machine, which is used in the
treatment of such bodily ills as rheumatism and
arthritis, is not precisely as described in the written
claims of its patents. It says, however, that the
respondents have stolen the substance of its invention and claims an injunction plus compensatory
and punitive damages.

Plus précisément, l’appelante reconnaı̂t que l’appareil des intimés, qui est utilisé dans le traitement
d’affections physiques comme le rhumatisme et
l’arthrite, ne correspond pas exactement à la description qui figure dans les revendications écrites
de ses brevets. Elle soutient cependant que les
intimés se sont approprié l’essentiel de son invention et elle demande une injonction ainsi que des
dommages-intérêts compensatoires et punitifs.

2

The appeal thus raises important questions about
the scope and ambit of a patent owner’s monopoly.
Too much elasticity in the interpretation of the
scope of the claims creates uncertainty and stifles
competition. Too little protection robs inventors of
the benefit they were promised in exchange for
making a full and complete disclosure of the fruits
of their ingenuity. The Quebec Court of Appeal
held that the respondents’ machines took neither
the letter nor the substance of the appellant’s patents. I think this conclusion was correct, although
I get there by a somewhat different route. The
appeal must therefore be dismissed.

Le présent pourvoi soulève donc d’importantes
questions concernant la portée du monopole que
confère le brevet à son titulaire. Une interprétation
trop extensible de la portée des revendications crée
de l’incertitude et entrave la concurrence. Une protection trop restreinte prive l’inventeur de l’avantage qu’on lui a promis en échange de la divulgation complète du fruit de son ingéniosité. La Cour
d’appel du Québec a statué que les appareils des
intimés ne contrefaisaient ni la lettre ni l’essentiel
des brevets de l’appelante. Je crois que cette conclusion est juste, bien que j’y arrive à l’issue d’une
démarche quelque peu différente. Le pourvoi doit
donc être rejeté.

3

I. Facts

I. Les faits

The appellant, Free World Trust, is the owner of
two patents of invention numbered 1,113,156 (the
“'156 patent”) and 1,150,361 (the “'361 patent”)
issued in 1981 and 1983 respectively. The patents
relate to an apparatus that bombards different parts
of the human body with low frequency electromagnetic waves. Electro-magnetotherapy is not
new, but the appellant persuaded the Commis-

L’appelante, Free World Trust, est titulaire des
brevets d’invention 1 113 156 (le «brevet 156») et
1 150 361 (le «brevet 361») délivrés respectivement en 1981 et en 1983. Les brevets visent un
appareil qui irradie différentes parties du corps
humain d’ondes électromagnétiques de basse fréquence. L’électromagnétothérapie n’est pas un
traitement nouveau, mais l’appelante a convaincu
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sioner of Patents that it had discovered a new
method of controlling the amplitude and frequency
of the electromagnetic waves by “circuit means”
with desirable and beneficial effects. The appellants put the invention described in these patents
on the market in the form of an apparatus called
Rhumart, which was a commercial success. In
1991, the appellant sold 3,525 Rhumart systems
for a total of $13,683,240.

le commissaire aux brevets qu’elle avait découvert
une nouvelle façon de régler, à l’aide de «circuits»,
l’amplitude et la fréquence des ondes électromagnétiques de façon à obtenir les effets bénéfiques
voulus. L’appelante a exploité l’invention visée
par ces brevets en commercialisant avec succès un
appareil appelé Rhumart. En 1991, elle a vendu
3 525 systèmes Rhumart, son chiffre d’affaires à
cet égard s’élevant alors à 13 683 240 $.

5

On March 4, 1992, the respondent Paul Demers,
one of the appellant’s sales representatives, quit his
employ with the appellant and started the respondent company for the purpose of developing and
marketing electro-magnetotherapy machines in
competition with his former firm. Within approximately six months of Demers’ departure from the
appellant company, the “new” product was on sale.
The respondent Noël Desjardins, formerly an independent distributor for the Rhumart system, joined
Demers to provide distribution and marketing
expertise.

Le 4 mars 1992, l’intimé Paul Demers a résigné
ses fonctions en tant que représentant des ventes de
l’appelante et a mis sur pied la société intimée afin
de concevoir et de lancer sur le marché des appareils d’électromagnétothérapie appelés à concurrencer ceux de son ancien employeur. Environ six
mois après le départ de M. Demers de la société
appelante, le «nouveau» produit était offert en
vente. L’intimé Noël Desjardins, qui était auparavant un distributeur indépendant des systèmes
Rhumart, s’est joint à M. Demers pour le faire
bénéficier de son expérience en matière de distribution et de mise en marché.

6

The respondents’ apparatus (which it called
“Électro-Santé”) achieved similar therapeutic purposes, but employed somewhat different technology. The present controversy revolves around
these differences, and whether they are sufficiently
substantial to put the respondents outside the
appellant’s monopoly. Of particular importance is
the fact that the appellant’s patents teach the use of
“control circuits” to regulate the magnetic field of
waves or pulses whose frequency, orientation and
amplitude are critical to therapy. Its Rhumart apparatus employed such “control circuits”. The
respondents’ Électro-Santé machines, on the other
hand, used a “microcontroller” which, according to
the appellant’s own expert, is a [TRANSLATION]
“highly versatile element, similar to an IBM PC
computer or the like”. He acknowledged that this
method of regulating the magnetic field is different
from what is contemplated in the claims of the patent. The appellant’s position, however, is that the
end result was the same and that its monopoly was
thereby infringed.

L’appareil des intimés (appelé «Électro-Santé»)
permettait d’obtenir des effets thérapeutiques semblables, mais à l’aide d’une technique quelque peu
différente. Le litige porte sur cette différence et sur
la question de savoir si elle est suffisamment
importante pour soustraire l’appareil des intimés
au monopole de l’appelante. Est d’une importance
particulière le fait que les brevets de l’appelante
enseignent l’utilisation de «circuits de contrôle»
pour réguler le champ magnétique des ondes ou
des impulsions dont la fréquence, l’orientation et
l’amplitude sont cruciales à la thérapie. Son appareil, le Rhumart, était doté de tels «circuits de contrôle». Les appareils Électro-Santé des intimés
étaient par contre dotés d’un «microcontrôleur»
qui, selon l’expert retenu par l’appelante, constitue
un «élément très polyvalent, au même titre qu’un
ordinateur IBM PC ou autre». L’expert a reconnu
que ce mode de régulation du champ magnétique
diffère de ce qui est envisagé dans les revendications du brevet. Cependant, l’appelante estime que,
en fin de compte, le résultat est le même et qu’il y
a donc contrefaçon.
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II. Judgments

II. Les jugements des juridictions inférieures

1. Trial Judgment (Quebec Superior Court —
Bergeron J.)

1. Première instance (Cour supérieure du Québec
— Le juge Bergeron)

The trial judge ruled against the validity of the
patents obtained by the appellant. The Patent Act,
R.S.C., 1985, c. P-4, provides that a patent cannot
be granted for an invention in a publication printed
in Canada or in any other country more than two
years prior to the patent application (ss. 27(1) and
28(2)). In Bergeron J.’s view, the invention
described in the patent claims was anticipated by a
1975 article authored by G. R. Solov’eva, entitled
“Instrumentation and Applications of LowFrequency Magnetotherapy”. The Solov’eva article, he concluded, conveys all of the fundamental
elements needed to produce the claimed invention,
thereby rendering the patents anticipated and thus
invalid:

Le juge de première instance a conclu à l’invalidité des brevets obtenus par l’appelante. La Loi sur
les brevets, L.R.C. (1985), ch. P-4, prévoit qu’un
brevet ne peut être accordé pour une invention qui
a été décrite dans une publication imprimée au
Canada ou dans un autre pays plus de deux ans
avant la demande de brevet (par. 27(1) et 28(2)).
De l’avis du juge Bergeron, l’invention décrite
dans les revendications du brevet avait déjà fait
l’objet, en 1975, d’un article de G. R. Solov’eva
intitulé «Instrumentation and Applications of LowFrequency Magnetotherapy». Il a conclu que l’article de Solov’eva renfermait tous les éléments
fondamentaux nécessaires à la réalisation de l’invention revendiquée, de sorte que les brevets se
heurtaient à une antériorité et étaient par conséquent invalides:

[TRANSLATION] In my view, the Solov’eva article discloses all of the fundamental elements necessary to
allow a person skilled in the art or science of the relevant field to make or construct the invention. We find
present in this article all the essential characteristics
described in the patent claims. This is a publication that
describes the invention that is the subject of patents
1,113,156 and 1,150,316.

À notre avis, l’article de Solov’eva révèle tous les éléments fondamentaux pouvant permettre à une personne
versée dans l’art ou la science dont relève l’invention de
confectionner ou construire l’objet de l’invention. Nous
retrouvons dans cet article la présence de toutes les
caractéristiques essentielles décrites dans les revendications des brevets. Il s’agit d’une publication qui décrit
l’invention faisant l’objet des brevets 1,113,156 et
1,150,361.

In light of this conclusion, Bergeron J. dismissed
the action without expressing an opinion on the
issue of patent infringement. The allegation of
unfair competition on the part of the respondents
Demers and Desjardins was also rejected.

Vu cette conclusion, le juge Bergeron a rejeté l’action sans se prononcer sur la question de la contrefaçon du brevet. L’allégation de concurrence
déloyale visant les intimés Demers et Desjardins a
elle aussi été rejetée.

2. Court of Appeal (Rousseau-Houle J.A. for the
Court) (1997), 81 C.P.R. (3d) 456

2. Cour d’appel (Le juge Rousseau-Houle, s’exprimant au nom de la Cour), [1997] R.J.Q.
2907

Rousseau-Houle J.A. cited the provision of the
Patent Act which creates a presumption in favour
of the validity of a patent. The burden of proving
the invalidity of the appellant’s patents on a balance of probabilities rested on the respondents.
The respondents failed to discharge this onus. The
Solov’eva article did not contain all of the essential
elements of the patent claims and a reading of it

Le juge Rousseau-Houle a cité la disposition de
la Loi sur les brevets qui crée une présomption de
validité du brevet. Il incombait donc aux intimés
d’établir, selon la prépondérance des probabilités,
la non-validité des brevets de l’appelante. Les
intimés ne se sont pas acquittés de ce fardeau de
preuve. L’article de Solov’eva ne renfermait pas
tous les éléments essentiels des revendications du

7
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would not provide a person skilled in the art the
information necessary to build, without risk of
error, the patented device. Rousseau-Houle J.A.
also rejected the arguments of lack of ingenuity
and inventiveness. Accordingly, the trial finding of
invalidity was reversed and patents '156 and '361
were declared valid.

brevet et ne fournissait pas à une personne versée
dans l’art l’information nécessaire pour construire,
sans risque d’erreur, l’appareil breveté. Le juge
Rousseau-Houle a également rejeté les allégations
d’absence d’ingéniosité et d’esprit inventif. En
conséquence, elle a écarté la conclusion d’invalidité du brevet tirée en première instance et a
déclaré valides les brevets 156 et 361.

9

On the issue of infringement, Rousseau-Houle
J.A. considered the principles applicable to claims
construction and noted that the appellant’s case
rested on an allegation of “substantive” infringement. Rousseau-Houle J.A. identified certain differences and similarities between the Électro-Santé
and Rhumart systems and concluded that there
were sufficient differences to distinguish the
Électro-Santé device and therefore rejected the
allegation of infringement. The appeal with respect
to an injunction and damages was therefore dismissed.

En ce qui concerne la contrefaçon, le juge
Rousseau-Houle a examiné les principes applicables à l’interprétation des revendications d’un
brevet et a fait remarquer que la thèse de l’appelante s’appuyait sur une allégation de contrefaçon
de l’«essentiel» du brevet. Elle a relevé certaines
différences et similarités entre le système ÉlectroSanté et le système Rhumart, puis a conclu que le
premier se distinguait suffisamment du second
pour échapper à la portée des brevets. Elle a donc
rejeté l’allégation de contrefaçon. L’appel concernant une injonction et des dommages-intérêts a
donc été rejeté.

10

The respondents’ trustee in bankruptcy elected
not to participate in the appeal to this Court. However, Procter & Gamble Inc. successfully applied
to intervene in support of the correctness of the
outcome arrived at by the Quebec Court of Appeal.

Le syndic de faillite des intimés a choisi de ne
pas participer au pourvoi dont notre Cour est saisie. Par contre, Procter & Gamble Inc. s’est vu
reconnaı̂tre la qualité d’intervenante pour défendre
le bien-fondé de la décision de la Cour d’appel du
Québec.

III. Relevant Statutory Provisions

III. Les dispositions législatives pertinentes

As the patents in suit were issued prior to
October 1, 1989, the provisions of the former
Patent Act apply. The relevant sections of the
Patent Act, R.S.C., 1985, c. P-4, provide as
follows:

Puisque les brevets en cause ont été délivrés
avant le 1er octobre 1989, les dispositions de
l’ancienne Loi sur les brevets s’appliquent. Les
dispositions pertinentes de la Loi sur les brevets,
L.R.C. (1985), ch. P-4, disposent:

SECTION 27(1). [APPLICATION FOR PATENTS]

PARAGRAPHE 27(1). [DEMANDES DE BREVETS]

Subject to this section, any inventor or legal representative of an inventor of an invention that was

Sous réserve des autres dispositions du présent article,
l’auteur de toute invention ou le représentant légal de
l’auteur d’une invention peut, sur présentation au commissaire d’une pétition exposant les faits, appelée dans
la présente loi le «dépôt de la demande», et en se conformant à toutes les autres prescriptions de la présente
loi, obtenir un brevet qui lui accorde l’exclusive propriété d’une invention qui n’était pas:

(a) not known or used by any other person before he
invented it,

a) connue ou utilisée par une autre personne avant
que lui-même l’ait faite;

11
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(b) not described in any patent or in any publication
printed in Canada or in any other country more than
two years before presentation of the petition hereunder mentioned, and

b) décrite dans un brevet ou dans une publication
imprimée au Canada ou dans tout autre pays plus de
deux ans avant la présentation de la pétition ci-après
mentionnée;

(c) not in public use or sale in Canada for more than
two years prior to his application in Canada,

c) en usage public ou en vente au Canada plus de
deux ans avant le dépôt de sa demande au Canada.

may, on presentation to the Commissioner of a petition
setting out the facts, in this Act termed the filing of the
application, and on compliance with all other requirements of this Act, obtain a patent granting to him an
exclusive property in the invention.
SECTION 28(2). [LIMITATION OF TWO YEARS]

PARAGRAPHE 28(2). [PRESCRIPTION]

No patent shall be granted on an application for a patent for an invention that had been patented or described
in a patent or publication printed in Canada or any other
country more than two years before the date of the
actual filing of the application in Canada, or had been in
public use or on sale in Canada for more than two years
prior to that filing.

Aucun brevet ne peut être accordé sur une demande
de brevet pour une invention qui a été brevetée ou
décrite dans un brevet ou dans une publication imprimée
au Canada ou dans un autre pays, plus de deux ans avant
la date du dépôt réel de la demande au Canada, ou qui a
été d’un usage public ou en vente au Canada depuis plus
de deux ans avant ce dépôt.

SECTION 34. [SPECIFICATION]

ARTICLE 34. [MÉMOIRE DESCRIPTIF]

(1) An applicant shall in the specification of his
invention

(1) Dans le mémoire descriptif, le demandeur:

(a) correctly and fully describe the invention and its
operation or use as contemplated by the inventor;

a) décrit d’une façon exacte et complète l’invention et
son application ou exploitation, telles que les a conçues l’inventeur;

(b) set out clearly the various steps in a process, or
the method of constructing, making, compounding or
using a machine, manufacture or composition of matter, in such full, clear, concise and exact terms as to
enable any person skilled in the art or science to
which it appertains, or with which it is most closely
connected, to make, construct, compound or use it;

b) expose clairement les diverses phases d’un procédé, ou le mode de construction, de confection, de
composition ou d’utilisation d’une machine, d’un
objet manufacturé ou d’un composé de matières, dans
des termes complets, clairs, concis et exacts qui permettent à toute personne versée dans l’art ou la
science dont relève l’invention, ou dans l’art ou la
science qui s’en rapproche le plus, de confectionner,
construire, composer ou utiliser l’objet de l’invention;

(c) in the case of a machine, explain the principle
thereof and the best mode in which he has contemplated the application of that principle;

c) s’il s’agit d’une machine, en explique le principe et
la meilleure manière dont il a conçu l’application de
ce principe;

(d) in the case of a process, explain the necessary
sequence, if any, of the various steps, so as to distinguish the invention from other inventions; and

d) s’il s’agit d’un procédé, explique la suite nécessaire, le cas échéant, des diverses phases du procédé,
de façon à distinguer l’invention d’autres inventions;

(e) particularly indicate and distinctly claim the part,
improvement or combination that he claims as his
invention.

e) indique particulièrement et revendique distinctement la partie, le perfectionnement ou la combinaison
qu’il réclame comme son invention.

(2) Claims to be stated distinctly — The specification
referred to in subsection (1) shall end with a claim or
claims stating distinctly and in explicit terms the things

(2) Revendications — Le mémoire descriptif se
termine par une ou plusieurs revendications exposant
distinctement et en termes explicites les choses ou
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or combinations that the applicant regards as new and in
which he claims an exclusive property or privilege.

combinaisons que le demandeur considère comme nouvelles et dont il revendique la propriété ou le privilège
exclusif.

SECTION 44. [WHAT PATENT SHALL CONTAIN AND
CONFER]

ARTICLE 44. [TENEUR ET EFFET DU BREVET]

Every patent granted under this Act shall contain the
title or name of the invention, with a reference to the
specification, and shall, subject to the conditions prescribed in this Act, grant to the patentee and his legal
representatives for the term therein mentioned, from the
granting of the patent, the exclusive right, privilege and
liberty of making, constructing, using and vending to
others to be used the invention, subject to adjudication
in respect thereof before any court of competent jurisdiction.

Tout brevet accordé en vertu de la présente loi contient le titre ou nom de l’invention, avec renvoi au
mémoire descriptif, et accorde, sous réserve des conditions prescrites dans la présente loi, au breveté et à ses
représentants légaux, pour la durée y mentionnée, à partir de la date de la concession du brevet, le droit, la
faculté et le privilège exclusifs de fabriquer, construire,
exploiter et vendre à d’autres, pour qu’ils exploitent,
l’objet de l’invention, sauf jugement en l’espèce par un
tribunal compétent.

The relevant amended provisions of the Patent
Act, R.S.C., 1985, c. P-4, as amended by S.C.
1993, c. 15, provide as follows:

Les dispositions pertinentes de la Loi sur les
brevets, L.R.C. (1985), ch. P-4, modifiées par L.C.
1993, ch. 15, disposent:

SECTION 10. [INSPECTION BY THE PUBLIC]

ARTICLE 10. [CONSULTATION DES DOCUMENTS]

(1) Subject to subsections (2) to (6) and section 20, all
patents, applications for patents and documents filed in
connection with patents or applications for patents shall
be open to public inspection at the Patent Office, under
such conditions as may be prescribed.

(1) Sous réserve des paragraphes (2) à (6) et de l’article 20, les brevets, demandes de brevet et documents
relatifs à ceux-ci, déposés au Bureau des brevets, peuvent y être consultés aux conditions réglementaires.

(2) Confidentiality period — Except with the
approval of the applicant, an application for a patent, or
a document filed in connection with the application,
shall not be open to public inspection before a confidentiality period of eighteen months has expired.

(2) Période de consultation — Sauf sur autorisation
du demandeur, une demande de brevet et les documents
relatifs à celle-ci ne peuvent être consultés avant l’expiration d’une période de dix-huit mois.

(3) Beginning of confidentiality period — The confidentiality period begins on the filing date of the application or, where a request for priority has been made in
respect of the application, it begins on the earliest filing
date of any previously regularly filed application on
which the request is based.

(3) Calcul de la période — La période se calcule à
compter de la date de dépôt de la demande de brevet ou,
si une demande de priorité a été présentée à l’égard de
celle-ci, de la date de dépôt de la première demande
antérieurement déposée de façon régulière sur laquelle
la demande de priorité est fondée.

SECTION 55. [LIABILITY FOR PATENT INFRINGEMENT]

ARTICLE 55 [CONTREFAÇON ET RECOURS]

(1) A person who infringes a patent is liable to the
patentee and to all persons claiming under the patentee
for all damage sustained by the patentee or by any such
person, after the grant of the patent, by reason of the
infringement.

(1) Quiconque contrefait un brevet est responsable
envers le breveté et toute personne se réclamant de
celui-ci du dommage que cette contrefaçon leur a fait
subir après l’octroi du brevet.

(2) Liability damage before patent is granted — A
person is liable to pay reasonable compensation to a patentee and to all persons claiming under the patentee for
any damage sustained by the patentee or by any of those

(2) Indemnité raisonnable — Est responsable envers
le breveté et toute personne se réclamant de celui-ci, à
concurrence d’une indemnité raisonnable, quiconque
accomplit un acte leur faisant subir un dommage entre la

2000 SCC 66 (CanLII)

1034

- 285 Free World Trust v. Électro Santé Inc, 2000 SCC 66

FREE WORLD TRUST

c.
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Le juge Binnie

1035

persons by reason of any act on the part of that person,
after the application for the patent became open to public inspection under section 10 and before the grant of
the patent, that would have constituted an infringement
of the patent if the patent had been granted on the day
the application became open to public inspection under
that section.

date à laquelle la demande de brevet est devenue accessible au public sous le régime de l’article 10 et l’octroi
du brevet, dans le cas où cet acte aurait constitué une
contrefaçon si le brevet avait été octroyé à la date où
cette demande est ainsi devenue accessible.

IV. Analysis

IV. L’analyse

Patent protection rests on the concept of a bargain between the inventor and the public. In return
for disclosure of the invention to the public, the
inventor acquires for a limited time the exclusive
right to exploit it. It was ever thus. Even before the
Statute of Monopolies (1623), the Crown rewarded
an inventor with a limited monopoly in exchange
for public disclosure of “a new invention and a
new trade within the kingdom . . . or if a man hath
made a new discovery of any thing”: Clothworkers
of Ipswich Case (1653), Godb. 252, 78 E.R. 147, at
p. 148, where the court went on to say that the
effect of an unjustified monopoly was “to take
away free-trade, which is the birthright of every
subject”. The argument for the respondents is that
the appellant has failed to live up to its side of the
bargain in two ways. In the first place, it did not
make a new discovery of anything. The appellant’s
patents teach nothing that was not well known
beforehand. Its patents are therefore invalid. Secondly, even if the patents are valid, the appellant
overreaches its bargain with the public by now
asserting a monopoly over devices that are in no
way disclosed, taught or claimed in its patents. The
appellant is trying to get something for nothing.
The appellant has given no consideration for the
patent protection it now seeks. That is the argument.

La protection assurée par un brevet se fonde sur
la notion d’un marché conclu entre l’inventeur et le
public. En contrepartie de la divulgation de l’invention, l’inventeur obtient, pour un certain laps de
temps, le droit exclusif de l’exploiter. Il en a toujours été ainsi. Même avant la Statute of Monopolies (1623), l’État récompensait l’inventeur en lui
accordant un monopole pour une période restreinte
en échange de la divulgation [TRADUCTION] «d’une
nouvelle invention et d’une nouvelle activité dans
le royaume [. . .] ou lorsqu’un homme faisait la
découverte de quelque chose de nouveau»: Clothworkers of Ipswich Case (1653), Godb. 252, 78
E.R. 147, à la p. 148, où la cour a ajouté qu’un
monopole injustifié avait pour effet [TRADUCTION]
«d’abolir le libre échange, qui est un droit que
chaque sujet acquiert en naissant». Les intimés
prétendent que l’appelante n’a pas respecté le marché et ce, sous deux rapports. Premièrement, elle
n’a pas fait la découverte de quelque chose de nouveau. Ses brevets n’enseignent rien qui n’était pas
déjà bien connu. Ils sont donc invalides. Deuxièmement, même si les brevets étaient valides, l’appelante exagère la portée du marché intervenu avec
le public en alléguant maintenant que son monopole englobe des appareils qui ne font l’objet d’aucun enseignement, divulgation ou revendication
dans ses brevets. L’appelante tente d’obtenir
quelque chose sans rien fournir en retour. Elle n’a
donné aucune contrepartie en échange de la protection par brevet qu’elle revendique maintenant.
Telle est la prétention des intimés.

1. The Claims in Suit

1. Les revendications en cause

Patent claims are frequently analogized to
“fences” and “boundaries”, giving the “fields” of
the monopoly a comfortable pretence of bright line
demarcation. Thus, in Minerals Separation North
American Corp. v. Noranda Mines, Ltd., [1947]

Les revendications d’un brevet sont souvent
comparées à des «clôtures» et à des «frontières»
qui délimiteraient clairement les «champs» faisant
l’objet du monopole. Ainsi, dans la décision
Minerals Separation North American Corp. c.
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Ex. C.R. 306, Thorson P. put the matter as follows,
at p. 352:

Noranda Mines, Ltd., [1947] R.C. de l’É. 306, le
président Thorson s’exprime dans les termes suivants, à la p. 352:

By his claims the inventor puts fences around the fields
of his monopoly and warns the public against trespassing on his property. His fences must be clearly placed in
order to give the necessary warning and he must not
fence in any property that is not his own. The terms of a
claim must be free from avoidable ambiguity or obscurity and must not be flexible; they must be clear and precise so that the public will be able to know not only
where it must not trespass but also where it may safely
go.

[TRADUCTION] En formulant ses revendications, l’inventeur érige une clôture autour des champs de son monopole et met le public en garde contre toute violation de
sa propriété. La délimitation doit être claire afin de donner l’avertissement nécessaire, et seule la propriété de
l’inventeur doit être clôturée. La teneur d’une revendication doit être exempte de toute ambiguı̈té ou obscurité
pouvant être évitée, et sa portée ne doit pas être flexible;
elle doit être claire et précise de façon que le public
puisse savoir non seulement où il lui est interdit de passer, mais aussi où il peut passer sans risque.

15

In reality, the “fences” often consist of complex
layers of definitions of different elements (or
“components” or “features” or “integers”) of differing complexity, substitutability and ingenuity. A
matrix of descriptive words and phrases defines
the monopoly, warns the public and ensnares the
infringer. In some instances, the precise elements
of the “fence” may be crucial or “essential” to the
working of the invention as claimed; in others the
inventor may contemplate, and the reader skilled
in the art appreciate, that variants could easily be
used or substituted without making any material
difference to the working of the invention. The
interpretative task of the court in claims construction is to separate the one from the other, to distinguish the essential from the inessential, and to give
to the “field” framed by the former the legal protection to which the holder of a valid patent is entitled.

En réalité, les «clôtures» sont souvent constituées d’une superposition complexe de définitions
de différents éléments (ou «composants» ou
«caractéristiques» ou «parties intégrantes») dont la
complexité, l’interchangeabilité et l’ingéniosité
sont variables. Un ensemble de mots et d’expressions définit le monopole, met le public en garde et
piège le contrefacteur. Dans certains cas, les éléments précis de la «clôture» peuvent être cruciaux
ou «essentiels» au fonctionnement de l’invention
revendiquée; dans d’autres, l’inventeur peut envisager que des variantes puissent aisément être
employées ou substituées sans que cela ne modifie
substantiellement le fonctionnement de l’invention, et la personne versée dans l’art qui prend connaissance de la teneur de la revendication peut le
constater. Il incombe au tribunal appelé à interpréter des revendications de distinguer les cas les uns
des autres, de départager l’essentiel et le nonessentiel et d’accorder au «champ» délimité dans
un cas appartenant à la première catégorie la protection juridique à laquelle a droit le titulaire d’un
brevet valide.

16

The issue in this case turns on the construction
of claim 1 in each of the two patents (as the other
claims incorporate and build on claim 1, they need
not be considered at length).

L’issue du présent pourvoi dépend en somme de
l’interprétation de la première revendication de
chacun des deux brevets (comme les autres revendications incorporent la première revendication et
s’appuient sur elle, il n’y a pas lieu de les examiner
à fond).
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a) Le brevet 156

1. An electro-magnetic low frequency therapeutic system comprising a magnetization coil, said magnetization
coil being stationary during a magnetic field treatment,
for creating a preselected therapeutic magnetic field in
response to preselected coil energizing-current
waveforms whereby said magnetic field has desired
treatment characteristics, said magnetic field having an
adjustable intensity set by adjustable control means, said
control means also having:

[TRADUCTION] 1. Système thérapeutique électromagnétique à basse fréquence comprenant une bobine de
magnétisation, qui est immobilisée pendant un traitement par champ magnétique, pour créer un champ
magnétique thérapeutique présélectionné en réponse à
des formes d’ondes présélectionnées de courant d’excitation de la bobine, le champ magnétique ayant les
caractéristiques de traitement voulues et son intensité
étant réglée par des moyens de contrôle, qui comprennent également:

(i) circuit means for controlling the peak amplitude of
the said magnetic field for achieving a specific modulation of said peak amplitude in a given time;

(i) des circuits permettant de régler l’amplitude de
crête du champ magnétique pour obtenir une modulation
particulière de l’amplitude de crête en un temps donné;

(ii) means to select the orientation and/or direction of
the therapeutic magnetic field with respect to a tissue to
be treated;

(ii) des moyens de sélection de l’orientation et (ou) de
la direction du champ magnétique thérapeutique par rapport au tissu à traiter;

(iii) circuit means to select the frequency of interruption of the coil energizing-current to obtain a selected
one of different therapeutic magnetic field time patterns;

(iii) des circuits permettant de sélectionner la fréquence d’interruption du courant d’excitation de la
bobine pour obtenir le profil sélectionné parmi divers
profils de champ magnétique thérapeutique en fonction
du temps;

(iv) means to select a desired treatment time; automatic demagnetizing means responsive to a preselected
demagnetizing time and mode for attenuating said field
in a desired manner to terminate a magnetic field treatment.

(iv) des moyens de sélection de la durée de traitement
voulue: des moyens de démagnétisation automatique
selon un temps et un mode de démagnétisation présélectionnés en vue de réduire le champ de la façon voulue
pour mettre fin au traitement par champ magnétique.

(b) The '361 Patent

17
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b) Le brevet 361

Claim 1 of the '361 patent offers certain
improvements to the '156 patent; the major innovations lie in a more detailed treatment of the control
means. Though it does not refer to a “stationary”
coil, it requires “means to secure said coil in a predetermined fixed position” and repeats the requirement of a “control circuit means” to control amplitude and frequency. The broad monopoly asserted
in claim 1 reads:

La première revendication du brevet 361 apporte
certaines améliorations au brevet 156; les principales innovations résident dans le traitement plus
précis que permettent les moyens de contrôle.
Même si elle ne fait pas mention d’une bobine
«immobilisée», elle prévoit des «moyens de fixation de la bobine dans une position prédéterminée»
et reprend l’exigence d’un «circuit de contrôle»
pour régler l’amplitude et la fréquence. Voici la
teneur de la première revendication, qui définit le
monopole étendu de l’appelante:

1. An electro-magnetic low-frequency therapeutic system comprising a magnetization coil for creating an
electro-magnetic field, means to secure said coil in a
predetermined fixed position, generator means for feeding said coil with predetermined treatment signals to
obtain a desired magnetic field characteristic, control
circuit means for selecting desired characteristics of said

[TRADUCTION] 1. Système thérapeutique électromagnétique à basse fréquence comprenant une bobine de
magnétisation pour créer un champ électromagnétique,
des moyens de fixation de la bobine dans une position
prédéterminée, un générateur permettant d’alimenter la
bobine de signaux de traitement prédéterminés pour
obtenir une caractéristique voulue du champ magnétique

18
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treatment signals, said control circuit means having (i)
circuit control means for controlling the peak intensity
of said desired magnetic field, (ii) frequency control
means to select the frequency of said treatment signals
to obtain a selected type of a plurality of treatment signals, (iii) adjustment means to preset the duration time
of said treatment signals and said electro-magnetic field,
said desired magnetic field characteristics being predetermined from a magnetic field pattern chart representative of the parameters of the field of said magnetization
coil in the surrounding environment of said coil
whereby to obtain a desired range of intensity of said
field and a desired orientation thereof relative to a position of said coil.

et des circuits de contrôle permettant de sélectionner les
caractéristiques voulues des signaux de traitement, les
circuits de contrôle comprenant (i) des moyens de contrôle de l’intensité de crête du champ magnétique voulu,
(ii) des moyens de contrôle de fréquence pour sélectionner la fréquence des signaux de traitement afin d’obtenir
un type sélectionné parmi plusieurs signaux de traitement, (iii) des moyens de réglage permettant de prérégler la durée des signaux de traitement et du champ
électromagnétique, les caractéristiques voulues du
champ magnétique étant prédéterminées à partir d’un
tableau de profils de champ magnétique représentatif
des paramètres du champ de la bobine de magnétisation
dans l’espace entourant la bobine afin d’obtenir une
gamme voulue d’intensités du champ et une orientation
voulue de ce champ par rapport à la position de la
bobine.

This appeal raises questions of both validity and
infringement. The task of claims construction is
antecedent to both inquiries.

Le présent pourvoi porte tant sur la validité des
brevets que sur leur contrefaçon. Dans les deux
cas, l’analyse doit débuter par l’interprétation des
revendications.

2. Claims Construction

2. L’interprétation des revendications

Based on the expert evidence given at trial as to
the meaning of the terms used, and the understanding that these terms would convey at the date of
the patent to an ordinary worker skilled in the art
of electro-magnetotherapy devices and possessing
the common knowledge of people engaged in that
field, it appears that while some of the elements of
the '156 and '361 patents are essential if the
devices are to work as contemplated and claimed
by the inventor, others are non-essential. The nonessential elements may be substituted or omitted
without having a material effect on either the structure or the operation of the invention described in
the claims.

Compte tenu de la preuve d’expert entendue en
première instance concernant le sens des termes
utilisés et vu la compréhension que pouvait en
avoir à la date du brevet un travailleur moyen
versé dans l’art des appareils d’électromagnétothérapie et ayant les connaissances usuelles des personnes travaillant dans ce domaine, il appert que
certains éléments des brevets 156 et 361 sont
essentiels pour que l’appareil fonctionne comme
l’a prévu l’inventeur et conformément aux revendications, et que d’autres ne le sont pas. Les éléments non essentiels peuvent être substitués ou
omis sans que la construction ou le fonctionnement
de l’invention décrite dans les revendications n’en
soit substantiellement modifié.

(a) The Essential Elements
21

Binnie J.

a) Les éléments essentiels

The essential elements common to the claims of
both the '156 and '361 patents include at least the
following:

Les éléments essentiels communs aux revendications des brevets 156 et 361 comprennent à tout
le moins:

1. a control to regulate the peak amplitude and
frequency of interruption of the current which
“energizes” the coil;

1. un contrôle réglant l’amplitude de crête et la
fréquence d’interruption du courant qui «excite»
la bobine;
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2. such control to be provided by “circuit
means”.
For purposes of this appeal, it is unnecessary to
detail the other features of the invention. The argument is that a device which does not include these
essential elements is clearly “outside the fence” of
the claimed monopoly.
(b) The Non-essential Elements
The '156 patent includes a number of additional
claims dependent on claim 1. Thus, for example,
claims 4 and 5 claim a “repeatedly discharged
capacitor” that fires an electric current through a
damping resistor into a magnetization coil and can
be wired to break the current up into pulses (“pulsatile” wave forms) to produce magnetic fields.
The appellant argues that any such apparatus
would infringe its patent. However, the evidence is
that much of this equipment is commonly used in
university science laboratories and in other settings involving the production of magnetic fields
using electric currents through coiled wires. They
are included in the patent only because of their use
in conjunction with “essential” elements of the
invention described in claim 1. In the case of some
of these specific components, anyone skilled in the
art reading the patent at the date of its publication
would immediately have appreciated that there
existed different commonly known substitutes or
mechanical equivalents that would do the job just
as well. The claims of the '361 patent also contemplate a number of interchangeable components that
do not constitute part of the essential invention.
Thus, claims 5, 14 and 20 of the '361 patent refer
to the use of switches in conjunction with the
device described in claim 1. These components
themselves were not patented on their own —
indeed, they could not be patented since they
represent equipment commonly known and used
by persons skilled in electrical engineering. They
came to be included in the claim as an element of
an ingenious combination. Substitution of one type

Le juge Binnie
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2. des «circuits» assurant ce réglage.
Il n’est pas nécessaire aux fins des présentes de
donner le détail des autres caractéristiques de l’invention. La prétention est que l’appareil qui ne
comprend pas ces éléments essentiels échappe clairement au monopole délimité par les revendications.

22

b) Les éléments non essentiels
Le brevet 156 comprend un certain nombre de
revendications supplémentaires, qui découlent de
la première revendication. Ainsi, par exemple, les
revendications 4 et 5 décrivent un [TRADUCTION]
«condensateur déchargé de façon répétée» qui
injecte un courant électrique dans une bobine de
magnétisation par voie d’une résistance d’amortissement et qui peut être câblé de façon à diviser le
courant en impulsions (forme d’onde pulsée) pour
produire des champs magnétiques. L’appelante fait
valoir qu’un appareil de ce genre constituerait une
contrefaçon de son brevet. Toutefois, la preuve
révèle qu’une grande partie de ce matériel est couramment utilisé dans les laboratoires universitaires
et en d’autres lieux où sont produits des champs
magnétiques à l’aide de courants électriques transmis par des fils hélicoı̈daux. Ces éléments sont
visés par le brevet uniquement en raison de leur
emploi de pair avec les éléments «essentiels» de
l’invention décrite dans la première revendication.
Dans le cas de certains de ces éléments spécifiques, n’importe quelle personne versée dans l’art
qui aurait pris connaissance du brevet à la date de
sa publication aurait immédiatement constaté
l’existence de substituts ou d’équivalents mécaniques connus qui feraient tout aussi bien l’affaire.
Les revendications du brevet 361 prévoient en
outre un certain nombre de composants interchangeables qui ne font pas partie essentielle de l’invention. Ainsi, les revendications 5, 14 et 20 du
brevet 361 mentionnent l’utilisation d’interrupteurs en liaison avec l’appareil décrit dans la première revendication. Ces composants ne sont pas
eux-mêmes brevetés; en fait, ils ne pourraient
l’être, car il s’agit de matériel que les personnes
versées dans le génie électrique connaissent et utilisent habituellement. Ils figurent dans la revendi-

23
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of switch for another in this case would not strike
at the essentials of the invention.

cation en tant qu’élément d’une combinaison ingénieuse. Dans la présente affaire, le remplacement
d’un type d’interrupteur par un autre ne toucherait
pas les éléments essentiels de l’invention.

3. Validity of the Patents in Issue

3. La validité des brevets en cause

24

The trial judge declared the patents to be invalid
because he agreed with the respondents that the
inventions described in the '156 and '361 patents
were fully anticipated by the publication of the
article in 1975 by Solov’eva. The “invention” was
thus considered to have been described “in
a . . . publication printed in Canada or any other
country more than two years” before the filing of
the patent application and thus unpatentable by virtue of s. 28(2) of the Act.

Le juge de première instance a déclaré les
brevets invalides parce qu’il convenait avec les
intimés que les inventions faisant l’objet des
brevets 156 et 361 avaient été entièrement décrites
dans l’article de 1975 de Solov’eva. Il a donc conclu que l’«invention» était considérée comme
ayant été décrite «dans une publication imprimée
au Canada ou dans un autre pays, plus de deux
ans» avant le dépôt de la demande de brevet et, par
conséquent, n’était pas brevetable suivant le
par. 28(2) de la Loi.

25

Anticipation by publication is a difficult defence
to establish because courts recognize that it is all
too easy after an invention has been disclosed to
find its antecedents in bits and pieces of earlier
learning. It takes little ingenuity to assemble a dossier of prior art with the benefit of 20-20 hindsight.
In this case, the respondents contended that all of
the essential elements of the appellant’s alleged
inventions were disclosed in a single publication,
the Solov’eva article, which predated the patent
application by almost 4 years. If this is correct, the
patent would be invalid.

La défense fondée sur l’antériorité découlant
d’une publication est difficile à établir, car les tribunaux reconnaissent qu’il n’est que trop facile,
après la divulgation d’une invention, de la reconnaı̂tre, par fragments, dans un enseignement antérieur. Il faut peu d’ingéniosité pour constituer un
dossier d’antériorité lorsqu’on dispose du recul
nécessaire. En l’occurrence, les intimés prétendent
que tous les éléments essentiels des prétendues
inventions de l’appelante avaient été divulgués
dans une seule publication, savoir l’article de
Solov’eva, environ quatre ans avant la demande de
brevet. Si tel est le cas, le brevet est invalide.

26

The Solov’eva article was drawn to the respondents’ attention by the appellant who cited it as
prior art in the specification of the '361 patent
itself. The legal question is whether the Solov’eva
article contains sufficient information to enable a
person of ordinary skill and knowledge in the field
to understand, without access to the two patents,
“the nature of the invention and carry it into practical use without the aid of inventive genius but
purely by mechanical skill” (H. G. Fox, The Canadian Law and Practice Relating to Letters Patent
for Inventions (4th ed. 1969), at pp. 126-27). In
other words, was the information given by
Solov’eva “for [the] purpose of practical utility,
equal to that given in the patents in suit”? (Consolboard Inc. v. MacMillan Bloedel (Sask.) Ltd.,

Les intimés ont appris l’existence de l’article de
Solov’eva en prenant connaissance du mémoire
descriptif du brevet 361, l’appelante en faisant
mention à titre d’antériorité. La question qui se
pose sur le plan juridique est de savoir si cet article
renferme suffisamment d’information pour permettre à une personne ayant des compétences et
des connaissances moyennes dans le domaine de
comprendre, sans avoir accès aux deux brevets,
[TRADUCTION] «la nature de l’invention et de la
rendre utilisable en pratique, sans l’aide du génie
inventif, mais uniquement grâce à une habileté
d’ordre technique» (H. G. Fox, The Canadian Law
and Practice Relating to Letters Patent for Inventions (4e éd. 1969), aux pp. 126 et 127). En
d’autres mots, les renseignements donnés par
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[1981] 1 S.C.R. 504, per Dickson J., at p. 534), or
as was memorably put in General Tire & Rubber
Co. v. Firestone Tyre & Rubber Co., [1972] R.P.C.
457 (Eng. C.A.), at p. 486:

Solov’eva étaient-ils, «en termes d’utilité pratique,
les mêmes que ceux que donnent les brevets contestés»? (Consolboard Inc. c. MacMillan Bloedel
(Sask.) Ltd., [1981] 1 R.C.S. 504, le juge Dickson,
à la p. 534), ou, pour reprendre l’exposé mémorable fait dans General Tire & Rubber Co. c. Firestone Tyre & Rubber Co., [1972] R.P.C. 457 (C.A.
Angl.), à la p. 486:

A signpost, however clear, upon the road to the patentee’s invention will not suffice. The prior inventor must
be clearly shown to have planted his flag at the precise
destination before the patentee.

[TRADUCTION] Aussi clair qu’il soit, un poteau indicateur
placé sur la voie menant à l’invention du breveté ne suffit pas. Il faut prouver clairement que l’inventeur préalable a pris possession de la destination précise en y laissant sa marque avant le breveté.

The test for anticipation is difficult to meet:

Il est donc difficile de satisfaire au critère applicable en matière d’antériorité:

One must, in effect, be able to look at a prior, single
publication and find in it all the information which, for
practical purposes, is needed to produce the claimed
invention without the exercise of any inventive skill.
The prior publication must contain so clear a direction
that a skilled person reading and following it would in
every case and without possibility of error be led to the
claimed invention.

Il faut en effet pouvoir s’en remettre à une seule publication antérieure et y trouver tous les renseignements
nécessaires, en pratique, à la production de l’invention
revendiquée sans l’exercice de quelque génie inventif.
Les instructions contenues dans la publication antérieure
doivent être d’une clarté telle qu’une personne au fait de
l’art qui en prend connaissance et s’y conforme arrivera
infailliblement à l’invention revendiquée.

(Beloit Canada Ltd. v. Valmet OY (1986), 8 C.P.R.
(3d) 289 (F.C.A.), per Hugessen J.A., at p. 297)

(Beloit Canada Ltd. c. Valmet OY (1986), 8 C.P.R.
(3d) 289 (C.A.F.), le juge Hugessen, à la p. 297)

It is clear, with respect, that the Solov’eva article does not address, let alone solve, the technical
problems dealt with in the patents in suit. It is
nothing more than a four-page overview of the history of electro-magnetotherapy. It describes some
of the various systems available in 1975 in Europe
and Japan. The appellant, it must be appreciated,
does not claim to have invented electromagnetotherapy. It obtained a patent for a particular means. Although the various components were
earlier known to persons skilled in the art, the
inventor brought the elements together to achieve
what the Commissioner of Patents considered a
new, useful and ingenious result. The claimed
invention effected an ingenious combination rather
than a mere aggregation of previously known components (The King v. Uhlemann Optical Co.,
[1952] 1 S.C.R. 143, per Rinfret C.J., at p. 150;
Domtar Ltd. v. MacMillan Bloedel Packaging Ltd.
(1977), 33 C.P.R. (2d) 182 (F.C.T.D.), at pp. 18991). The ingenious combination was neither taught

En toute déférence, il est clair que l’article de
Solov’eva n’aborde pas et résout encore moins les
difficultés techniques sur lesquelles portent les brevets en cause. Il ne s’agit de rien de plus qu’un
résumé de quatre pages de l’histoire de l’électromagnétothérapie. L’article fait état de certains des
différents systèmes offerts en 1975 en Europe et au
Japon. Il convient de signaler que l’appelante ne
prétend pas avoir inventé l’électromagnétothérapie. Elle a obtenu un brevet pour un moyen en particulier. Même si les différents composants étaient
déjà connus des personnes versées dans l’art, l’inventeur les a combinés pour obtenir ce que le commissaire aux brevets a qualifié de résultat nouveau,
utile et ingénieux. L’invention revendiquée correspondait à une combinaison ingénieuse de composants déjà connus, et non à leur simple juxtaposition (The King c. Uhlemann Optical Co., [1952]
1 R.C.S. 143, le juge en chef Rinfret, à la p. 150;
Domtar Ltée c. MacMillan Bloedel Packaging
Ltée, [1977] A.C.F. no 207 (QL) (1re inst.), aux
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nor anticipated in the Solov’eva publication. None
of the other arguments against validity are convincing. The patentee lived up to its side of the
bargain by disclosing an invention. The patents are
valid.

par. 28 à 33). La combinaison ingénieuse n’était ni
enseignée ni envisagée dans l’article de Solov’eva.
Aucun des autres arguments invoqués à l’encontre
de la validité des brevets n’est convaincant. Le
breveté a respecté les obligations contractées dans
le cadre du marché en divulguant une invention.
Les brevets sont valides.

4. Infringement Issues

4. Les questions relatives à la contrefaçon

28

The appeal in this Court was essentially directed
to the infringement issues. It has been established,
at least since Grip Printing and Publishing Co. of
Toronto v. Butterfield (1885), 11 S.C.R. 291, that a
patent owner has a remedy against an alleged
infringer who does not take the letter of the invention but nevertheless appropriates its substance (or
“pith and marrow”). This extended protection of
the patentee is recognized in Anglo-Canadian law,
and also finds expression in modified form in the
United States under the doctrine of equivalents,
which is said to be available against the producer
of a device that performs substantially the same
function in substantially the same way to obtain
substantially the same result: Graver Tank & Mfg.
Co. v. Linde Air Products Co., 339 U.S. 605
(1950), at p. 608.

Le présent pourvoi porte essentiellement sur la
contrefaçon. Depuis au moins l’arrêt Grip Printing
and Publishing Co. of Toronto c. Butterfield
(1885), 11 R.C.S. 291, il est établi que le titulaire
d’un brevet dispose d’un recours contre tout contrefacteur éventuel qui, sans s’approprier littéralement l’invention, s’approprie néanmoins l’essentiel de celle-ci (ou sa «substance»). Cette
protection accrue du breveté est reconnue en droit
anglo-canadien. Elle est également accordée dans
une forme modifiée aux États-Unis suivant la théorie des équivalents, qui peut être invoquée à l’encontre du fabricant d’un appareil accomplissant
essentiellement la même fonction, d’une manière
essentiellement identique pour obtenir essentiellement le même résultat: Graver Tank & Mfg. Co. c.
Linde Air Products Co., 339 U.S. 605 (1950), à la
p. 608.

29

It is obviously an important public policy to
control the scope of “substantive infringement”. A
purely literal application of the text of the claims
would allow a person skilled in the art to make
minor and inconsequential variations in the device
and thereby to appropriate the substance of the
invention with a copycat device while staying just
outside the monopoly. A broader interpretation, on
the other hand, risks conferring on the patentee the
benefit of inventions that he had not in fact made
but which could be deemed with hindsight to be
“equivalent” to what in fact was invented. This
would be unfair to the public and unfair to competitors. It is important that the patent system be fair
as well as predictable in its operation.

Limiter la portée de la «contrefaçon de l’essentiel du brevet» est manifestement une importante
question d’intérêt public. L’application purement
textuelle des revendications permettrait à une personne versée dans l’art d’apporter à l’appareil des
modifications légères et sans importance et de
s’approprier ainsi l’essentiel de l’invention en
copiant l’appareil tout en échappant au monopole.
Une interprétation plus large risque par contre de
conférer au breveté les avantages d’inventions qui
ne lui sont pas attribuables dans les faits, mais qui
pourraient être jugées, avec le recul, «équivalentes» à ce qui a été inventé. Un tel résultat serait
injuste pour le public et pour les concurrents. Il
importe que le système de concession de brevets
soit juste et que son fonctionnement soit prévisible.

30

The argument for the respondents is that even if
the patents are valid, the appellant is not sticking
to the bargain it made. It is pushing the envelope

Les intimés soutiennent que, même si les brevets
sont valides, l’appelante ne respecte pas le marché
qu’elle a conclu. Elle repousse les frontières de la
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of the doctrine of “substantive infringement”
beyond anything disclosed or claimed in its patent
specifications. The inventor brought together
known components to achieve a useful and ingenious result, but now attacks the respondents’
device which brings together different components
to achieve a comparable result.

théorie de la «contrefaçon de l’essentiel du brevet»
au-delà de ce qui est divulgué ou revendiqué dans
ses mémoires descriptifs. L’inventeur a combiné
des composants connus pour obtenir un résultat
utile et ingénieux et s’en prend maintenant à l’appareil des intimés qui réunit des composants différents pour obtenir un résultat comparable.

The appeal thus raises the fundamental issue of
how best to resolve the tension between “literal
infringement” and “substantive infringement” to
achieve a fair and predictable result. There has
been considerable discussion of this issue in
Canada and elsewhere, which I will discuss briefly
in support of the following propositions:

Le présent pourvoi soulève donc la question
fondamentale de la démarche qui s’impose pour
arbitrer «contrefaçon textuelle» et «contrefaçon de
l’essentiel du brevet» de façon à obtenir un résultat
juste et prévisible. D’innombrables débats ont eu
lieu à ce sujet au Canada et ailleurs dans le monde;
j’en ferai état brièvement à l’appui des propositions suivantes:

(a) The Patent Act promotes adherence to the
language of the claims.

a) La Loi sur les brevets favorise le respect de la
teneur des revendications.

(b) Adherence to the language of the claims in
turn promotes both fairness and predictability.

b) Le respect de la teneur des revendications
favorise à son tour tant l’équité que la prévisibilité.

(c) The claim language must, however, be read
in an informed and purposive way.

c) La teneur d’une revendication doit toutefois
être interprétée de façon éclairée et en fonction
de l’objet.

(d) The language of the claims thus construed
defines the monopoly. There is no recourse to
such vague notions as the “spirit of the invention” to expand it further.

d) Ainsi interprétée, la teneur des revendications
définit le monopole. On ne peut s’en remettre à
des notions imprécises comme «l’esprit de l’invention» pour en accroı̂tre l’étendue.

(e) The claims language will, on a purposive
construction, show that some elements of the
claimed invention are essential while others are
non-essential. The identification of elements as
essential or non-essential is made:

e) Suivant une interprétation téléologique, il ressort de la teneur des revendications que certains
éléments de l’invention sont essentiels, alors que
d’autres ne le sont pas. Les éléments essentiels
et les éléments non essentiels sont déterminés:

(i) on the basis of the common knowledge of
the worker skilled in the art to which the patent relates;

(i) en fonction des connaissances usuelles
d’un travailleur versé dans l’art dont relève
l’invention;

(ii) as of the date the patent is published;

(ii) à la date à laquelle le brevet est publié;

(iii) having regard to whether or not it was
obvious to the skilled reader at the time the
patent was published that a variant of a particular element would not make a difference to
the way in which the invention works; or

(iii) selon qu’il était ou non manifeste, pour
un lecteur averti, au moment où le brevet a été
publié, que l’emploi d’une variante d’un composant donné ne modifierait pas le fonctionnement de l’invention, ou

(iv) according to the intent of the inventor,
expressed or inferred from the claims, that a

(iv) conformément à l’intention de l’inventeur, expresse ou inférée des revendications,
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particular element is essential irrespective of
its practical effect;

qu’un composant en particulier soit essentiel,
peu importe son effet en pratique;

(v) without, however, resort to extrinsic evidence of the inventor’s intention.

(v) mais indépendamment de toute preuve
extrinsèque de l’intention de l’inventeur.

(f) There is no infringement if an essential element is different or omitted. There may still be
infringement, however, if non-essential elements are substituted or omitted.

f) Il n’y a pas de contrefaçon lorsqu’un élément
essentiel est différent ou omis. Il peut toutefois y
avoir contrefaçon lorsque des éléments non
essentiels sont substitués ou omis.

Based on the foregoing principles, I conclude
that the appellant’s arguments must be rejected. As
stated, the ingenuity of the patent lies not in the
identification of a desirable result but in teaching
one particular means to achieve it. The claims cannot be stretched to allow the patentee to monopolize anything that achieves the desirable result. It is
not legitimate, for example, to obtain a patent for a
particular method that grows hair on bald men and
thereafter claim that anything that grows hair on
bald men infringes. I turn then to the first of the
propositions listed above.

À partir de ces principes, je conclus que les
arguments de l’appelante doivent être écartés. Je le
répète, l’ingéniosité propre à un brevet ne tient pas
à la détermination d’un résultat souhaitable, mais
bien à l’enseignement d’un moyen particulier d’y
parvenir. La portée des revendications ne peut être
extensible au point de permettre au breveté d’exercer un monopole sur tout moyen d’obtenir le résultat souhaité. Il n’est pas légitime, par exemple, de
faire breveter un procédé permettant de faire
repousser les cheveux d’un homme atteint de calvitie et de prétendre ensuite que n’importe quel
moyen d’obtenir ce résultat emporte la contrefaçon
du brevet. J’examinerai maintenant la première des
propositions énumérées.

(a) The Patent Act Promotes Adherence to the
Language of the Claims

a) La Loi sur les brevets favorise le respect de
la teneur des revendications

The Patent Act requires the letters patent granting a patent monopoly to include a specification
which sets out a correct and full “disclosure” of the
invention, i.e., “correctly and fully describe[s] the
invention and its operation or use as contemplated
by the inventor” (s. 34(1)(a)). The disclosure is
followed by “a claim or claims stating distinctly
and in explicit terms the things or combinations
that the applicant regards as new and in which he
claims an exclusive property or privilege”
(s. 34(2)). It is the invention thus claimed to which
the patentee receives the “exclusive right, privilege
and liberty” of exploitation (s. 44). These provisions, and similar provisions in other jurisdictions,
have given rise to two schools of thought. One
school holds that the claim embodies a technical
idea and claims construction ought to look to substance rather than form to protect the inventive
idea underlying the claim language. This is sometimes called the “central claim drafting principle”

La Loi sur les brevets exige que les lettres
patentes accordant un monopole au titulaire du
brevet renferment un mémoire descriptif qui
«divulgue» avec exactitude et exhaustivité l’invention, c.-à-d. qui «décrit d’une façon exacte et complète l’invention et son application ou exploitation,
telles que les a conçues l’inventeur» (al. 34(1)a)).
La divulgation est suivie d’«une ou plusieurs
revendications exposant distinctement et en termes
explicites les choses ou combinaisons que le
demandeur considère comme nouvelles et dont il
revendique la propriété ou le privilège exclusif»
(par. 34(2)). C’est donc pour l’invention ainsi
revendiquée que le breveté obtient «le droit, la
faculté et le privilège exclusifs» d’exploitation
(art. 44). Ces dispositions, et les dispositions apparentées d’autres pays, ont donné naissance à deux
écoles de pensée. Pour l’une d’elles, la revendication renferme une idée d’ordre technique et son
interprétation doit se fonder sur le fond et non sur
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and is associated with the German and Japanese
patent systems: T. Takenaka, “Doctrine of
Equivalents after Hilton Davis: A Comparative
Law Analysis” (1996), 22 Rutgers Computer &
Tech. L. J. 479, at pp. 491, 502 and 519. The other
school of thought supporting what is sometimes
called the “peripheral claiming principle” emphasizes the language of the claims as defining not the
underlying technical idea but the legal boundary of
the state-conferred monopoly. Traditionally, for
reasons of fairness and predictability, Canadian
courts have preferred the latter approach.

la forme afin de protéger l’idée qui sous-tend la
teneur des revendications. Il s’agit de ce qu’on
appelle parfois le «principe de revendication centrale» et qui est associé aux systèmes allemand et
japonais de protection par brevet: T. Takenaka,
«Doctrine of Equivalents after Hilton Davis: A
Comparative Law Analysis» (1996), 22 Rutgers
Computer & Tech. L. J. 479, aux pp. 491, 502 et
519. L’autre école de pensée, qui appuie ce qu’on
appelle parfois le «principe de revendication périphérique», met l’accent sur la teneur des revendications en tenant pour acquis qu’elle définit non
pas l’idée technique sous-jacente, mais bien la portée juridique du monopole accordé par l’État. Pour
des raison d’équité et de prévisibilité, les tribunaux
canadiens ont traditionnellement privilégié la
seconde école de pensée.

The “spirit of the invention” school in this country relies on Electrolier Manufacturing Co. v.
Dominion Manufacturers Ltd., [1934] S.C.R. 436.
In that case, which involved a method to pivot handles for coffins, Rinfret J. spoke of “the spirit of
the invention” but did so in a direct quote from the
patent itself, at p. 443:

Au pays, les tenants de l’«esprit de l’invention»
s’appuient sur l’arrêt Electrolier Manufacturing
Co. c. Dominion Manufacturers Ltd., [1934]
R.C.S. 436. Dans cette affaire, qui portait sur un
appareil permettant de faire pivoter les poignées
d’un cercueil, le juge Rinfret a fait mention de
l’«esprit de l’invention», mais en citant textuellement le brevet (à la p. 443):

What the appellant did — and in that his infringement
truly consists — was to take the idea which formed the
real subject-matter of the invention. It does not matter
whether he also adopted the substitution of the two
holes for the bar in the pivoting means. The precise
form of these means was immaterial. In the language of
the patent, they could be changed “without departing
from the spirit of the invention”. [Emphasis added.]

[TRADUCTION] Ce que l’appelante a fait — et ce en
quoi consiste vraiment la contrefaçon — c’est s’approprier l’idée qui constituait le véritable objet de l’invention. Peu importe qu’elle ait aussi adopté la substitution
des deux trous à la barre dans les dispositifs de pivotement. La forme exacte de ces dispositifs importait peu.
Suivant la teneur du brevet, ils pouvaient faire l’objet
d’une modification «tout en respectant l’esprit de l’invention». [Je souligne.]

Rinfret J. went on at p. 444 to tie explicitly his
finding of infringement to a “fair interpretation of
the language of the specification”.

À la p. 444, le juge Rinfret lie explicitement sa
conclusion concernant la contrefaçon à une [TRADUCTION] «juste interprétation de la teneur du
mémoire descriptif».

The debate between the advocates of the “central claiming principle” and advocates of the
“peripheral claiming principle” can each find
precedents to support them. As long ago as Smith
Incubator Co. v. Seiling, [1936] S.C.R. 251, at
p. 259, counsel pointed out that there appeared to
be these two mutually inconsistent lines of authority:

Tant les tenants du «principe de revendication
centrale» que ceux du «principe de revendication
périphérique» peuvent invoquer des arrêts à l’appui de leurs thèses respectives. Dans une affaire
assez ancienne, Smith Incubator Co. c. Seiling,
[1936] R.C.S. 251, à la p. 259, un avocat a signalé
qu’il semblait y avoir deux courants opposés:
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Binnie J.

[2000] 2 S.C.R.

According to one of these it is proper to consider
what is “the pith and substance” or the “spirit” of the
invention and to give effect to the patent accordingly.
The other is to regard the claims as definitely determining the scope of the monopoly which the patent purports
to grant and to give or refuse them effect according to
the expressions they contain when these expressions are
properly construed and their meaning determined.

[TRADUCTION] Suivant l’un de ces courants, il
convient d’examiner ce qui constitue l’«essentiel» ou
l’«esprit» de l’invention et d’interpréter le brevet en
conséquence. L’autre veut que l’on considère la teneur
des revendications comme déterminant de manière définitive l’étendue du monopole accordé par l’État et qu’on
y donne ou non effet en fonction des expressions qu’il
renferme dans la mesure où ces expressions sont convenablement interprétées et où leur sens est déterminé.

To which Rinfret J., for the Court, responded at
pp. 259-60:

Ce à quoi le juge Rinfret a répondu au nom de la
Cour (aux pp. 259 et 260):

In our view, the rule is that the claims must be
regarded as definitely determining the scope of the
monopoly, having regard to the due and proper construction of the expressions they contain.

[TRADUCTION] À notre avis, la règle exige que les
revendications soient considérées comme déterminant
de manière définitive l’étendue du monopole, compte
tenu d’une interprétation juste et appropriée des expressions qu’elles renferment.

36

In J. K. Smit & Sons, Inc. v. McClintock, [1940]
S.C.R. 279, Duff C.J., for the Court, reversed the
Exchequer Court finding of infringement because
he could not “find in these claims the description
of a monopoly which clearly and plainly includes a
prohibition” (p. 287) against the alleged infringement. Gillette Safety Razor Co. of Canada v. Pal
Blade Corp., [1933] S.C.R. 142, per Rinfret J. at
p. 147, is to the same effect.

Dans l’arrêt J. K. Smit & Sons, Inc. c.
McClintock, [1940] R.C.S. 279, le juge en chef
Duff, s’exprimant au nom de notre Cour, a infirmé
la conclusion de la Cour de l’Échiquier qu’il y
avait eu contrefaçon, parce que, selon lui, [TRADUCTION] «les revendications ne renfermaient pas
la description d’un monopole interdisant clairement et nettement» (p. 287) la contrefaçon alléguée. L’arrêt Gillette Safety Razor Co. of Canada
c. Pal Blade Corp., [1933] R.C.S. 142, le juge
Rinfret, à la p. 147, va dans le même sens.

37

With respect to the United States, I mentioned
earlier the seminal Graver Tank case in 1950.
More recently, the United States Supreme Court
revisited the doctrine of equivalents in WarnerJenkinson Co. v. Hilton Davis Chemical Co., 520
U.S. 17 (1997), and concluded, per Thomas J., at
pp. 28-29:

En ce qui a trait aux États-Unis, j’ai fait mention
précédemment de l’arrêt charnière Graver Tank
datant de 1950. Plus récemment, la Cour suprême
des États-Unis s’est à nouveau penchée sur la théorie des équivalents dans l’affaire Warner-Jenkinson
Co. c. Hilton Davis Chemical Co., 520 U.S. 17
(1997), et a conclu par la voix du juge Thomas,
aux pp. 28 et 29:

We do, however, share the concern of the dissenters
below that the doctrine of equivalents, as it has come to
be applied since Graver Tank, has taken on a life of its
own, unbounded by the patent claims. There can be no
denying that the doctrine of equivalents, when applied
broadly, conflicts with the definitional and public-notice
functions of the statutory claiming requirement.

[TRADUCTION] Nous partageons toutefois l’inquiétude
des juges dissidents des juridictions inférieures, savoir
que la théorie des équivalents, telle qu’elle est appliquée
depuis l’arrêt Graver Tank, a acquis une vie qui lui est
propre, sans que les revendications du brevet n’en limitent l’application. On ne saurait nier que la théorie des
équivalents, interprétée de manière extensive, est
incompatible avec la raison d’être de l’exigence légale
de la revendication qui est de définir l’invention et d’informer le public.
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The U.S. approach is to disaggregate the invention as described in the patent claims into its constituent parts, as we do, but instead of characterizing an element as essential or non-essential, they
treat all elements as “material”, per Thomas J., at
p. 29:

Tout comme nous, les tribunaux américains dissocient les éléments constitutifs de l’invention
décrite dans les revendications du brevet, mais au
lieu de qualifier un composant d’essentiel ou de
non essentiel, ils considèrent tous les éléments
comme «substantiels»; le juge Thomas, à la p. 29:

Each element contained in a patent claim is deemed
material to defining the scope of the patented invention,
and thus the doctrine of equivalents must be applied to
individual elements of the claim, not to the invention as
a whole. It is important to ensure that the application of
the doctrine, even as to an individual element, is not
allowed such broad play as to effectively eliminate that
element in its entirety.

[TRADUCTION] Chacun des éléments de la revendication
du brevet est réputé substantiel aux fins de circonscrire
l’invention brevetée. Par conséquent, la théorie des
équivalents doit être appliquée aux éléments individuels
de la revendication, et non à l’invention dans son
ensemble. Il importe de faire en sorte que l’application
de la théorie, même à un élément individuel, ne joue pas
un rôle si grand qu’elle supprime dans les faits cet élément dans sa totalité.

Flexibility is thus achieved under the U.S. doctrine
of equivalents by asking whether each of the component elements of the invention as claimed is present in the accused device either as literally
described in the claim, or by its “equivalent”.
Knowledge of interchangeability is evaluated as at
the date of infringement, not the date of the patent
(ibid., at p. 37). The U.S. approach thus uses the
patent claims as a springboard to other considerations (including prosecution history estoppel)
some of which are extrinsic to the claims themselves.

La théorie américaine des équivalents permet ainsi
la souplesse en ce que le tribunal se demande si
chacun des éléments constitutifs de l’invention
revendiquée se retrouve dans l’appareil en cause,
qu’il figure textuellement dans la revendication ou
qu’il s’agisse d’un élément «équivalent». La connaissance de l’interchangeabilité est appréciée à la
date de la contrefaçon et non à celle du brevet
(ibid., à la p. 37). La théorie américaine se sert
donc des revendications du brevet comme d’un
tremplin vers d’autres considérations (y compris la
préclusion fondée sur l’examen de la demande de
brevet) dont certaines sont extrinsèques par rapport
aux revendications comme telles.

The English courts have also engaged in a
debate about the proper reach of a patent monopoly. In Clark v. Adie (1873), L.R. 10 Ch. 667, at
p. 675, James L.J. spoke of “an essence or substance of the invention underlying the mere accident of form; and that invention, like every other
invention, may be pirated by a theft in a disguised
or mutilated form”. On the other hand, in Electric
& Musical Industries Ld. v. Lissen Ld. (1939), 56
R.P.C. 23 (H.L.), Lord Russell stated at p. 39:

Les tribunaux anglais ont également débattu la
question de l’étendue que doit avoir le monopole
conféré par un brevet. Dans Clark c. Adie (1873),
L.R. 10 Ch. 667, à la p. 675, le lord juge James a
parlé de [TRADUCTION] «l’essence ou la substance
de l’invention qui sous-tend la simple forme fortuitement revêtue; et cette invention, comme toute
autre invention, peut être piratée par un vol sous
une forme déguisée ou tronquée». Par ailleurs,
dans l’arrêt Electric & Musical Industries Ld. c.
Lissen Ld. (1939), 56 R.P.C. 23 (H.L.), lord
Russell a dit à la p. 39:

A patentee who describes an invention in the body of a
specification obtains no monopoly unless it is claimed
in the claims. . . . [T]here is no such thing as infringement of the equity of a patent. . . .

[TRADUCTION] Le breveté qui écrit une invention dans le
corps d’un mémoire descriptif ne se voit accorder aucun
monopole autre que ce qui figure dans les revendications [. . .] [I]l ne saurait y avoir de contrefaçon de l’intérêt en equity du brevet. . .
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The primacy of the language of the claims was
emphatically affirmed in the celebrated case of
Catnic Components Ltd. v. Hill & Smith Ltd.,
[1982] R.P.C. 183 (H.L.). The Catnic approach has
been accepted in New Zealand: Interpress Associates Ltd. v. Pacific Coilcoaters Ltd. (1994), 29
I.P.R. 635 (H.C.), and Smale v. North Sails Ltd.,
[1991] 3 N.Z.L.R. 19 (H.C.); and in Australia in
Populin v. H.B. Nominees Pty. Ltd. (1982), 59
F.L.R. 37 (Fed. Ct. (Gen. Div.), at p. 43, and
Rhone-Poulenc Agrochimie SA v. UIM Chemical
Services Pty. Ltd. (1986), 68 A.L.R. 77 (Fed. Ct.
(Gen. Div.)), at pp. 92-93; in South Africa in
Multotec Manufacturing (Pty.) Ltd. v. Screenex
Wire Weaving Manufacturers (Pty.) Ltd., 1983 (1)
SA 709 (App. Div.), and Sappi Fine Papers (Pty.)
Ltd. v. ICI Canada Inc. (Formerly CIL Inc.), 1992
(3) SA 306 (App. Div.); and in Hong Kong in
Improver Corp. v. Raymond Industrial Ltd., [1991]
F.S.R. 233 (C.A.). The Catnic decision has its critics, of course, particularly among those who feel
its subsequent application under the European
Patent Convention denies the patentee the higher
level of protection for patentees afforded in continental Europe. For some critics, the claims should
more properly be treated not as a “fence” but as a
“guidepost”: J. D. C. Turner, “Purposive Construction: Seven Reasons Why Catnic is Wrong”
(1999), 21 E.I.P.R. 531; M. Sajewycz, “Patent
Claim Interpretation as It Should Be: Promoting
the Objects of the Patent Act” (1996-97), 13
C.I.P.R. 173; R. E. Annand, “Infringement of Patents — Is “Catnic” the Correct Approach for
Determining the Scope of a Patent Monopoly
Under the Patents Act 1977?” (1992), 21 AngloAm. L. Rev. 39.

La primauté de la teneur des revendication a été
catégoriquement confirmée dans la décision Catnic
Components Ltd. c. Hill & Smith Ltd., [1982]
R.P.C. 183 (H.L.), qui a été fort bien accueillie. La
démarche préconisée dans Catnic a été reprise en
Nouvelle-Zélande dans Interpress Associates Ltd.
c. Pacific Coilcoaters Ltd. (1994), 29 I.P.R. 635
(H.C.), et Smale c. North Sails Ltd., [1991] 3
N.Z.L.R. 19 (H.C.); en Australie dans Populin c.
H.B. Nominees Pty. Ltd. (1982), 59 F.L.R. 37
(Fed. Ct. (Gen. Div.)), à la p. 43, et Rhone-Poulenc
Agrochimie SA c. UIM Chemical Services Pty. Ltd.
(1986), 68 A.L.R. 77 (Fed. Ct. (Gen. Div.)), aux
pp. 92 et 93; en Afrique du Sud dans Multotec
Manufacturing (Pty.) Ltd. c. Screenex Wire
Weaving Manufacturers (Pty.) Ltd., 1983 (1) SA
709 (App. Div.), et Sappi Fine Papers (Pty.) Ltd.
c. ICI Canada Inc. (Formerly CIL Inc.), 1992 (3)
SA 306 (App. Div.); de même qu’à Hong Kong
dans Improver Corp. c. Raymond Industrial Ltd.,
[1991] F.S.R. 233 (C.A.). La décision Catnic a évidemment ses détracteurs, spécialement parmi ceux
qui estiment que son application ultérieure sous le
régime de la Convention sur le brevet européen
prive le breveté de la protection plus grande accordée aux brevetés dans les pays du continent européen. Pour certains détracteurs, il serait plus
opportun d’assimiler les revendications non pas à
une «clôture», mais à une «balise»: J. D. C.
Turner, «Purposive Construction: Seven Reasons
Why Catnic is Wrong» (1999), 21 E.I.P.R. 531;
M. Sajewycz, «Patent Claim Interpretation as It
Should Be: Promoting the Objects of the Patent
Act» (1996-97), 13 R.C.P.I. 173; R. E. Annand,
«Infringement of Patents — Is “Catnic” the Correct Approach for Determining the Scope of a
Patent Monopoly Under the Patents Act 1977?»
(1992), 21 Anglo-Am. L. Rev. 39.

The judgment of Lord Diplock was considered
and applied by our Federal Court of Appeal in Eli
Lilly & Co. v. O’Hara Manufacturing Ltd. (1989),
26 C.P.R. (3d) 1, and its progeny. The primacy of
the claims language was already rooted deeply in
our jurisprudence and should, I think, be affirmed
again on this appeal.

Le jugement de lord Diplock a été appliqué à
l’issue d’un examen par la Cour d’appel fédérale
dans Eli Lilly & Co. c. O’Hara Manufacturing Ltd.
(1989), 26 C.P.R. (3d) 1, et dans les décisions ultérieures inspirées de cet arrêt. La primauté de la
teneur des revendications était déjà profondément
enracinée dans notre jurisprudence et elle devrait,
je crois, être confirmée de nouveau dans le cadre
du présent pourvoi.
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(b) Adherence to the Language of the Claims in
Turn Promotes both Fairness and Predictability

b) Le respect de la teneur des revendications
favorise à son tour tant l’équité que la prévisibilité

The scope of patent protection must not only be
fair, it must be reasonably predictable. A patent is,
after all, a public instrument issued under statutory
authority which may result in severe financial consequences for its infringement. The scope of its
prohibition should be made clear so that members
of the public may know where they can go with
impunity. As was said in another public law connection by Gonthier J. in R. v. Nova Scotia Pharmaceutical Society, [1992] 2 S.C.R. 606, at p. 639,
precision in public enactments is required to “sufficiently delineate an area of risk”.

L’étendue de la protection découlant du brevet
doit être non seulement équitable, mais aussi raisonnablement prévisible. Après tout, un brevet est
un document public établi en application d’un pouvoir légal, et sa contrefaçon peut avoir de graves
répercussions financières. La portée de l’interdiction qui y est faite doit être claire, de façon que les
citoyens sachent quelles avenues leur demeurent
ouvertes. Comme l’a dit le juge Gonthier relativement à un autre aspect du droit public dans R. c.
Nova Scotia Pharmaceutical Society, [1992]
2 R.C.S. 606, à la p. 639, dans un texte de loi, la
précision s’impose afin de «délimit[er] suffisamment une sphère de risque».

41

The patent system is designed to advance
research and development and to encourage
broader economic activity. Achievement of these
objectives is undermined however if competitors
fear to tread in the vicinity of the patent because its
scope lacks a reasonable measure of precision and
certainty. A patent of uncertain scope becomes “a
public nuisance” (R.C.A. Photophone, Ld. v.
Gaumont-British Picture Corp. (1936), 53 R.P.C.
167 (Eng. C.A.), at p. 195). Potential competitors
are deterred from working in areas that are not in
fact covered by the patent even though costly and
protracted litigation (which in the case of patent
disputes can be very costly and protracted indeed)
might confirm that what the competitors propose
to do is entirely lawful. Potential investment is lost
or otherwise directed. Competition is “chilled”.
The patent owner is getting more of a monopoly
than the public bargained for. There is a high economic cost attached to uncertainty and it is the
proper policy of patent law to keep it to a minimum.

Le régime de concession de brevets vise à favoriser la recherche et le développement et à encourager l’activité économique en général. La réalisation de ces objectifs est cependant compromise
lorsqu’un concurrent craint de marcher dans les
plates-bandes du titulaire d’un brevet dont la portée n’est pas raisonnablement précise et certaine.
Le brevet dont la portée est incertaine devient
[TRADUCTION] «une nuisance publique» (R.C.A.
Photophone, Ld. c. Gaumont-British Picture Corp.
(1936), 53 R.P.C. 167 (C.A. Angl.), à la p. 195).
Les concurrents éventuels sont dissuadés d’œuvrer
dans des domaines qui, en fait, échappent à la portée du brevet même lorsque, à l’issue d’une longue
et coûteuse instance (les frais de justice en la
matière pouvant effectivement être très élevés, et
la procédure très longue), un tribunal pourrait confirmer que ce qu’un concurrent projette de faire est
parfaitement licite. Les sommes qui auraient pu
être investies sont perdues ou affectées à autre
chose. La concurrence est «gelée». Le breveté jouit
d’un monopole plus grand que celui que l’État a
voulu lui accorder. L’incertitude se double d’un
grave préjudice économique, et il convient que le
droit des brevets s’efforce de réduire le plus possible ce préjudice.

42

The patent owner, competitors, potential
infringers and the public generally are thus entitled
to clear and definite rules as to the extent of the

Le breveté, les concurrents, les contrefacteurs
éventuels et le public en général ont donc droit à
des règles claires et précises définissant l’étendue

43
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monopoly conferred. This in turn requires that the
subjective or discretionary element of claims interpretation (e.g., the elusive quest for “the spirit of
the invention”) be kept to the minimum, consistent
with giving “the inventor protection for that which
he has actually in good faith invented” (Western
Electric Co. v. Baldwin International Radio of
Canada, [1934] S.C.R. 570, at p. 574). Predictability is achieved by tying the patentee to its claims;
fairness is achieved by interpreting those claims in
an informed and purposive way.

du monopole accordé. Il s’ensuit que les éléments
subjectifs ou discrétionnaires d’interprétation des
revendications (p. ex. la recherche de l’insaisissable «esprit de l’invention») doivent être tenus au
minimum compatible avec l’octroi à l’inventeur de
[TRADUCTION] «l’exclusivité de ce qu’il a inventé
de bonne foi» (Western Electric Co. c. Baldwin
International Radio of Canada, [1934] R.C.S. 570,
à la p. 574). La prévisibilité est assurée du fait que
les revendications lient le breveté; l’équité résulte
de l’interprétation des revendications de façon
éclairée et en fonction de l’objet.

(c) The Claims Must Be Construed in an
Informed and Purposive Way

c) Les revendications doivent être interprétées
de façon éclairée et en fonction de l’objet

The courts have traditionally protected a patentee from the effects of excessive literalism. The
patent is not addressed to an ordinary member of
the public, but to a worker skilled in the art
described by Dr. Fox as

Traditionnellement, les tribunaux ont protégé le
breveté contre les effets d’une interprétation trop
textuelle. Le brevet ne s’adresse pas au citoyen
ordinaire, mais au travailleur versé dans l’art, que
le Dr Fox a décrit comme

a hypothetical person possessing the ordinary skill and
knowledge of the particular art to which the invention
relates, and a mind willing to understand a specification
that is addressed to him. This hypothetical person has
sometimes been equated with the “reasonable man”
used as a standard in negligence cases. He is assumed to
be a man who is going to try to achieve success and not
one who is looking for difficulties or seeking failure.

[TRADUCTION] un être fictif ayant des compétences et
des connaissances usuelles dans l’art dont relève l’invention et un esprit désireux de comprendre la description qui lui est destinée. Cette notion de la personne fictive a parfois été assimilée à celle de l’«homme
raisonnable» retenue en matière de négligence. On suppose que cette personne va tenter de réussir, et non
rechercher les difficultés ou viser l’échec.

(Fox, supra, at p. 184)

(Fox, op. cit., à la p. 184)

It is the “common knowledge” shared by competent “ordinary workers” that is brought to bear on
the interpretation: Fox, supra, at p. 204; Terrell on
the Law of Patents (15th ed. 2000), at p. 125;
I. Goldsmith, Patents of Invention (1981), at
p. 116. The present appeal does not raise great subtleties of interpretation. The experts called by the
parties here more or less agreed on the significance
of what is stated in the claims. The electromagnetotherapy is to be controlled by “circuit
means”. The present appeal turns on the scope of
the legal protection that arises out of that fact.

Ce sont les «connaissances usuelles» que partagent
les «travailleurs moyens» compétents qui sont
déterminantes aux fins de l’interprétation: Fox, op.
cit., à la p. 204; Terrell on the Law of Patents (15e
éd. 2000), à la p. 125; I. Goldsmith, Patents of
Invention (1981), à la p. 116. Le présent pourvoi
ne soulève pas de grandes subtilités d’interprétation. Les experts dont les parties ont retenu les services s’entendent plus ou moins sur la signification
de ce qui est énoncé dans les revendications.
L’électromagnétothérapie doit être régulée par des
«circuits». Le présent pourvoi porte sur l’étendue
de la protection juridique qui découle de ce fait.
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(d) The Language of the Claims Thus Construed Defines the Monopoly. There Is no
Recourse to such Vague Notions as “Spirit
of the Invention” to Expand it Further

d) Ainsi interprétée, la teneur des revendications définit le monopole. On ne peut s’en
remettre à des notions imprécises comme
«l’esprit de l’invention» pour en accroı̂tre
l’étendue

There appears to be a continuing controversy in
some quarters as to whether there are two
approaches to infringement (literal and substantive) or only one approach, namely infringement of
the claims as written but “purposively” construed.

La controverse paraı̂t subsister dans certains
milieux quant à savoir si une allégation de contrefaçon doit donner lieu à deux analyses (contrefaçon textuelle et contrefaçon de l’essentiel du brevet) ou à une seule, savoir la contrefaçon des
revendications telles qu’elles sont rédigées, mais
interprétées «en fonction de l’objet».

45

In the two-step approach, the court construes the
claims and determines whether the device accused
of infringement has literally taken the invention. If
not, the court proceeds to the second step of asking
itself whether “in substance” the invention was
wrongfully appropriated. On occasion, treatment
of the second step in specific cases has attracted
criticism as being subjective and unduly discretionary. Once the inquiry is no longer anchored in
the language of the claims, the court may be heading into unknown waters without a chart. The onestep approach has to build flexibility and common
sense into the initial claims construction because
there is no second step.

Dans le cadre de l’analyse à deux volets, le tribunal interprète les revendications et détermine si,
en mettant au point son appareil, le prétendu contrefacteur s’est littéralement approprié l’invention.
Lorsque tel n’est pas le cas, le tribunal passe à
l’étape suivante qui consiste à déterminer s’il y a
eu contrefaçon de l’«essentiel» de l’invention.
Dans certains cas particuliers, la démarche correspondant à la seconde étape a parfois prêté le flanc
aux critiques pour le motif qu’elle était subjective
et indûment discrétionnaire. À partir du moment
où l’analyse ne s’appuie plus sur la teneur des
revendications, le tribunal peut se retrouver en territoire inconnu, sans aucun repère. L’analyse comportant un seul volet doit intégrer la souplesse et le
bon sens à l’interprétation initiale des revendications, car il n’y a pas de second volet.

46

The “single cause of action” approach was
advocated by Lord Diplock in Catnic, supra, at
p. 242:

L’analyse «fondée sur la cause d’action unique»
a été préconisée par lord Diplock dans Catnic, précité, à la p. 242:

47

My Lords, in their closely reasoned written cases in
this House and in the oral argument, both parties to this
appeal have tended to treat “textual infringement” and
infringement of the “pith and marrow” of an invention
as if they were separate causes of action, the existence
of the former to be determined as a matter of construction only and of the latter upon some broader principle
of colourable evasion. There is, in my view, no such
dichotomy; there is but a single cause of action and to
treat it otherwise, particularly in cases like that which is
the subject of the instant appeal, is liable to lead to confusion.

[TRADUCTION] Dans leurs mémoires bien raisonnés
présentés à cette Chambre, comme dans leurs plaidoiries, les deux parties ont eu tendance à traiter la «contrefaçon littérale» et la contrefaçon de la «substance»
d’une invention comme s’il s’agissait de causes d’action
distinctes, l’existence de la première étant une pure
question d’interprétation, celle de la deuxième relevant
d’une notion plus large d’apparence trompeuse. À mon
sens, cette dichotomie n’existe pas; il n’y a qu’une cause
d’action et l’on risque de semer la confusion si l’on
adopte un autre point de vue, en particulier dans les
affaires du type de celle qui fait l’objet du présent appel.
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Binnie J.

[2000] 2 S.C.R.

The Catnic approach was adopted in O’Hara,
and has been carried forward by the Federal Court
of Appeal in cases such as Mobil Oil Corp. v.
Hercules Canada Inc. (1995), 63 C.P.R. (3d) 473,
per Marceau J.A., at p. 489:

Les principes dégagés dans Catnic ont été suivis
dans O’Hara, puis repris par la Cour d’appel fédérale, notamment dans Mobil Oil Corp. c. Hercules
Canada Inc., [1995] A.C.F. no 1243 (QL), le juge
Marceau, au par. 40:

It is my opinion that one should not endeavour to create
a distinction between a substantial and a literal infringement in a case such as this; one should construe the
claims so as to determine what exactly lies within the
scope of the inventor’s rights. Once this has been determined, then one can consider the defendant’s product to
decide if it falls within the scope of the claim.

J’estime qu’on ne devrait pas tenter de créer une distinction entre une contrefaçon de la substance d’une invention et une contrefaçon textuelle dans une affaire comme
la présente espèce; il faut interpréter les revendications
afin de déterminer ce qui est exactement couvert par la
portée des droits de l’inventeur. Une fois cela déterminé, la Cour peut examiner le produit de la défenderesse afin de décider s’il est embrassé par la portée de la
revendication.

However, other decisions of different panels of our
Federal Court of Appeal have occasionally sought
to breathe life into the earlier dichotomy: see
Computalog Ltd. v. Comtech Logging Ltd. (1992),
44 C.P.R. (3d) 77, at pp. 80-81, and Feherguard
Products Ltd. v. Rocky’s of B.C. Leisure Ltd.
(1995), 60 C.P.R. (3d) 512. B. H. Sotiriadis in
“Purposive Construction in Canadian Patent
Infringement Cases Since O’Hara” (1996), 11
I.P.J. 111, notes at p. 116:

Toutefois, dans d’autres décisions rendues par des
formations différentes, la Cour d’appel fédérale du
Canada a tenté à l’occasion de raviver la dichotomie: voir Computalog Ltd. c. Comtech Logging
Ltd. (1992), 44 C.P.R. (3d) 77, aux pp. 80 et 81, et
Feherguard Products Ltd. c. Rocky’s of B.C.
Leisure Ltd., [1995] A.C.F. no 620 (QL). Dans son
ouvrage intitulé «Purposive Construction in
Canadian Patent Infringement Cases Since
O’Hara» (1996), 11 I.P.J. 111, B. H. Sotiriadis
signale ce qui suit à la p. 116:

In fact, notwithstanding O’Hara, the Court of Appeal
[in Imperial Oil v. Lubrizol (1992), 45 C.P.R. (3d) 449]
went so far as to state that the notion of the “pith and
marrow” of an invention in patent cases was a principle
that remains “alive and well and applicable in the case
before the court.”

[TRADUCTION] En fait, malgré l’arrêt O’Hara, la Cour
d’appel [dans Imperial Oil c. Lubrizol (1992), 45 C.P.R.
(3d) 449] est allée même jusqu’à affirmer que la notion
de la «substance» de l’invention en matière de brevets
était un principe qui «existe toujours et est applicable
dans les présentes circonstances.»

Similarly, in C. V. E. Hitchman and D. H.
MacOdrum, “Don’t Fence Me In: Infringement in
Substance in Patent Actions” (1990-91), 7 C.I.P.R.
167, the authors, at p. 201, cite Cutter (Canada)
Ltd. v. Baxter Travenol Laboratories of Canada
Ltd. (1983), 68 C.P.R. (2d) 179 (F.C.A.), and
Johnson Controls, Inc. v. Varta Batteries Ltd.
(1984), 80 C.P.R. (2d) 1 (F.C.A.), as evidence of
continuing post-Catnic adherence to the two-step
approach and conclude, “[i]t is too early to say
whether that Court following O’Hara will focus
solely on the Catnic test”.

De même, dans l’ouvrage de C. V. E. Hitchman
et D. H. MacOdrum intitulé «Don’t Fence Me In:
Infringement in Substance in Patent Actions»
(1990-91), 7 R.C.P.I. 167, les auteurs citent, à la
p. 201, Cutter (Canada) Ltd. c. Baxter Travenol
Laboratories of Canada Ltd., [1983] A.C.F. no 6
(QL) (C.A.), et Johnson Controls Inc. c. Varta
Batteries Ltd., [1984] A.C.F. no 239 (QL) (C.A.),
pour établir que, après l’arrêt Catnic, la cour a continué de recourir à la démarche à deux volets, et ils
concluent: [TRADUCTION] «Il est trop tôt pour
déterminer si la Cour fédérale, après l’arrêt
O’Hara, appliquera uniquement le critère dégagé
dans Catnic.»
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I do not suggest that the two-stage approach
necessarily ends at a different destination than the
one-stage approach, or that the two-stage approach
has resulted in abuse. I think we should now recognize, however, that the greater the level of discretion left to courts to peer below the language of
the claims in a search for “the spirit of the invention”, the less the claims can perform their public
notice function, and the greater the resulting level
of unwelcome uncertainty and unpredictability.
“Purposive construction” does away with the first
step of purely literal interpretation but disciplines
the scope of “substantive” claims construction in
the interest of fairness to both the patentee and the
public. In my view its endorsement by the Federal
Court of Appeal in O’Hara was correct.

Je ne prétends pas que la démarche à deux
volets mène nécessairement à un résultat différent
par rapport à la démarche à un seul volet, ni
qu’elle a donné lieu à des abus. Je crois cependant
qu’il faut désormais reconnaı̂tre que plus grand est
le pouvoir discrétionnaire accordé au tribunal de
rechercher «l’esprit de l’invention» au-delà du
libellé des revendications, moins les revendications
peuvent jouer leur rôle d’information du public et
plus l’incertitude et l’imprévisibilité qui en résultent malheureusement sont grandes. L’«interprétation téléologique» supprime le premier volet correspondant à une interprétation purement textuelle,
mais elle resserre l’interprétation de ce qui constitue l’«essentiel» ou la «substance» de l’invention
et ce, afin qu’un traitement équitable soit accordé à
la fois au breveté et au public. À mon sens, la Cour
d’appel fédérale a eu raison de la privilégier dans
l’arrêt O’Hara.

(e) The Claims Language Will, on a Purposive
Construction, Show that Some Elements of
the Claimed Invention Are Essential While
Others Are Non-essential. This Allocation
Will Be Made in the Following Manner:

e) Suivant une interprétation téléologique, il
ressort de la teneur des revendications que
certains éléments de l’invention sont essentiels, alors que d’autres ne le sont pas. Les
éléments essentiels et les éléments non essentiels sont déterminés de la manière suivante:

(i) On the Basis of the Common Knowledge of
the Worker Skilled in the Art to Which the
Patent Relates

(i) En fonction des connaissances usuelles d’un
travailleur versé dans l’art dont relève l’invention

This point is addressed more particularly in
Whirlpool Corp. v. Camco Inc., [2000] 2 S.C.R.
1067, 2000 SCC 67, and Whirlpool Corp. v.
Maytag Corp., [2000] 2 S.C.R. 1116, 2000 SCC
68, released concurrently. The involvement in
claims construction of the skilled addressee holds
out to the patentee the comfort that the claims will
be read in light of the knowledge provided to the
court by expert evidence on the technical meaning
of the terms and concepts used in the claims. The
words chosen by the inventor will be read in the
sense the inventor is presumed to have intended,
and in a way that is sympathetic to accomplishment of the inventor’s purpose expressed or
implicit in the text of the claims. However, if the
inventor has misspoken or otherwise created an
unnecessary or troublesome limitation in the
claims, it is a self-inflicted wound. The public is

Cet aspect est plus particulièrement examiné
dans les arrêts Whirlpool Corp. c. Camco Inc.,
[2000] 2 R.C.S. 1067, 2000 CSC 67, et Whirlpool
Corp. c. Maytag Corp., [2000] 2 R.C.S. 1116,
2000 CSC 68, rendus concurremment. L’interprétation des revendications avec le concours d’un
destinataire versé dans l’art donne au breveté l’assurance que certains termes et concepts seront considérés par le tribunal à la lumière du témoignage
d’un expert concernant leur sens technique. Les
mots choisis par l’inventeur seront interprétés
selon le sens que l’inventeur est présumé avoir
voulu leur donner et d’une manière qui est favorable à l’accomplissement de l’objet, exprès ou
tacite, des revendications. Cependant, l’inventeur
qui s’exprime mal ou qui crée par ailleurs une restriction inutile ou complexe ne peut s’en prendre
qu’à lui-même. Le public doit pouvoir s’en remet-
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Binnie J.

[2000] 2 S.C.R.

entitled to rely on the words used provided the
words used are interpreted fairly and knowledgeably.

tre aux termes employés à condition qu’ils soient
interprétés de manière équitable et éclairée.

(ii) What Constitutes an “Essential” Element Is
to Be Interpreted in Light of the Knowledge
of the Art at the Date of the Publication of
the Patent Specification

(ii) Ce qui constitue un élément «essentiel» doit
être déterminé en fonction des connaissances acquises dans le domaine à la date
de la publication du mémoire descriptif

The substitutability of non-essential elements
derives from an informed interpretation of the language of the claims at the time they are revealed to
the target audience of persons skilled in the relevant art. Thus Dickson J., in Consolboard, supra,
spoke at p. 523 of “what a competent workman
reading the specification at its date would have
understood it to have disclosed and claimed”
(emphasis added). See also Fox, supra, at p. 204.
The date of publication was identified by Lord
Diplock in Catnic, supra, and picked up by Hoffmann J. (as he then was) in Improver Corp. v.
Remington Consumer Products Ltd., [1990] F.S.R.
181 (Pat. Ct.), at p. 182:

L’interchangeabilité d’éléments non essentiels
est déterminée à l’issue d’une interprétation éclairée de la teneur des revendications au moment où
elles sont communiquées aux personnes cibles versées dans l’art dont relève l’invention. Ainsi, dans
Consolboard, précité, le juge Dickson a fait mention à la p. 523 de [TRADUCTION] «ce qu’un ouvrier
habile qui aurait lu le mémoire descriptif à
l’époque aurait jugé divulgué et revendiqué par le
mémoire» (je souligne). Voir également Fox, op.
cit., à la p. 204. La date de la publication a été retenue par lord Diplock dans Catnic, précité, puis
reprise par le juge Hoffmann (maintenant lord
Hoffmann) dans Improver Corp. c. Remington
Consumer Products Ltd., [1990] F.S.R. 181 (Pat.
Ct.), à la p. 182:

Would this (i.e.: that the variant had no material effect)
have been obvious at the date of publication of the
patent to a reader skilled in the art? If no, the variant is
outside the claim. [Emphasis added.]

[TRADUCTION] Le fait que la variante n’influence pas de
façon appréciable le fonctionnement de l’invention
aurait-il été évident, à la date de la publication du
brevet, pour un expert du domaine? Dans la négative, la
variante ne tombe pas sous le coup de la revendication.
[Je souligne.]

The date of publication continues to be the critical date in England: Terrell, supra, at p. 106,
although Lord Hoffmann (as he now is) has
observed that “there is an important difference
between the 1949 [Patent Act] and the 1977 [Patent Act]” which requires the date of application (or
priority date) to become the critical date for certain
purposes: Biogen Inc. v. Medeva PLC, [1997]
R.P.C. 1 (H.L.), at p. 54. In that case the court was
dealing with the sufficiency of disclosure, but
some English judges have taken the cue to construe claims as of the date of application as well,
e.g., Dyson Appliances Ltd. v. Hoover Ltd., [2000]
E.W.J. No. 4994 (QL) (Pat. Ct.), at para. 48(k). In
Canada, Reed J. advocated a similar position in

La date de publication est toujours la date déterminante en Angleterre: Terrell, op. cit., à la p. 106,
bien que lord Hoffmann ait fait remarquer [TRADUCTION] «[qu’]il existe une grande différence
entre la [Patent Act] de 1949 et [celle] de 1977»,
qui prévoit que la date de la demande (ou date
d’antériorité) devient la date déterminante à certaines fins: Biogen Inc. c. Medeva PLC, [1997]
R.P.C. 1 (H.L.), à la p. 54. Dans cette affaire, la
cour devait examiner la question du caractère suffisant de la divulgation, mais certains juges anglais
ont saisi l’occasion pour interpréter les revendications également à compter de la date de la
demande, p. ex., Dyson Appliances Ltd. c. Hoover
Ltd., [2000] E.W.J. No. 4994 (QL) (Pat. Ct.), au
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AT & T Technologies, Inc. v. Mitel Corp. (1989),
26 C.P.R. (3d) 238 (F.C.T.D.), at p. 260, even in
the absence of these statutory changes. While there
may be some advantages to the establishment of a
single critical date for multiple purposes including
obviousness, sufficiency and claims construction,
my view is that Canadian law does not support the
date of application as the critical date for claims
construction.

par. 48k). Au Canada, le juge Reed a préconisé une
démarche semblable dans AT & T Technologies,
Inc. c. Mitel Corp. (1989), 26 C.P.R. (3d) 238
(C.F. 1re inst.), à la p. 260, même en l’absence de
ces modifications législatives. Bien qu’il puisse y
avoir des avantages à établir une seule date déterminante aux fins, notamment, des questions d’évidence, de caractère suffisant et d’interprétation des
revendications, je suis d’avis que le droit canadien
ne justifie pas le choix de la date de la demande
comme date déterminante pour l’interprétation des
revendications.

There remains, however, a choice between the
date of issuance of the patent and the date of its
publication because under the former Act the date
of issue and the date of publication were the same.
Now, as a result of the obligations assumed by
Canada under the 1970 Patent Cooperation Treaty
implemented by s. 10 of the new Act (S.C. 1993,
c. 15, s. 28), the patent specification is “laid open”
18 months after the effective date of the Canadian
patent application. In my view, the same logic that
favoured the date of issuance/publication as the
critical date for claims construction under the former Act, favours the choice of the “laid open” date
under the new Act. On that date, the invention is
disclosed to the public, those interested have some
ability to oppose the grant of the patent applied for,
and the applicant for the patent is eventually
allowed to claim reasonable compensation
(s. 55(2)), provided the patent is ultimately
granted, from and after the “laid open” date. The
public, the patentee, its competitors and potential
infringers all have an interest and/or concern from
that date forward. The notional skilled addressee
has a text available for interpretation. In summary,
public disclosure and the triggering of legal consequences on the “laid open” date, as well as the policy considerations that underpinned the earlier case
law, favour that date over the other possibilities as
the critical date for the purpose of claims construction.

Un choix demeure toutefois entre la date de la
délivrance du brevet et la date de sa publication
car, en vertu de l’ancienne loi, la date de la délivrance et la date de publication étaient la même.
De nos jours, par suite des obligations que le
Canada a contractées dans le cadre du Traité de
coopération en matière de brevets de 1970 mis en
application par l’art. 10 de la nouvelle loi (L.C.
1993, ch. 15, art. 28), le mémoire descriptif des
brevets devient «accessible au public» 18 mois
après la date d’effet de la demande de brevet canadien. À mon avis, la logique qui préconisait la date
de délivrance/publication comme date déterminante pour l’interprétation des revendications en
vertu de l’ancienne loi, préconise également la date
d’«accessibilité» en application de la nouvelle loi.
À compter de cette date, l’invention est divulguée
au public, les personnes intéressées ont la possibilité de s’opposer à l’octroi du brevet demandé et le
demandeur du brevet peut réclamer une indemnité
raisonnable (par. 55(2)), dans la mesure où le brevet est accordé. Le public, le breveté, ses concurrents et les contrefacteurs éventuels sont tous intéressés et (ou) concernés à compter de cette date. Le
destinataire fictif versé dans l’art dispose d’un
texte susceptible d’être interprété. Bref, la divulgation publique et les conséquences juridiques
qu’elle entraı̂ne à compter de la date d’«accessibilité», de même que les considérations de principe
qui formaient le fondement de la jurisprudence
plus ancienne, militent en faveur de cette date, plutôt que les autres possibilités offertes, comme date
déterminante aux fins de l’interprétation des
revendications.
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(iii) Regard Is to Be Had to Whether It Was
Obvious at the Time the Patent Was Published that Substitution of a Different Variant Would Make a Difference to the Way in
Which the Invention Works

(iii) Il faut se demander s’il était manifeste, au
moment où le brevet a été publié, que la
substitution d’une variante modifierait le
fonctionnement de l’invention

It would be unfair to allow a patent monopoly to
be breached with impunity by a copycat device
that simply switched bells and whistles, to escape
the literal claims of the patent. Thus the elements
of the invention are identified as either essential
elements (where substitution of another element or
omission takes the device outside the monopoly),
or non-essential elements (where substitution or
omission is not necessarily fatal to an allegation of
infringement). For an element to be considered
non-essential and thus substitutable, it must be
shown either (i) that on a purposive construction of
the words of the claim it was clearly not intended
to be essential, or (ii) that at the date of publication
of the patent, the skilled addressees would have
appreciated that a particular element could be substituted without affecting the working of the invention, i.e., had the skilled worker at that time been
told of both the element specified in the claim and
the variant and “asked whether the variant would
obviously work in the same way”, the answer
would be yes: Improver Corp. v. Remington,
supra, at p. 192. In this context, I think “work in
the same way” should be taken for our purposes as
meaning that the variant (or component) would
perform substantially the same function in substantially the same way to obtain substantially the
same result. In Improver Corp. v. Remington,
Hoffmann J. attempted to reduce the essence of the
Catnic analysis to a series of concise questions, at
p. 182:

Il serait injuste de permettre qu’un appareil qui
ne se distingue de celui décrit dans les revendications du brevet que par la permutation de caractéristiques secondaires échappe impunément au
monopole conféré par le brevet. En conséquence,
les éléments de l’invention sont qualifiés soit d’essentiels (la substitution d’un autre élément ou une
omission fait en sorte que l’appareil échappe au
monopole), soit de non essentiels (la substitution
ou l’omission n’entraı̂ne pas nécessairement le
rejet d’une allégation de contrefaçon). Pour qu’un
élément soit jugé non essentiel et, partant, remplaçable, il faut établir que (i), suivant une interprétation téléologique des termes employés dans la
revendication, l’inventeur n’a manifestement pas
voulu qu’il soit essentiel, ou que (ii), à la date de la
publication du brevet, le destinataire versé dans
l’art aurait constaté qu’un élément donné pouvait
être substitué sans que cela ne modifie le fonctionnement de l’invention, c.-à-d. que, si le travailleur
versé dans l’art avait alors été informé de l’élément décrit dans la revendication et de la variante
et [TRADUCTION] «qu’on lui avait demandé de
déterminer si la variante pouvait manifestement
fonctionner de la même manière», sa réponse
aurait été affirmative: Improver Corp. c.
Remington, précité, à la p. 192. Dans ce contexte,
je crois qu’il faut entendre par «fonctionner de la
même manière» que la variante (ou le composant)
accomplirait essentiellement la même fonction,
d’une manière essentiellement identique pour obtenir essentiellement le même résultat. Dans Improver Corp. c. Remington, le juge Hoffmann a tenté
de ramener l’essentiel de l’analyse proposée dans
l’arrêt Catnic à une série de questions concises, à
la p. 182:
[TRADUCTION]

(i) Does the variant have a material effect upon the
way the invention works? If yes, the variant is outside
the claim. If no: —

(i) La variante influence-t-elle de façon appréciable le
fonctionnement de l’invention? Dans l’affirmative, la
variante ne tombe pas sous le coup de la revendication.
Dans la négative:

2000 SCC 66 (CanLII)

1056

- 307 Free World Trust v. Électro Santé Inc, 2000 SCC 66

FREE WORLD TRUST

c.
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(ii) Would this (i.e.: that the variant had no material
effect) have been obvious at the date of publication of
the patent to a reader skilled in the art? If no, the variant
is outside the claim. If yes: —

(ii) Le fait que la variante n’influence pas de façon
appréciable le fonctionnement de l’invention aurait-il
été évident, à la date de la publication du brevet, pour un
expert du domaine? Dans la négative, la variante ne
tombe pas sous le coup de la revendication. Dans l’affirmative:

(iii) Would the reader skilled in the art nevertheless
have understood from the language of the claim that the
patentee intended that strict compliance with the primary meaning was an essential requirement of the
invention? If yes, the variant is outside the claim.

(iii) L’expert du domaine conclurait-il malgré tout, à
la lecture de la teneur de la revendication, que le breveté
considérait qu’une stricte adhésion au sens premier
constituait une condition essentielle de l’invention?
Dans l’affirmative, la variante ne tombe pas sous le
coup de la revendication.

The three questions are not exhaustive but they
encapsulate the heart of Lord Diplock’s analysis,
and have been endorsed in subsequent English
cases.

Les trois questions ne sont pas exhaustives, mais
elles englobent ce qui est au cœur de l’analyse de
lord Diplock, et elles ont par la suite été approuvées par les tribunaux anglais.

56

In AT & T Technologies, supra, at p. 257, Reed
J. derived a series of interpretive principles from
Catnic, supra, O’Hara, supra, and other cases. Her
third principle is as follows:

Dans AT & T Technologies, précité, à la p. 257,
le juge Reed dégage une série de principes d’interprétation à partir de différents arrêts, dont Catnic et
O’Hara, précités. Le troisième principe qu’elle
dégage est le suivant:

57

(3) if a variant of an aspect of a claim has no material
effect on the way the invention works there is a presumption that the patent is infringed and that the patentee intended that that variant falls within the scope of
the claim. . . . [Emphasis added.]

(3) Si une variante d’un aspect d’une revendication n’a
aucune incidence importante sur le fonctionnement de
l’invention, il existe une présomption portant que le brevet est contrefait et que le breveté voulait que cette
variante entre dans la portée de la revendication . . .
[Je souligne.]

The desirability of such a presumption is supported
by some commentators (see, e.g., J.-C. Boudreau,
“AT&T Technologies: A Contribution to the Purposive Construction Approach for Patent Infringement Analysis in Canada” (1998-99), 15 C.I.P.R.
323). If this proposition is taken to mean that a
presumption of non-essentiality will arise if it is
established in light of the knowledge of substitutability existing at the date of the infringement
(AT & T Technologies, supra, at p. 262) that a variant would have no material effect on the way the
invention works then, with respect, I disagree with
it. The effect would be that the ambit of the
monopoly would grow over the life of the patent as
new substitutes are developed and absorbed into
the common knowledge of the skilled worker. The
inventor cannot be thought to have the necessary
“intent” in relation to after-created knowledge
except in the irrelevant sense of intending to reap

Le caractère souhaitable d’une telle présomption
est confirmé par quelques observateurs (voir p. ex.
J.-C. Boudreau, «AT&T Technologies: A Contribution to the Purposive Construction Approach for
Patent Infringement Analysis in Canada»
(1998-99), 15 R.C.P.I. 323). S’il s’ensuit que le
caractère non essentiel est présumé lorsqu’il est
établi, compte tenu de la connaissance de l’interchangeabilité existant à la date de la contrefaçon
(AT & T Technologies, précité, à la p. 262), qu’une
variante n’aurait aucun effet important sur la
manière dont fonctionne l’invention, je ne peux, en
toute déférence, être d’accord avec ce point de
vue. Si elle était appliquée, cette présomption
aurait pour effet que l’étendue du monopole s’accroı̂trait pendant la période de validité du brevet
lorsque des substituts seraient mis au point et intégrés aux connaissances usuelles du travailleur
versé dans l’art. On ne peut considérer que l’inven-
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the benefit of the maximum coverage available. In
my view, Catnic, supra, and O’Hara, supra, were
correct to put the onus on the patentee to establish
known and obvious substitutability at the date of
publication of the patent. If the patentee fails to
discharge that onus, the descriptive word or
expression in the claim is to be considered essential unless the context of the claims language
otherwise dictates.

teur a eu l’«intention» nécessaire à l’égard de connaissances dont l’acquisition est postérieure, sauf
dans le sens non pertinent de vouloir tirer avantage
de la plus grande portée possible de ses revendications. À mon avis, dans Catnic et O’Hara, précités,
les tribunaux ont eu raison d’exiger du breveté
qu’il établisse une interchangeabilité connue et
manifeste à la date de la publication du brevet. Si
le breveté ne se décharge pas de ce fardeau de
preuve, l’expression ou le mot descriptifs figurant
dans la revendication doivent être considérés
comme essentiels, sauf lorsque la teneur des revendications indique le contraire.

(iv) According to the Intent of the Inventor
Expressed or Inferred from the Claims of
the Patent

(iv) Conformément à l’intention de l’inventeur,
expresse ou inférée des revendications du
brevet

58

The inventor is addressing others in the same
line of work. Words have layers of significance
and secondary meanings. A reference to “turf”
means something different to racehorse owners
than it does to warring business executives. The
word “bench” means a physical object to weightlifters but has numerous secondary meanings for
members of the legal profession. The courts recognize the pitfalls of language and will do what they
can to give the inventor “protection for that which
he has actually in good faith invented” (Western
Electric, supra, at p. 574), but there are limits.

L’inventeur s’adresse à d’autres personnes exerçant leurs activités dans le même domaine. Les
mots ont plusieurs degrés de signification et des
sens secondaires. En anglais, le mot «turf» signifie
une piste de course pour un propriétaire de
chevaux de course, tandis que, pour un dirigeant
d’entreprise combatif, il a le sens de territoire à
défendre. De même, le mot «bench» représente un
objet matériel pour un haltérophile, mais il a de
nombreux sens secondaires dans les milieux juridiques. Les tribunaux reconnaissent que la langue
comporte des pièges et ils font ce qu’ils peuvent
pour accorder à l’inventeur [TRADUCTION] «l’exclusivité de ce qu’il a inventé de bonne foi»
(Western Electric, précité, à la p. 574), mais jusqu’à un certain point.

59

In O’Hara, supra, the Federal Court of Appeal
held that a patent for a pill coating machine that
specified a flexible exhaust could not be interpreted to cover a machine that fulfilled the same
function and contained all of the other essential
elements but which utilized a fixed exhaust. Pratte
J.A., for the court, considered it important that the
patentee had specified “exhaust inlet flexibly
biased”, and must be taken to have attached significance to the words chosen (at p. 7):

Dans O’Hara, précité, la Cour d’appel fédérale
a statué que le brevet d’un appareil d’enrobage de
comprimés précisant qu’un collecteur d’échappement était appliqué de manière flexible ne pouvait
être considéré comme visant un appareil accomplissant la même fonction et réunissant tous les
autres éléments essentiels, mais étant doté d’un
collecteur d’échappement en position fixe. Selon le
juge Pratte, s’exprimant au nom de la cour, le fait
que le breveté avait employé l’expression «collecteur d’échappement appliqué obliquement et de
manière non rigide» était important et il fallait supposer que l’inventeur attachait une importance particulière aux mots choisis (à la p. 7):
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. . . sauf si de toute évidence, l’inventeur savait que le
fait de ne pas s’y conformer n’aurait aucun effet sur le
fonctionnement de [l’invention].

Pratte J.A. also stated:

Le juge Pratte a également dit:

A court must interpret the claims; it cannot redraft them.
When an inventor has clearly stated in the claims that he
considered a requirement as essential to his invention, a
court cannot decide otherwise for the sole reason that he
was mistaken.

Le tribunal doit interpréter les revendications; il ne peut
les récrire. Lorsqu’un inventeur a clairement déclaré
dans les revendications qu’il tenait un élément pour
essentiel à son invention, le tribunal ne saurait en décider autrement pour la seule raison qu’il se trompait.

To the same effect see J. K. Smit & Sons, supra,
per Duff C.J., at p. 285.

Voir dans le même sens J. K. Smit & Sons, précité,
le juge en chef Duff, à la p. 285.

The facts of O’Hara have an echo in the facts of
this case. Claim 1 of the '156 patent stipulates the
“said magnetization coil being stationary” during
treatment. Whether the magnetization coil is stationary may or may not affect the way the device
works, but the inventor has explicitly so stipulated.

Sur le plan des faits, l’affaire O’Hara s’apparente à la présente espèce. La première revendication du brevet 156 énonce que «[la bobine de
démagnétisation] est immobilisée» pendant le traitement. Que la bobine de magnétisation soit immobilisée ou non peut avoir ou ne pas avoir un effet
sur la manière dont l’appareil fonctionne, mais
l’inventeur a stipulé que tel était le cas.

(v) Based on the Patent Specification Itself
Without Resort to Extrinsic Evidence

(v) Interprétation fondée sur le mémoire descriptif lui-même, indépendamment de toute
preuve extrinsèque

In O’Hara, supra, Pratte J.A. commented at p. 7
that in claims interpretation the Court “is merely
trying to find out what was the intention of the
inventor”, and this comment has given rise to the
contention that some forms of extrinsic evidence
should be admissible in claims construction to
establish the inventor’s intention.

Dans O’Hara, précité, le juge Pratte dit à la p. 7
que, pour interpréter une revendication, la cour
«essaie simplement de dégager l’intention de l’inventeur». Cette observation a incité certains à prétendre que des éléments de preuve extrinsèque
devraient parfois être recevables pour interpréter
des revendications et établir l’intention de l’inventeur.

61

The intervener, Procter & Gamble Inc. urges the
Court to allow proof of the intent through evidence
of representations to the Patent Office in the course
of patent prosecution, i.e., the negotiations over the
wording of the claims leading up to issuance of the
patent. In her reasons, Rousseau-Houle J.A. made
limited reference to the prosecution history in the
present case as follows (at pp. 461-62):

L’intervenante, Procter & Gamble Inc., exhorte
notre Cour à autoriser la preuve de l’intention de
l’inventeur au moyen des observations présentées
au Bureau des brevets au cours de l’examen de la
demande de brevet, c.-à-d. les négociations qui se
sont déroulées au sujet du libellé des revendications et ont mené à la délivrance du brevet. Dans
ses motifs, le juge Rousseau-Houle renvoie brièvement à l’examen de la demande de brevet à la
p. 2911:

62

[TRANSLATION] During his study of the patent applications, the Commissioner analyzed various systems
described in American and German patents which also
were developed to treat the human body through the cre-

[Le commissaire], lors de son étude des demandes de
brevets, a analysé différents appareils décrits dans des
brevets américains et allemands et également conçus
pour traiter le corps humain par la création de
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ation of magnetic fields. He examined the article by
Solov’eva which the appellant quoted and specifically
commented in patent application 361. . . . He requested
additional details with respect to certain of the claims
described in the patents and ordered amendments to the
descriptions of certain functions and the deletion of any
reference to methods of treatment because methods are
not patentable. [Emphasis added.]

champs magnétiques. Il a pu prendre connaissance de
l’article de Solov’eva que l’appelante avait cité et explicitement commenté dans la demande de brevet 361 [. . .]
Il a demandé des précisions additionnelles sur
quelques-unes des revendications décrites aux brevets et
a exigé des amendements aux descriptions de certaines
fonctions et la disparition de toute référence à des
méthodes de traitement puisqu’une méthode n’est pas
brevetable. [Je souligne.]
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In the United States, representations to the Patent Office were historically noted on the file cover
or “wrapper”, and the doctrine is thus known in
that country as “file wrapper estoppel” or “prosecution history estoppel”. In its recent decision in
Warner-Jenkinson Co., supra, the United States
Supreme Court affirmed that a patent owner is precluded from claiming the benefit of the doctrine of
equivalents to recapture ground conceded by limiting argument or amendment during negotiations
with the Patent Office. The availability of file
wrapper estoppel was affirmed, but it was narrowed in the interest of placing “reasonable limits
on the doctrine of equivalents”, per Thomas J., at
p. 34. While prosecution history estoppel is still
tied to amendments made to avoid the prior art, or
otherwise to address a specific concern — such as
obviousness — that arguably would have rendered
the claimed subject matter unpatentable, the court
placed the burden on the patentee to establish the
reason for an amendment required during patent
prosecution. Where no innocent explanation is
established, the court will now presume that the
Patent Office had a substantial reason related to
patentability for including the limiting element
added by amendment. In those circumstances,
prosecution history estoppel bars the application of
the doctrine of equivalents as to that element.

Aux États-Unis, les observations devant le
Bureau des brevets ont historiquement été notées
sur la couverture ou l’«enveloppe» du dossier, ce
qui a donné naissance à la théorie de la «préclusion
fondée sur les notes apposées au dossier» ou de la
«préclusion fondée sur l’examen de la demande de
brevet». Récemment, dans Warner-Jenkinson Co.,
précité, la Cour suprême des États-Unis a statué
que le titulaire d’un brevet ne pouvait se prévaloir
de la théorie des équivalents pour reprendre le terrain cédé au moyen d’une argumentation ou d’une
modification portant restriction lors des négociations avec le Bureau des brevets. Elle a confirmé
que la préclusion fondée sur les notes apposées au
dossier pouvait être invoquée, mais elle l’a circonscrite afin que [TRADUCTION] «des limites raisonnables soient apportées à la théorie des équivalents», le juge Thomas, à la p. 34. Alors que la
préclusion fondée sur l’examen de la demande de
brevet demeure liée aux modifications apportées
pour éviter que l’invention ne se heurte à une antériorité ou pour éviter un autre écueil — telle l’évidence — qui aurait pu rendre non brevetable l’objet revendiqué, le tribunal a exigé du breveté qu’il
justifie la modification demandée pendant l’examen de la demande de brevet. Lorsque aucune
explication innocente n’est avancée, le tribunal
présumera désormais que le Bureau des brevets
avait un motif valable lié à la brevetabilité d’intégrer l’élément restrictif ajouté par voie de modification. Dans ces circonstances, la préclusion fondée sur l’examen de la demande de brevet fait
obstacle à l’application de la théorie des équivalents à l’égard de cet élément.

64

The use of file wrapper estoppel in Canada was
emphatically rejected by Thorson P. in Lovell
Manufacturing Co. v. Beatty Bros. Ltd. (1962), 23
Fox Pat. C. 112 (Ex. Ct.), and our Federal Court

Au Canada, la préclusion fondée sur les notes
apposées au dossier a été énergiquement rejetée
par le président Thorson dans Lovell Manufacturing Co. c. Beatty Bros. Ltd. (1962), 23 Fox Pat. C.
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has in general confirmed over the years the exclusion of file wrapper materials tendered for the purpose of construing the claims: see, e.g., P.L.G.
Research Ltd. v. Jannock Steel Fabricating Co.
(1991), 35 C.P.R. (3d) 346 (F.C.T.D.), at p. 349.
No distinction is drawn in this regard between
cases involving allegations of literal infringement
and those involving substantive infringement.

112 (C. de l’É.), et la Cour fédérale du Canada a
généralement confirmé au fil des ans l’irrecevabilité des notes apposées sur l’enveloppe du dossier
aux fins de l’interprétation des revendications. Voir
p. ex. P.L.G. Research Ltd. c. Jannock Steel Fabricating Co. (1991), 35 C.P.R. (3d) 346 (C.F. 1re
inst.), à la p. 349. Aucune distinction n’est établie
à cet égard entre une affaire portant sur une allégation de contrefaçon textuelle et une affaire relative
à la contrefaçon de l’essentiel du brevet.

Counsel for Procter & Gamble Inc. argues that
prosecutions history ought to be admissible in
some circumstances in the interest of obtaining
consistent claims interpretation here and in the
United States, where many Canadian patents have
their origin. There is some nourishment for this
proposition in commentary by other experienced
practitioners (e.g., D. W. Scott, “The Record of
Proceedings in the Patent Office in Canada &
Foreign Countries as Evidence in Infringement &
Validity Contests” (1985-86), 2 C.I.P.R. 160). References to the intention of the inventor in
Catnic, supra, and O’Hara, supra, are said to leave
the door ajar to the possibility of reconsideration.

L’avocat de Procter & Gamble Inc. fait valoir
que des éléments de preuve liés à l’examen de la
demande de brevet devraient être recevables dans
certaines circonstances pour que l’interprétation
des revendications soient cohérente ici et aux
États-Unis, d’où proviennent de nombreux brevets
canadiens. Cette proposition jouit d’un certain
appui de la part d’autres praticiens d’expérience (p.
ex. D. W. Scott, «The Record of Proceedings in
the Patent Office in Canada & Foreign Countries
as Evidence in Infringement & Validity Contests»
(1985-86), 2 R.C.P.I. 160). On avance que la mention de l’intention de l’inventeur dans Catnic et
O’Hara, précités, entrouvrirait la porte à un éventuel réexamen de la question.
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In my view, those references to the inventor’s
intention refer to an objective manifestation of that
intent in the patent claims, as interpreted by the
person skilled in the art, and do not contemplate
extrinsic evidence such as statements or admissions made in the course of patent prosecution. To
allow such extrinsic evidence for the purpose of
defining the monopoly would undermine the public notice function of the claims, and increase
uncertainty as well as fuelling the already overheated engines of patent litigation. The current
emphasis on purposive construction, which keeps
the focus on the language of the claims, seems also
to be inconsistent with opening the pandora’s box
of file wrapper estoppel. If significant representations are made to the Patent Office touching the
scope of the claims, the Patent Office should insist

J’estime que, dans ces affaires, l’intention de
l’inventeur renvoie à l’expression objective de
cette intention dans les revendications du brevet,
selon l’interprétation qui en est faite par une personne versée dans l’art, et non à des éléments de
preuve extrinsèque comme des déclarations ou des
aveux faits pendant l’examen de la demande de
brevet. Autoriser la mise en preuve de tels éléments extrinsèques pour déterminer l’étendue d’un
monopole compromettrait le rôle des revendications dans l’information du public et ajouterait à
l’incertitude, tout en attisant le brasier déjà intense
du contentieux en matière de brevets. La faveur
dont jouit actuellement l’interprétation téléogique,
qui assure la primauté de la teneur des revendications, paraı̂t également incompatible avec l’ouverture de la boı̂te de Pandore que serait la préclusion
fondée sur les notes apposées au dossier. Lorsque
des observations importantes lui sont présentées
concernant la portée des revendications, le Bureau
des brevets devrait exiger, si besoin est, qu’une
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where necessary on an amendment to the claims to
reflect the representation.

modification soit apportée en conséquence aux
revendications.

This is not to suggest that prosecution history
can never be relevant for a purpose other than
defining the scope of the grant of the monopoly:
Foseco Trading A.G. v. Canadian Ferro Hot Metal
Specialties, Ltd. (1991), 36 C.P.R. (3d) 35
(F.C.T.D.), at p. 47. That point does not arise in
this case for decision and lies outside the scope of
these reasons.

Il ne s’ensuit pas que l’examen de la demande
de brevet ne puisse jamais être pertinent pour une
autre fin que celle de définir l’étendue du monopole accordé: Foseco Trading A.G. c. Canadian
Ferro Hot Metal Specialties Ltd. (1991), 36 C.P.R.
(3d) 35 (C.F. 1re inst.), à la p. 47. Notre Cour ne se
prononce toutefois pas à ce sujet, car la question
n’est pas soulevée en l’espèce.

(f) Based on the Foregoing Principles, the
Respondents’ Device Is Outside the Claimed
Monopoly and the Appeal Must Be Dismissed

f) Vu ces principes, l’appareil des intimés n’est
pas visé par le monopole de l’appelante et le
pourvoi doit être rejeté

While the foregoing principles will have to be
adapted to the exigencies of different types of patents, it may be helpful to summarize how they
apply in this case.

Même si les principes dégagés devront être
adaptés aux exigences des différents types de brevets, on peut néanmoins résumer leur application
en l’espèce.

(1) At the claims construction stage, the wording of the claims was analysed to isolate the
descriptive words and phrases which identify the
elements of the invention. There is no need here
to make heavy weather in the details. The claims
specify the presence of “circuit means” to control the electro-magnetotherapy. There is nothing in the context of the claims to suggest that
the inventor considered circuit means to be nonessential. On the contrary, it is the core of the
invention. Equally, there was no evidence that at
the date of publication of the patent the ordinary
skilled worker would have appreciated that there
were variants that could perform substantially
the same function in substantially the same way
to achieve substantially the same result as the
circuit means specified in the patent.

(1) À l’étape de l’interprétation des revendications, la teneur de ces dernières a été analysée
pour faire ressortir les expressions et les termes
descriptifs qui déterminent les éléments de l’invention. Il n’y a pas lieu, dans la présente
affaire, de se perdre dans les détails. Les revendications précisent que des «circuits» régulent
l’électromagnétothérapie. Aucun élément du
contexte des revendications ne permet de conclure que l’inventeur considérait les circuits
comme non essentiels. Au contraire, ils sont au
cœur de l’invention. Aussi, rien ne prouve que, à
la date de la publication du brevet, un travailleur
moyen versé dans l’art aurait constaté que des
variantes pouvaient permettre d’accomplir
essentiellement la même fonction, d’une
manière essentiellement identique pour obtenir
essentiellement le même résultat qu’à l’aide des
circuits mentionnés dans le brevet.

(2) Control of the magnetotherapy by circuit
means was therefore an essential element of the
invention.

(2) La régulation de la magnétothérapie grâce à
des circuits constitue donc un élément essentiel
de l’invention.

(3) At the infringement analysis stage, the
accused Électro-Santé device is now to be
examined and its constituent elements similarly
identified.

(3) À l’étape de l’analyse relative à la contrefaçon, l’appareil Électro-Santé en cause doit être
soumis à un examen pour en déterminer les éléments constitutifs.
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ÉLECTRO SANTÉ INC.
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(4) If the accused device takes all of the essential elements of the invention, there is infringement.

(4) Si l’appareil en cause reprend tous les éléments essentiels de l’invention, il y a contrefaçon.

The appellant complains, with some justice in
my view, that having stated its legal test of
infringement, the Quebec Court of Appeal then
erred in making a comparison between the device
of the appellant and the device of the respondents,
and coming to the conclusion (which the appellant
did not dispute) that the devices were different.

L’appelante déplore, en partie avec raison selon
moi, qu’après avoir énoncé le critère juridique
applicable en matière de contrefaçon, la Cour d’appel du Québec a commis une erreur en comparant
son appareil et celui des intimés, puis en concluant
que les appareils étaient différents (ce que l’appelante n’a pas contesté).
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The appellant contends that the proper comparison is between the claims set out in its patents and
the devices marketed by the respondents. I agree,
but I believe that on reading the reasons of the
Quebec Court of Appeal in their entirety, the court
did make the proper comparison, even though that
court went on to make a superfluous comparison
between the two devices themselves.

L’appelante soutient que la comparaison aurait
dû avoir pour objet les revendications de ses brevets et les appareils mis en marché par les intimés.
J’en conviens, mais après avoir lu en entier les
motifs de la Cour d’appel du Québec, je crois
qu’elle a procédé à la comparaison qui s’imposait,
même si elle a en outre comparé inutilement les
deux appareils.
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The appellant points out that the Électro-Santé
device features many of the characteristics
described in claim 1 of the '156 patent. It is an
“electro-magnetic low frequency therapeutic system”. The magnetic field intensity is adjustable by
the user. There are means for controlling the magnetic field’s peak amplitude and frequency. As
Wills J. said in Incandescent Gas Light Co. v. De
Mare Incandescent Gas Light System, Ld. (1896),
13 R.P.C. 301 (Q.B.D.), at p. 330:

L’appelante signale que bon nombre des caractéristiques des appareils Électro-Santé correspondent à celles décrites dans la première revendication du brevet 156. Il s’agit d’un «[s]ystème
thérapeutique électromagnétique à basse fréquence». L’utilisateur peut régler l’intensité du
champ magnétique. Une commande permet de
régler l’amplitude de crête du champ magnétique
ainsi que la fréquence. Comme l’a dit le juge Wills
dans Incandescent Gas Light Co. c. De Mare
Incandescent Gas Light System, Ld. (1896), 13
R.P.C. 301 (Q.B.D.), à la p. 330:
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It is seldom that the infringer does the thing, the whole
thing, and nothing but the thing claimed in the Specification.

[TRADUCTION] Il est rare que le contrefacteur accomplisse tout ce qui est revendiqué dans le mémoire descriptif et rien d’autre.

The appellant however failed to establish that a
skilled reader would have understood in 1981 and
1983, when these patents were published, that (i)
the inventions as contemplated were intended to
include departures (or variants) from the specified
circuit technology, (ii) that it would have been
obvious to such a skilled reader that substituting
variants for the specified “circuit means” would
perform substantially the same function in substantially the same way to produce substantially the
same result, and (iii) that when the inventor speci-

Or, l’appelante n’a pas établi que, en 1981 et en
1983, au moment où les brevets ont été publiés, (i)
une personne versée dans l’art aurait conclu que
l’intention de l’inventeur était que les inventions
englobent les écarts (ou les variantes) par rapport à
la technologie précisée utilisant un circuit, (ii) il
était manifeste pour une telle personne versée dans
l’art que la substitution d’une variante aux «circuits» prévus permettrait d’accomplir essentiellement la même fonction, d’une manière essentiellement identique pour obtenir essentiellement le

72

2000 SCC 66 (CanLII)

[2000] 2 R.C.S.

- 314 Free World Trust v. Électro Santé Inc, 2000 SCC 66

FREE WORLD TRUST

v.
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fied “circuit means” he didn’t really mean the
description to be taken literally. Had the appellant
been able to establish these points, its patents
would probably have been declared invalid for
covetous claiming.

même résultat et (iii) en employant le terme «circuits», l’inventeur n’avait pas vraiment voulu que
la description soit textuellement interprétée. Si
l’appelante avait pu établir ces éléments, ses brevets auraient probablement été déclarés invalides
pour cause de visées trop ambitieuses.
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The claims clearly require “circuit means”. As
mentioned, a skilled reader in 1981 or 1983 would
associate that descriptive phrase with specific technology and consider the use of such technology
essential to the claimed invention. The fact that the
Électro-Santé device uses a microcontroller to perform a similar or even the same function does not
bring it within the claim. It performs the function
in a very different way. Moreover, there is no reason to think the inventor didn’t mean what he said,
or considered the use of “circuit means” a nonessential element of the claims, or intended to
claim more broadly than “circuit means” and
thereby put at risk for “covetous claiming” the
validity of the patents. As the Court of Appeal
observed, the means of control of amplitude and
frequency is precisely the difference that validated
the patents over the prior art embodied in such
predecessor magnetotherapy machines as the
Magnétopace, Myodynamic and Elec devices.

Les revendications exigent clairement des «circuits». Comme je le mentionne précédemment, en
1981 ou en 1983, une personne versée dans l’art
aurait associé ce terme descriptif à la technologie
en cause et aurait considéré que le recours à cette
technologie était essentiel à l’invention revendiquée. Même si l’appareil Électro-Santé utilise un
microcontrôleur pour accomplir une fonction semblable et même identique, il n’est pas visé par la
revendication. Il accomplit la fonction d’une
manière très différente. En outre, rien ne permet de
croire que l’inventeur envisageait autre chose que
ce qu’il a décrit ni qu’il considérait le recours à des
«circuits» comme un élément non essentiel des
revendications ou qu’il voulait revendiquer davantage que des «circuits», compromettant ainsi la
validité des brevets à cause de visées trop ambitieuses. Comme l’a fait remarquer la Cour d’appel,
le moyen de régler l’amplitude et la fréquence correspond précisément à la différence qui a justifié la
délivrance des brevets par rapport à l’antériorité
intégrée à des appareils de magnétothérapie déjà
existants comme Magnétopace, Myodynamic et
Elec.
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In sum, the respondents’ device differs both
structurally and operationally from the device contemplated in the claims. Substitution of a
microcontroller for the “circuit means” substitutes
a totally different technology for the core of the
'156 and '361 patents and of itself is clearly fatal to
the appellant’s allegation of infringement.

En résumé, l’appareil des intimés se distingue
de celui envisagé dans les revendications tant par
sa construction que par son fonctionnement. Le
remplacement des «circuits» par un microcontrôleur emporte la substitution d’une technologie totalement différente à l’élément essentiel des brevets
156 et 361, ce qui en soi justifie clairement le rejet
de l’allégation de contrefaçon formulée par l’appelante.
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The appellant having failed to establish that the
respondents’ Électro-Santé system included all of
the essential elements of the monopoly set out in
its patent claims, purposively construed, the action
was rightly dismissed.

Étant donné que l’appelante n’a pas prouvé que
le système Électro-Santé des intimés englobait tous
les éléments essentiels du monopole circonscrit par
les revendications de ses brevets, interprétés en
fonction de l’objet, l’action a à juste titre été
rejetée.
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V. Dispositif

The appeal is dismissed without costs.

Le pourvoi est rejeté sans dépens.

Appeal dismissed.

Pourvoi rejeté.

Solicitors for the appellant: Joli-Cœur, Lacasse,
Lemieux, Simard, St-Pierre, Sillery, Québec.

Procureurs de l’appelante: Joli-Cœur, Lacasse,
Lemieux, Simard, St-Pierre, Sillery (Québec).

Solicitors for the intervener: Dimock Stratton
Clarizio, Toronto.

Procureurs de l’intervenante: Dimock Stratton
Clarizio, Toronto.
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Marvin Kurz, pour Ia reqnerante la Ligue des
droits de la personne de B 'Nai Brith Canada.

Edward M. Morgan, for the applicant the Cana· Edward M. Morgan, pour le requerant le Condian Jewish Congress.
a gres juif canadien.
Joseph R. Nuss, Q.C., Irwin Cotlet and Lieba
Shell, for the applicant InterAmicus.

and

Kenneth M. Narvey, en personne.
Christopher A Amerasinghe, c.r., et Thomas C.
Lemon, pour 1' appelante.

Martin W. Mason, for the respondent.

Martin W. Mason, pour l'intime.

TI1e .following reasons for the order were delivered by

Version franyaise ties motifs de ]'ordonnance
Tendus par
d

McLACHLIN J.- These applications to intervene
LB JUG!:! McLACl-ILIK-Le demandes d 'intcrarise in an appeal fTom the Ontario Court of
vention sont presentees dans le cadre d' un pourvoi
contre un arret de Ia CaUl' d' appel de l'Ontario.
Appeal . Tmre Pinta served during the Second
Pendant la Sewnde Guerre moncliale, Imre Finta a
World War as commander of the investigative subdivision of t11e Gendarmerie at Szeged, Hungary. e occupe le rang de commandant de la division des
He became a Canadian citizen in 1956. In 1988, he
enquetes de Ia Gendarmerie a Szeged (Hongrie). ll
was charged under altemate counts of unlawful
est devenu citoycn canadien en 1956. En 1988, il a
confinement, robbery, kidnapping and manslaughete accuse, en vertu de chefs d ' accosation subsiter (one count of each pair fell under the Criminal
diaires, de sequestration, de vol, d'enlevement et
Code, R.S.C. 1927, c. 36, while the other count f d'hom.Icide involontaire coupable (un chef d' accuwas characterized as a war crime or crime against sation de cbaqtte pairc ctait vise par le Code crlmihumanity under the predecessor of s. 7(3.71) oftbe
nel, S.R.C. 1927, ch. 36, alors que l'autre etait qualifie de , l:r.ime de guerre ou de crime contre
present Criminal Code). These allegations arose
from the deportation of Jews Jrom Hungary in ·. l'liumariite aux tertnes de fa dis_po ition qui a pre1944. In a pre-trial motion, Finta challenged the g cede lc par. 7(3.71) du Code criminel actuel). Ces
constitutionality of the war crimes provisions in
allegations resultent deJa deportation de Juifs de Ia
Hongrie en 1944. Dans une rcquete prealable au
the Criminal Code. The trial judge found that these
provisions did not violate the Canadian Charter of
procas, Finta a collteste la constitutionnalite des
Rights and Freedoms. The jury subsequently It dispositions du Code criminel relatives aux. crimes
de guerre. Le juge du proces a conclu que ces disacquitted Finta on all counts. The Crown's appeal
of this acquittal was dismissed by a majority of the
positions ne portaient pas atteintc a Ia Chane
Ontario Court of Appeal with two dissenting
canadienne des droits et libertes. Le jury a, par Ia
suite, acquittc Finta relativement a tous les chefs
judges tn favour of ordering a new trial. The Court
of Appeal was unanimous, however, in upholding
d' accusation. L' appel du minlstere public contre
the constitutional validity of the war crimes provi·cet acquittemcnt a ete rejete par Ia Cout d'appel de
sions in the Code.
l'Ontario, a la majorite; deux juges dissidents
auraient ordonne la tenue d'un nouveau proces.
Toutefois, Ia Cour d' appel a, a l'unaoimite, mainj
tenu la validite constitutionnelle des dispositions
du Code sur Les crimes de guerre.
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Notre Cour a autorise le ministere public a inter-

Leave to appeal was granted to the Crown by
Ulls Court on the four grounds of law upon which
Dubin C.J.O. and Tarnopolsky J.A. dissented, and
on three additional grounds:

jeter appel sur le fondement de quatre moyens de
droit. invoques dans la dissidence du juge en chef
Dubin de !'Ontario et du juge Tarnopolsky et sur

(1) That the CoUtt of Appeal erred in law in holding that
s. 7(3.71) of the Criminal Code is not merely j urisdictional in nature, but. rather, defines the essential
elements of the offences charged, such that it was b
necessary for the jury to decide beyond a reasonable
doubt not only whether the Respondent was guilty of
the 1927 Criminal Code offences charged, but also,
whether hi.~ acts constituted war crimes or crimes
against llllmanity a~ defined in s. 7{3. 71) and c
7(3.76),

[TRADUO'ION] (1) LaCour d'appel a comrnis une erreur
de droit lorsqu'elle a conclu que le par. 7(3.71) du
Code criminel oe vise pas simplement la competence, mais plut6t definit les eh~ments essentiels des
infractions reprochees de rnaniere que le jary devait
decider hors de tollt doute raisonnable non seulement que l'intime etait coupable des infractions
reprocbees en vertu du Code criminel de 1927, .mais
egalement si ses actes consliluaient des crimes de
guerre ou des crimes contre l' humanite aux termes
des par. 7(3.71) et 7(3.76).
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a trois moyens supplementa.ites:

(2) La Cour d' appel a comrnis une erreur de dmit lors.
(2) That the Court of Appeal erred in law in holding that
qu' ellc u conclu que ie juge du proces avait correctethe trial judge correctly instructed the jury that it is
not sufficient for the Crown to prove beyond a rea- d
ment expose au jury qu'il ne suffit pas au m.inistere
public de clcmunlrer hors de U.mt doute raisonnable
sonable doubt that the Respondent intended to commit 1·he offences alleged against him, namely unlawque l'inti.J.T~ avait ]'intention de commeltre les
infractions qui lui sont reprochees, c'est.-a-dire Ia
ful confinement, robbery, kidnapping and
manslangllter, but that the Crown must also prove
sequestrarioo, le vol, l'enlevemcn t et !'homicide
that the Respondent knew that those acts constituted e
invoiontaire coupahle, mais qu 1 il doit egaJemeot
war crimes or crime against humanity as defined in
ct.emontrer que l'intime savait que ces acres comtis. 7(3.76), thereby requiring proof of mens rea in
Luaient des crimes de guerre ou un crime contre l'hurelation to the jurisdictional preconditions set out in
manire aux tenncs du pur. 7(3.76), exigeant ainsi la
s. 7(3.71) of the Criminal Code.
preuve de !"intention coupahle relativement aux conditions prealables en matiere d~ competence 6nonf
cec~ au par. 7(3.71) du Code criminel.
(3) Having found that d¢fence counsel's address was
(3) Ayant conclu que le platdoyer de J'avocat de la
improper and inflammatory on the several grounds
defens~ etait incorrect et inceodiaire a. l'egard des
enumerated, tbe Court of Appeal ened in law in
diver.~ moyem; invoques, la Cour d'appcl u commi.
holding that the trial judge's instructions to the jury g
une erreur de droit lorsqu'elle a conclu que les direcadequately corrected defence counsel' jury address
tives du juge-du proces au jury avaicnt actequatement
so as to overcome the prejudice to the Crown and
corrige le plaidoycr de l'avocat de la defense de
did not deprive the Crown of a fair trial.
rnaniere i\ reparer le prejudice subi par le ministere
public et ne l'a pas prive d'un proce.s equ itable..
h

(4) Having found that the trial j udge erred in calling tbe
Dallas statements and tl1e videotaped evidence of the
witnesses Kemeny and Ballo as his own evidence,
thereby depriving the Crown of its statutory right to
address the jury last, the Court of Appeal erred in
law in holding that this error resulted in no substantial wrong or miscarriage of j ustice.

(5) That the Court of Appeal eJTed in law in holding that
the police statement and deposition of Irnre Dallos,

(4) Ayant conclu que Je juge du proces .a vait corn.nlls une
erreur en citant les declarations de Dallos et les
temoignages de Kemeny et de Ballo enregistres sur
bande video comme ses propres elements de preuve,
privanl ainsi le rninistere public du droit que lui contere Ia loi de s'adresser au jury le dernier, la Co ur
d'appel a comrnis une erreur de droiL Iorsqu'elle a
conclu que cette erreur n'a entralne aucun lort
important ni aucune erreur judiciaire grave.
j

(5) La Cuur d' appel a comrnis uoe erreur de droit Jarsqu ' clle n conclu ala recevabilite de la declaration a
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Ia police et de la deposition de Imre Dallas qui proviennent du dossier de l'enquete de 1947 et du proces de 1948 tenu en l'absence de l'intime en Hongrie.

(6) That the Court of Appeal erred in law in holding that a (6) La Cow· .d' appel a commis une erreur de droit lorsthe trial judge's instructions to the jury pertaining to
qu'elle a couclu que les directives dujuge du proces
the evidence relating to the eyewitness identification
au jury relativement a !'identification de l' intime par
of the respondent were appropriate in the circumles temoins oculaires etaient appropriees dans les cirstances of the case and in not finding that he misdiconstances de l'affaire et lorsqu'elle n'a pas conclu
b
qu'il avait donne des directives erronees au jury sur
rected the jury on the issue of identification; and
la question de l'identification,
(7) That the Court of Appeal erred in law in failing to
(7) La Cour d' appel a conunis une erreur de droit lorsfind that the trial judge erred in putting to the jury
qu'eHe a omis de conclure que le juge du proce:s
avait conmlis une erreur lorsgu'il a presente au jury
the peace officer defence embodied in s. 25 of tl1e c
Criminal Code, the military orders defence and the
le moyen de defense de l' agent de Ia paix inscrit a
issue of mistake of fact, 1l.nd that the .trial judge misl'art. 25 du Code criminel, le moyen de defense
directed the jury in the manner in which be defined
fonde sur les ordres militaires et la question de l'erthose defences.
reur de fait et gue le juge du proces a donne des
directives en-ouees au j ury relativement a la munic.re
d
dm1t il a defini ces moyens de defense.

Notre ColU a autorise le pourvoi incident de
The cross-appellant Pinta was granted leave by
Pinta sur les moyens d' ordre constitu tionnels
this Court on the constitutional grounds dismissed
below. Chief Justice Lamer ordered tbat t11e consti- " rejeres par les instances inferietUes. Le juge en
chef Lamer a ordonne que les questions constitututional questions be stated as follows:
tiOimelles soient enoncees de Ja maniere suivante:
(1) Does s. 7(3.74) of the Criminal Code violate ss. 7,
11(a), ll(b), ll(d), ll(g), 12 or 15 of the Canadian

Charter of Rights and Freedoms?

f

( J) Le paragraphe 7(3.74) du Code criminel viole-t-illcs
art. 7, lla), llb). 11d), llg), 12 ou 15 de la Charte
canadienne des droits et libertes'?

(2) If the answer to this question is in the affirmative, is
(2) Si la reponse a cette question est affirmative, le
par. 7(3.74) du Code criminel est-il une limite qui est
s. 7(3.74) of the Criminal Code a reasonable limit in
raisonnable dans le' cadre d'une societe libre et
a free and democratic society and justified under s. 1
of tbe Canadian Charter of Rights and Free.domr? g
democratique et done j ustifiee en vertu de !'article
premier de La Cha'rte canadienne des droirs et
libertes?
(3) Does s. 7(3.71) read with s. 7(3.76) of the Criminal
(3) Le paragraphe 7(3.71) interpret€ conjoinlement avec
Le par. 7(3.76) du Code criminel, viole-t-il les art. 7,
Code violate ss. 7, ll(a), 11(b), ll(d), ll(g), 12 or
15 of the Canadian Charter of Rights and Free- h
11a), llb), lld), l lg), 12 ou 15 de la Charte canadoms?
dienne des droits et libertes?
(4) If the answer to this question is in the affirmative, is
s. 7(3.71) read with s. 7(3.76) of the Criminal Code

a reasonable limit in a free and democratic society
and justified under s. l of the Canadian Chaner of
Rights and Freedoms?

Four applications are before the Court to inter- .i
vene in this case pursuant to Rule 18 of the RuJes

(4) Si la reponse a cette question est affrrrnative, le
par. 7(3 .71) interprete conjointement avec le
par. 7(3.76) du Code criminel, est-il une limite qui

est raisonnable dans Je cadre d'une societe libre et
democratique et done justifiee en vertu de !'article
premier de la Charte canadienne des droits et
libertes?

Quatre demandes d' intervention en 1' espece ont

ete presentees a la Cour aux termes de I' art. 18 des

1993 CanLII 132 (SCC)

[1993] 1 R.C.S.
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of the Supreme Court of Canada, SOR/83-74.
Regles de la Cour supreme du Canada; DORS/83Three applicants are public interest groups: the
14. Trois reguerants sont des groupes d'interel
Canadian Jewisb Congress, League for Human
public: le Congres juif canadien, la Ligue des
Rights of B'Nai Brith Cartada, and InterAmicus.
droits de la personne de B'Nai Brith Canada
One applicant, Mr. Kenneth M . Narvey, is a pri- a et InterAmicus. Un requenint, M. Keillleth M.
vate individual acting on his own behalf. All of the
Narvey est un particulier qui agit pour son propre
applicants seek to intervene in favour of the appelcompte. Tous les requerants cherchent a intervenir
lant Crown's position. The appellant does not conpour appuyer la position du ministere public. L' aptest the applications of the three interest groups, b pelante ne conteste pas les demandes des trois
but does contest the application of Me Na.rvey.
groupes d' interet, mais conteste la demande de
M. Narvey.

Le juge Sopinka a conclu dans l'un des rares
As Sopinka J. held in one of the few reported
cases on a motion for intervention, Rule 18 of the c jugements publies sur une reguete en intervention
Rules of the Supreme Court of Can_ada permits "a
que l'art. 18 des Regles de la Cour supreme du
wide disc-retion in deciding whether or not to allow
Canada confere «Un vaste pouvoir discretionnaire
pour decider s'il y a lieu d ' autoriser ou non une
a person to intervene as well as the discretion to
determine the terms and conditions of the interven- d personne a intervenir ainsi que le pouvoir discretion": Reference Re Workers' Compensation Act,
tionnaire de fixer les modalit:es de !'intervention»:
1983 (Njld.), f1989] 2 S.C.R. 335, at p. 339. The
Renvoi: Workers' Compensation Act, 1983 (T.-N.),
criteria under Ruie 18 require that the applicant
[1989] 2 R.C.S . 335, ala p. 339. Le critere enonce
establish: (1) an interest and (2) submissions which
a l'art. 18 des Rcgles exige que le requerant
will be useful and different from those of the other e demontre: (1) UD inte.ret et (2) des allegations qui
seront utiles et d.ifferentes de celles des autres parparties.
ties.
(1) Interesl

1

(1) L'interet

The three public interest groups have all estabLes trois groupcs d'interet public ont taus
lished an interest in d1e outcome of this appeaL
demontre un interet dans l'issue du present pomvoi. Le Congres juif canadien, la Ligue des droits
The Canadian Jewish Congress, League for
Human Rights of B'Nai Brith Canada and Inter- g de la personne de B ' Nai Brith Canada et InterAmiAm.i.t-1ls have an interest in ensuring that the intercus ont 1m interet a veiller a ce que 1' interpretation
pretation of the Criminal Code provisions on
des dispositions du Code criminel contestees en
appeal is consistent with the preservation of issues
I' espece soit conforme au respect des questions qui
within its mandate. 'Through either the people they h s}inscrivent dans le cadre de leur mandat. Par les
represent or the mandate which they seek to
persoones qu' ils representent Oli. par [e manda l
uphold, these applicants have a direct stake in
qu' ils cherchent a faire valoir, ce~ requerants soot
Canada' s fulfilling its international legal obligadi.rectement ulteresses a11 respect par le Canada de
tions under customary and conventional intemases obligations j uridiqu es aux termes du droit
tional law. While the Court is often reluctant to
international cou tumier o u conventionnel. Bien
grant .intervener status to public interest groups in
que Ia Cour Msite ·souvent ~ accorder le statut
criminal appeals, exceptions can be made under its
d' intervenant a. des . groupes d'interet publlc dans
broad discretion where important public law issues
Les pourvois en matiere penale, i1 peut y avoir des
are considered, as in tl1is appeal. All three parties
exceptions en vertu de son large pouvoir discrej
tionnaire lorsqu'il s'agit d'importantes questions
de droit public comtne en l;espece. Les trois par-
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ties ont demontre dans leurs arguments a la Cour
qu'elles satisfont a l'exigence en matiere d'inter€t
que prevoit l'art. 18 des Regles.
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Ce n'est pas le cas de M. Narvey. 11 est evident
The same cannot be said of Mr. Narvey. There a
que M. Narvey est tm expert sur la question dont
is no question that Mr. Narvey is a qualified expert
notre Cour est saisie. Mais son interet dans l'issue
in the suq_ject matter before this Court. But his
du litige ne peut ~tre etabli simplementvar son sta·
interest in the outcome of the litigation cannot be
tut de cbercheur et de defenseur des questions de
established merely by his status as researcher and
b
droit public. ll doit demontrer lm interet direct
advocate on public law issues. He must establish a
dans l'issue du pourvoi. Monsieur Narvey n 'aldirect stake in the outcome of the appeal.
h~gue pas que son statut de Canadien d' origine
Mr. Narvey does not argue that his status as a Jewjuive ou que son association occasionnelle avec
jsh Canadian or occasional association wit.h Jewish
organizations forms any basis for his appllcation. c des organismes juifs constituent un fondement
pour sa demande. A l'heure actuelle, il n'est pas
He is not currently engaged in litigation which is
engage dans un litige vise par I'issue du present
implicated by the outcome in thi, case, nor does he
pourvoi el. il ne pretend pas representee un interet
purport t:o represent an interest which is directly
qui esl directement touche par le pourvoi. Bref,
affected by the appeal , In short, Mr. Narvey's
interest in this appeal is not in the manner of hav- d l'int6r6t. de M. Narvey dans Ie present pourvoi ne
porte pas sur I' issue de celui-ci mais decoulc seuleing a stake in the result, hul solely of baving a seriment d'une prooccupation importante a l'egard de
ous preoccupation with the subject matter. This
Ja question en litigc. Ce genre d ' interet n 'est pas
type of interest is not the kind referred to in
celui qui est vise a l'al. 18(3)a) des Regles de La
Rule 18(3)(a) of the Rules of the Supreme Court of
Canada. Thus, Mr. Narvey does not meet the first e Cour supreme du Canada. Par consequent,
M . Narvey ne satisfail pas le premier critere de
test under Rule 18. r would deny leave to the applil.'art. 18 des Regles. Je suis d' avis de refuser Ia
cation of Mr. Narvey.
demande de M. Narvey.
(2) Useful and Different Submissions

f (2) Des al16gations utiles et differentes

Un certain nombre de questions sont prescot.ees
There are a number of issues before the Cour.t.
la Cour. Tout en ne chercbant pa~ restreindre
While not seeking to limit the questions before the
Court, I will summarize the applicants' submis- g les questions posees a la Cour, je resume les argumentations des requerants sous trois rubrtques
sions under three general headings: (1) jurisdiction
generales: (1) la com¢tence en matiere de crimes
over crimes against humanity and war crimes;
contre l'burmmice ct de crimes de guerre; (2) l'ul(2) tbe requisite metiS rea of the offences on
tenrion coupable rcquise en ce qui conceme lcs
appeal; and (3) the allegedly inflammatory address
hy defence counsel. On the fu st two matters, the 11 infractions qui font l' objet du present puurvoi; et
(3) l' expose pretendumcnt incendiaire de l' avocat
Canadian Jewish Congress, League for Human
de la defense. En ce qui a trail aux deux premieres
Rights of B'Nai Brith Canada and loterAm1cus all
questions, le Congres juif canadien, la Ligue des
offer useful and novel submissions. In particular,
droits de Ia personne de B'Nai Brith Canada ct
these applicants each have distinctive contributions
InterAmicus prescntent tous des argumentations
to 1uake in the area of intemational law tbeory,
utiles et nouvelles. En parliculier, ces requeranLS
comparative law, the Nuremberg principles, and
the criminal justice obligations and position of
ont chacun des colllributioiLs differentes il apponer
dans Jc doma.ine de la theorie du dt•oit internatioCanada vis-a-vis tlle victims of war crimes. The
arg uments discussed in their materials appear to i nal, du droit compare, des principcs de Nuremberg,
des ohligations en matiere de justice p~nalc et de 1a
supplement l:be appelJant's submissions in a manposition du Canada a l' egard des victimes de

a

a
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ner suitable to satisfy the second criterion under
Rule 18.

[1993] 1 S.C.R.

crimes de guerre. Les arguments analyses dans
leurs documents paraissent completer les allegations de l'appelarite d'une maniere qui satisfait au
deuxieme critere de l'art. 18 des Regles.
a

b

c

d

Par ailleurs, les arguments concernant l' expose
incendiaire au jury sont deja souleves par le ministere public appelant. En fait, il ne semble pas
opportun de permettre aux requerants de presenter
des allegations sur la question du plaidoyer de
l'avocat de la defense au jury. Les groupes d'interet public devant notre Cour ont un interet a
1' egard des questions relatives aux crimes de
guerre et aux droits de la personne en general et
sont tous experts dans ces domaines. Toutefois, ils
ne sont pas experts en ce qui conceme les exposes
au jury et je n' ai pas ete convaincue que leurs
arguments sur cette question apporteront un point
de vue complementaire et utile qui n' a pas deja ete
souleve par I' appelante.

1993 CanLII 132 (SCC)

On the other hand, the arguments regarding the
inflammatory address to the jury are already covered by the appellant Crown. Indeed, it seems
inappropriate for any of the applicants to be permitted to make submissions on the issue of defence
counsel's address to the jury. The public interest
groups before this Court have an interest in, and
are all experts on, the issues of war crimes and
human rights in general. But they are not experts
on addresses to the jury, and I have not been persuaded that their arguments on this issue will provide a supplemental or useful perspective that is
not already argued by the appellant.

In the circumstances of this motion, therefore, I
Par consequent, dans les circonstances de cette
grant leave to the applications of the Canadian e requete, j' autorise les demandes du Congres juif
Jewish Congress, League for Human Rights of
canadien, de la Ligue des droits de Ia personne de
B'Nai Brith Canada, and InterAmicus. These
B'Nai Brith Canada et d'InterAmicus. Ces requeapplicants may file factums on the issues which I
rants peuvent presenter des memoires sur les questions que j'ai indiquees. Comme l'intervenant
have indicated. Like the intervener Canadian Holocaust Remembrance Association, they will not be f Canadian Holocaust Remembrance Association, ils
granted the right to oral argument. However, they
n' auront pas le droit d' exposer des arguments oramay appear through counsel at the appeal for the
lement. Toutefois, ils peuvent etre representes par
purposes of answering questions the Court may
avocat au pourvoi pour repondre aux questions de
la Cour relativement a leurs memoires.
have with respect to their factums.
g

I would deny leave for the application of
Mr. Kenneth M. Narvey.

J e suis d' avis de refuser la demande de
M. Kenneth M. Narvey.

Judgment accordingly.

Jugement en consequence.

Solicitors for the applicant the League for
Human Rights of B'Nai Brith Canada: Dale,
Streiman & Kurz, Brampton.

Procureurs de la requerante la Ligue des droits
de la p ersonne de B 'Nai Brith Canada: D ale,
Streiman & Kurz, Brampton.

Solicitors for the applicant the Canadian Jewish
Congress: Davies, Ward & Beck, Toronto.

Procureurs du requerant le Congres juif canadien: Davies, Ward & B eck, Toronto.

Solicitors for the applicant lnterAmicus: Ahern,
Lalonde, Nuss, Drymer, Montreal.

j

Pro cureurs de la requerante l nterAmicus:
Ahern, Lalonde, Nuss, Drymer, Montreal.
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Solicitor for the appellant: The Attorney General of Canada, Ottawa.
Solicitor for the respondent: Douglas H.
Christie, Victoria.
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Procureur de l'appelante: Le procureur general
du Canada, Ottawa.
a

Procureur de l'intime: Douglas H. Christie,
Victoria.
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[1]

Plavix is a very successful anti-coagulant drug which was developed, patented, and

marketed by the appellant, Sanofi-Aventis (Sanofi). Apotex Inc. (Apotex), a well known
manufacturer and distributor of generic drugs, attempted to create and market its own version of
the active ingredient in Plavix, clopidogrel bisulfate (clopidogrel). It applied for a Notice of
Compliance from the Minister of Health, alleging that its version of clopidogrel did not infringe
Sanofi’s patent which, it alleged, was invalid in any event for a number of reasons, including
obviousness. Sanofi responded by applying to the Federal Court for an order prohibiting the
Minister from issuing the Notice of Compliance to Apotex. That application was successful so
that Sanofi continued to enjoy a monopoly with respect to the manufacture and sale of Plavix:
Sanofi-Synthelabo Canada Inc. v. Apotex Inc., 2005 FC 390, [2005] F.C.J. No. 482 (QL).
Appeals to the Federal Court of Appeal, Sanofi-Synthelabo Canada Inc. v. Apotex Inc., 2006
FCA 421, [2006] F.C.J. No. 1945 (QL), and to the Supreme Court of Canada, Apotex Inc. v.
Sanofi-Synthelabo Canada inc., 2008 SCC 61, [2008] 3 S.C.R. 265 (Plavix), were unsuccessful.

[2]

Apotex then commenced an action in the Federal Court seeking a declaration that

Sanofi’s patent, Canadian Patent No. 1,336,777 (the ‘777 Patent) was invalid. Sanofi replied by
commencing its own action, alleging that Apotex had infringed its patent by importing
clopidogrel into Canada from Mexico and then exporting it from Canada for sale in other
countries including the United States. The two actions were consolidated and were heard by
Boivin J. (the Trial Judge or simply, the Judge). Following a 26 day trial, the latter found that the
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‘777 Patent was invalid for lack of utility on the basis that the promise of the patent had neither
been demonstrated nor soundly predicted. In addition, the Trial Judge found that the invention

infringed the ‘777 Patent, that finding was overtaken by his conclusion that the patent was
invalid. The Trial Judge’s decision is reported as Apotex Inc. v. Sanofi-Aventis, 2011 FC 1486,
[2011] F.C.J. No. 1813 (QL), (Reasons).

[3]

This is an appeal of that decision. It raises a variety of issues including the promise of the

patent, obviousness, and the limitation period applicable to certain acts of patent infringement.

BACKGROUND

[4]

The following factual background will provide context for the analysis which will follow.

[5]

The ‘777 Patent is a selection patent which means that it claims a subset of compounds

which are already within the scope of another patent, Canadian patent 1,194,875 (‘875 Patent). I
can do no better, in terms of describing the relationship of the patents and compounds in issue,
than to quote paragraphs 3 to 6 of the Supreme Court’s decision in Plavix:
3

The parties have accepted that the Sanofi respondents ("Sanofi") are the
relevant holders of patent 1,194,875 (‘875 Patent). This patent disclosed a
genus or class of compounds useful in inhibiting platelet aggregation activity
in the blood which is important in treating coronary artery, peripheral
vascular and cerebral vascular diseases. This genus patent discloses over
250,000 possible different compounds useful for this purpose. One of the
compounds is a racemate described as methyl alpha-5 (4,5,6,7-tetrahydro (3,
2-c)-thieno pyridyl) (2-chlorophenyl)-acetate (the "racemate").

2013 FCA 186 (CanLII)

described in the patent was obvious. Though the Trial Judge also found that Apotex had
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[6]

4

A racemate is a substance containing equal amounts of two structurally
different compounds, called enantiomers or optical isomers. The two isomers,
the dextro-rotatory isomer and the levo-rotatory isomer, are mirror images of
each other and rotate plane-polarized light in opposite directions.

5

The parties have accepted that Sanofi is also the relevant holder of subsequent
Canadian patent 1,336,777 (‘777 Patent), the patent in suit. It discloses and
claims clopidogrel bisulfate, which is marketed by Sanofi under the trade
name of Plavix as an anti-coagulant that inhibits platelet aggregation activity
in the blood.

6

Clopidogrel bisulfate is encompassed within the scope of the claims in the
‘875 Patent. Clopidogrel is the dextro-rotatory isomer of the racemate, having
beneficial properties over both the racemate and the levo-rotatory isomer. The
dextro-rotatory isomer exhibits a platelet aggregation inhibiting activity and
is less toxic and better tolerated than the levo-rotatory isomer and racemate.
The salts of the dextro-rotatory isomer, such as clopidogrel bisulfate, have a
better therapeutic index than the salts of the racemic mixture and in fact, the
levo-rotatory isomer exhibits almost no platelet aggregation inhibiting
activity, and its toxicity is markedly higher than that of the dextro-rotatory
isomer.

While there are differences in the evidence which was before the Supreme Court in the

Notice of Compliance proceedings (which gave rise to the Plavix decision) and the evidence in
this action, none of those differences affect the accuracy the Supreme Court’s description of the
relationship of the compounds in issue and their structure.

The ‘777 Patent

[7]

The issues raised by this appeal require an understanding of the ‘777 Patent.

[8]

The patent begins with a description of its subject matter:
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[9]

Following a description of the formula of the invention, the patent describes its

advantages:
In an unexpected manner only the dextro-rotatory enantiomer Id exhibits a platelet
aggregation inhibiting activity, the levo-rotatory enantiomer Il being inactive.
However, the inactive levo-rotatory enantiomer Il is the less well tolerated of the
two enantiomers.
The invention also relates to the addition salts of the compounds of formula (Id)
with pharmaceutically acceptable mineral or organic acids.

[10]

The patent then describes the processes by which the invention can be made, setting out

detailed instructions by which the enantiomer can be separated from its racemate and a suitable
salt obtained.

[11]

The next section of the patent is entitled “Pharmacological Activity”. In it, one finds a

comparison between the compound of the ‘777 patent and the racemic mixture from which it was
derived with respect to platelet inhibiting activity and toxicity. Platelet aggregation studies in rats
showed that the levo-rotatory isomer is inactive and that the dextro-rotatory isomer is at least as
active as the racemate. A test of anti-thrombotic activity showed that the levo-rotatory isomer
showed no anti-thrombotic activity whereas the racemate and the dextro-rotatory isomer did.
Toxicity studies in rats showed that the toxicity of the racemic mixture was similar to that of the
levo-rotatory isomer while the dextro-rotatory isomer is markedly less toxic.

2013 FCA 186 (CanLII)

The present invention relates to the dextro-rotatory enantiomer of methyl alpha-5
(4,5,6,7-tetrahydro (3,2-c) thieno pridyl) (2-chorophenyl)-acetate, a process for its
preparation and pharmaceutical compositions containing it.
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[12]

This section concludes as follows:

The medicine of the invention can be made available for oral administration in
form of tablets, sugar-coated tablets, capsules, drops, granules, or a syrup. It can
also be made available in the form of suppositories or for parenteral
administration in the form of an injectable solution.
…
On account of its interesting inhibitory properties towards platelet aggregation
and its interference in the mechanism of formation of arterial and venous
thromboses, the medicine of the invention can be usefully administered in the
treatment and prevention of platelet disorders due to extracorporeal blood circuits
or the consequence of complications in artheroma.
[13]

The patent concludes with 11 claims which can be summarized as follows:
- Claim 1 claims the dextro-rotatory isomer of methyl alpha-5 (4,5,6,7-tetrahydro
(3,2-c) thieno pridyl) (2-chorophenyl)-acetate,
- Claims 2 to 5 claim salts of the compound in Claim 1,
- Claims 6 to 9 claim processes for preparation of the compound described in
Claim 1,
-Claim 10 claims a pharmaceutical composition comprising an effective amount
of the compound in Claim 1 in admixture with a pharmaceutically acceptable
carrier, and
-Claim 11 claims a composition according to Claim 10 within a given dosage
range.

THE DECISION UNDER APPEAL
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The pharmacological study just presented has demonstrated the interesting
inhibitory properties towards platelet aggregation of the compound Id and the
absence of any activity of its isomer Il.
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[14]

After disposing of a number of preliminary questions which are not in issue in this

appeal, the Trial Judge addressed the construction of the patent. He first described the “inventive

78 In the present case, it is apparent that the inventive concept of the claims in
the ‘777 patent is a compound useful in inhibiting platelet aggregation which has
greater therapeutic effect and less toxicity than the other compounds of the ‘875
patent and the methods for obtaining that compound.
Plavix, at paragraph 78
[15]

The Trial Judge then inquired into the relationship between the inventive concept and the

invention itself. After a brief analysis relating to selection patents, the Trial Judge described the
invention of the ‘777 Patent as follows:
…a compound which is useful in inhibiting platelet aggregation, has greater
therapeutic effect and less toxicity than the other compounds of the ‘875 Patent,
has the advantages of the salts (crystallize easily, not hygroscopic, and
sufficiently water soluble) and the methods for obtaining that compound.
Reasons, at paragraph 140
[16]

This led to the analysis of the promise of the patent. The Trial Judge identified the

relationship between utility and the promise of the patent:
It is also worth recalling the role of the promise of the patent with respect to
utility. On behalf of the Federal Court of Appeal, Justice Laydon-Stevenson in Ely
Lilly Canada Inc., above, (FCA Olanzapine), at para 76, stated the following:
[76] Where the specification does not promise a
specific result, no particular level of utility is
required; a "mere scintilla" of utility will suffice.
However, where the specification sets out an
explicit "promise", utility will be measured against
that promise: Consolboard ; Pfizer Canada Inc. v.
Canada (Minister of Health), [2009] 1 F.C.R. 253,
2008 FCA 108 (Ranbaxy). The question is whether
the invention does what the patent promises it will
do.
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Reasons, at paragraph 143 (my emphasis)
[17]

After having reviewed the expert evidence, the Trial Judge framed the issue as whether

considered the wording of the ‘777 Patent, including the references to “the medicine of the
invention” and “pharmaceutical compositions”, as well as its relationship to the ‘875 Patent
which explicitly referred to use in human and veterinary therapeutic applications. On the basis of
this analysis, the Trial Judge concluded that:
In summary, the Court concludes that the POSITA [Person of Ordinary Skill in the
Art] would find the promise respecting the use of the invention of the ‘777 Patent
to be a use in humans.
Reasons, paragraph 175
[18]

Having come to this conclusion, the Judge examined whether the utility of the invention

had been demonstrated. His analysis of this question was based on a clopidogrel human study
described as P-1062, a randomized double blind study comparing clopidogrel to a placebo in 10
healthy humans. This study is not referred to in the patent. The Judge found that the study was
inconclusive as to the effectiveness of clopidogrel in humans. The Judge then considered
whether one of the inventors of clopidogrel, Dr Daniel Fréhel, was aware of the activity of
clopidogrel in humans prior the filing date. This issue turned on whether Dr. Fréhel was present
at a meeting on January 28, 1988 at which time the therapeutic effect of clopidogrel in humans
was discussed. The Trial Judge found the evidence on this point was also inconclusive. As a
result, the Trial Judge found that the utility of clopidogrel in humans had not been demonstrated
at the time of the patent application.
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[19]

The Judge then turned to the question of whether the inventors, as of the filing date, could

soundly predict that the invention would be useful in humans. The Judge referred to the Supreme

SCR 153 (AZT) at paragraph 70, where the elements necessary to support a finding of sound
prediction are set out: (i) a factual basis, (ii) a sound line of reasoning, and (iii) disclosure of the
first two elements.

[20]

After a thorough review of the history leading to the filing of the applicatio n, including

prior work on the ‘875 Patent, work on other compounds which had been abandoned, work on
the racemate, (described as PCR 4099), as well as the circumstances leading to the decision to
attempt to separate the enantiomers of the racemate, the Trial Judge found that there was both a
factual basis for the sound prediction (paragraphs 404-488 of the Reasons) and an articulable line
of reasoning leading to the sound prediction (paragraphs 489-583 of the Reasons).

[21]

The Trial Judge then asked if these two elements were sufficiently disclosed in the patent

specification. He concluded that they were not as “the ‘777 Patent does not instruct the POSITA
that there was a factual basis and a line of reasoning for the prediction that the animal studies
conducted on rat models could be extrapolated to the prediction that the compound - clopidogrel
- had a use in humans”: see Reasons, at paragraph 570. In particular, the Judge found that the
inventors’ “track record” in the development of clopidogrel was crucial to enable the POSITA
“to make the leap to predict use of the compound in humans” and that it had not been disclosed.:
see Reasons at paragraph 573. As a result, he found that the ‘777 Patent was “invalid for lack of
sound prediction”: see Reasons, paragraph 585. To be more precise, the patent was invalid
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because the utility of the invention had neither been demonstrated nor soundly predicted as of the

[22]

Having found the patent to be invalid for lack of utility, the Trial Judge nonetheless went

on to consider obviousness, the other ground of invalidity advanced by Apotex. He began by
setting out the four step framework for the obviousness analysis set down by the Supreme Court
in Plavix:
(1) (a) Identify the notional "person skilled in the art";
(b) Identify the relevant common general knowledge of that person;
(2) Identify the inventive concept of the claim in question or if that cannot readily be
done, construe it;
(3) Identify what, if any, differences exist between the matter cited as forming part
of the "state of the art" and the inventive concept of the claim or the claim as
construed;
(4) Viewed without any knowledge of the alleged invention as claimed, do those
differences constitute steps which would have been obvious to the person skilled in
the art or do they require any degree of invention?
Plavix, cited above, at paragraph 67, quoted at Reasons, paragraph 589
[23]

The Judge reiterated the Supreme Court’s teaching that the “obvious to try” test may be

appropriate at the fourth step of the analysis, particularly in fields in which advances come as a
result of experimentation.

[24]

The Trial Judge identified the common general knowledge of the person skilled in the art.

He then restated the inventive concept of the patent. The Trial Judge concluded that there was
more disclosed in the ‘777 Patent than was in the common general knowledge: Reasons at
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paragraph 656. This then led to the last step in the analysis: was the invention simply the result

[25]

Since the claimed invention relates to the dextro-rotary isomer of a racemic mixture, the

question which the Judge asked himself was whether it was obvious to separate the racemic
mixture and thereby isolate the isomer which is the subject of the ‘777 Patent. The Trial Judge
concluded that it was.

[26]

The Judge’s conclusion focused on the racemic mixture identified in Sanofi’s laboratory

documents as PCR 4099. That compound is one of approximately 250,000 compounds which
come within the terms of the ‘875 Patent. The patent itself describes 21 specific examples of
compounds coming within the terms of the patent, one of which is PCR 4099. The Judge found
that there were, at the relevant time, two relevant known methods of separating racemic mixtures
of the type described in the ‘875 Patent, and in particular, PCR 4099, though it was not self
evident that either of them “ought to work”. In addition, he concluded that there was a well
known and well established method of obtaining salts of the compounds resulting from such
separation, including the isomers of PCR 4099.

[27]

The Judge then asked whether there was a motive provided in the prior art to attempt to

resolve compounds covered by the ‘875 Patent into their optical isomers. He identified factors
which were known prior to the date of invention which would have led a person skilled in the art
to separate the enantiomers of PCR 4099. Those factors were:
a- the “thalidoimide disaster” which sensitized regulators to the differential effects
of isomers contained in a racemic mixture.
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c- a speech given by senior official of the United States Food and Drug
Administration (FDA) at the 1986 Annual Meeting of the American
Pharmaceutical Association in which it was stated that sponsors of applications
for racemic drugs would be expected to investigate the properties of the
enantiomers of such racemic mixtures.
d- the adoption in 1987 by the FDA of guidelines relating to applications for
racemic drugs and the establishment in 1989 of a stereoisomers committee by the
FDA.
e- the awareness among leading chemists in the area of drug discovery that prior
to 1989, there was already regulatory pressure toward separation of racemic
mixtures.
[28]

In summary, the Trial Judge found that, at the relevant time, the PCR 4099 compound,

though not its properties was part of the common general knowledge and was featured in the
‘875 Patent, that the POSITA would have known of the method available to resolve PCR 4099
into its constituent enantiomers, that the methodology for salt selection was well known at that
time, and that there was motivation to separate PCR 4099 into its enantiomers. He therefore
found, on a balance of probabilities, that the “invention of the ‘777 Patent ‘was obvious to try’”
so that the patent was invalid for obviousness: see Reasons at paragraph 784.

[29]

At trial, the issue of infringement was a live issue as were certain defences to

infringement raised by Apotex. Those conclusions were overtaken by the Trial Judge’s
conclusions as to the validity of the ‘777 Patent. For the purposes of readability, I will deal with
the analysis of the issues of validity and then deal with the issues of infringement separately.
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ANALYSIS OF THE VALIDITY OF THE PATENT

[30]

In my view, the critical issue with respect to utility arises from the Trial Judge’s

construction of the ‘777 Patent. Did the Trial Judge err in reading into the patent an explicit
promise that the invention could be used in humans?

[31]

As to obviousness, the issue is whether the Trial Judge erred in holding that the invention

was obvious based on the fact that the resolution of the racemate PCR 4099 was “obvious to
try”?

Standard of review

[32]

This is an appeal of a decision reached by a Trial Judge after a 26 day trial. The standard

of review is that set out in Housen v. Nikolaisen, 2002 SCC 33, [2002] 2 S.C.R. 235 (Housen).
Findings of fact are to be reviewed on a standard of palpable and overriding error: Housen, cited
above, at paragraph 10. The Trial Judge’s conclusions on questions of law are subject to review
on a standard of correctness: Housen, cited above, at paragraph 6. A question of mixed fact and
law is also to be reviewed on a standard of palpable and overriding error unless the error
involves an extricable error of law, in which case the standard of correctness applies.

[33]

The construction of the patent is a question of law: Whirlpool Corp. v. Camco Inc., 2000

SCC 67, [2000] 2 S.C.R. 1067 (Whirlpool), at paragraph 76. The Trial Judge must interpret the
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patent as it would be understood by a person skilled in the art to which it pertains. This requires
the judge to take into account the evidence as to how persons skilled in the art would understand

means: Consolboard Inc. v. MacMillan Bloedel (Saskatchewan) Ltd., [1981] 1 S.C.R. 504,
(Consolboard) at pages 521-525.

Utility and the promise of the patent

[34]

In Canadian law, patent law is purely statutory: Plavix at paragraphs 12, 13;

Commissioner of Patent v. Fabwerks Hoechst Aktiengeselschaft Vormals Meister Lucius and
Bruning (1963), [1964] S.C.R. 49. While the Courts have added to the fabric of patent law in
Canada, the starting point for any analysis is the Patent Act R.S.C. 1985 c. P-4 (the Act), as it
read at the material time. Since the application for the ‘777 Patent was filed in Canada on
February 2, 1988, this dispute is governed by the terms of the Act as it read immediately before
October 1, 1989 (the Old Act).

[35]

The following two provisions of the Old Act are relevant to the issue of utility. The first is

the definition of "invention":
“invention” means any new and
useful art, process, machine,
manufacture or composition of matter,
or any new and useful improvement in
any art, process, machine,
manufacture or composition of matter;
(my emphasis)

« invention » Toute réalisation, tout
procédé, toute machine, fabrication ou
composition de matières, ainsi que
tout perfectionnement de l’un d’eux,
présentant le caractère de la nouveauté
et de l’utilité.
(Je souligne)
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[36]

The second relevant statutory provision is s. 34(1) [now 27(3)] which read as follows at

34(1) An applicant shall in the
specification of his invention
(a) correctly and fully describe the
invention and its operation or use as
contemplated by the inventor;

34. (1) Dans le mémoire descriptif, le
demandeur:
(a) décrit d’une façon exacte et
l’invention
et
son
complète
application ou exploitation, telles que
les a conçues l’inventeur;

(b) set out clearly the various steps in
a process, or the method of
constructing, making, compounding or
using a machine, manufacture or
composition of matter, in such full,
clear, concise and exact terms as to
enable any person skilled in the art or
science to which it appertains, or with
which it is most closely connected, to
make, construct, compound or use it;

(b) expose clairement les diverses
phases d’un procédé, ou le mode de
construction,
de
confection,
de
composition ou d’utilisation d’une
machine, d’un objet manufacturé ou
d’un composé de matières, dans des
termes complets, clairs, concis et
exacts qui permettent à toute personne
versé dans l’art ou la science dont
relève l’invention, ou dans l’art ou la
science qui s’en rapproche le plus, de
confectionner, construire, composer
ou utiliser l’objet de l’invention;

(c) in the case of a machine, explain
the principle thereof and the best
mode in which he has contemplated
the application of that principle;

(c) s’il s’agit d’un machine, en
explique le principe et la meilleure
manière dont il a conçu l’application
de ce principe;:

(d) in the case of a process, explain
the necessary sequence, if any, of the
various steps, so as to distinguish the
invention from other invention; and.

(d) s’il s’agit d’un procédé, explique
la suite nécessaire, le cas échéant, des
diverses phases du procédé, de façon à
distinguer
l’invention
d’autres
inventions,

(e) particularly indicate and distinctly
claim the part, improvement or
combination that he claims as his
invention

(e)
indique
particulièrement
et
revendique distinctement la partie, le
perfectionnement ou la combinaison
qu’il réclame comme son invention.

(2) The specification referred to in (1) (2) Le mémoire descriptif se termine
shall end with a claim or claims stating par une ou plusieurs revendications
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[37]

exposant distinctement et en termes
explicites les choses ou combinaisons
que le demandeur considère comme
nouvelles et dont il revendique la
propriété ou le privilège exclusif.

These provisions are important because they frame the issue of what must be disclosed in

the patent itself which, in turn, is relevant to the construction of the promise of the patent.

[38]

Given the fact that an invention must be new and useful, must the demonstration of

novelty and utility appear in the patent itself?

[39]

In Consolboard, the Supreme Court considered this very question and held that an

inventor need not describe the utility of his invention in his patent.
In my respectful opinion the Federal Court of Appeal erred also in holding that s.
36(1) requires distinct indication of the real utility of the invention in question.
....
Although (i) s. 36(1) [now s.27(3)] requires the inventor to indicate and distinctly
claim the part, improvement or combination which he claims as his invention and
(ii) to be patentable an invention must be something new and useful (s. 2), and not
known or used by any other person before the applicant invented it (s. 28(1)(a)), I
do not read the concluding words of s. 36(1) as obligating the inventor in his
disclosure or claims to describe in what respect the invention is new or in what
way it is useful. He must say what it is he claims to have invented. He is not
obliged to extol the effect or advantage of his discovery, if he describes his
invention so as to produce it.
Consolboard, cited above at pages 525, 526 (my emphasis)
[40]

The Supreme Court of Canada has consistently followed this reasoning: see, e.g.,

Monsanto Canada Inc. v. Schmeiser, 2004 SCC 34, [2004] 1 S.C.R. 902, at paragraph 18;
Whirlpool Corp. v. Camco Inc., 2000 SCC 67, [2000] 2 S.C.R. 1067, at paragraph 52
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(Whirlpool); Pioneer Hi-Bred Ltd. v. Canada (Commissioner of Patents), [1989] 1 S.C.R. 1623,
at page 1636 and, most recently, Teva Canada Ltd. v. Pfizer Canada Inc., 2012 SCC 60, [2012]

[41]

Are selection patents subject to the same rules? The nature of selection patents was

explained Plavix, cited above, which makes frequent reference to the English case of In re I.G.
Farbenindustrie A.G.’s Patents (1930), 47 R.P.C. 289 (Ch. D.) (I.G. Farbenindustrie):
At p. 321, he [Maugham J. the trial judge in I.G. Farbenindustrie] explained that
in the field of chemical patents (which would of course include pharmaceutical
compounds), there are often two "sharply divided classes". The first class of
patents, which he called originating patents, are based on an originating invention,
namely, the discovery of a new reaction or a new compound. The second class
comprises patents based on a selection of compounds from those described in
general terms and claimed in the originating patent. Maugham J. cautioned that
the selected compounds cannot have been made before, or the selection patent
"would fail for want of novelty". But if the selected compound is "novel" and
"possess[es] a special property of an unexpected character", the required
"inventive" step would be satisfied (p. 321). At p. 322, Maugham J. stated that a
selection patent "does not in its nature differ from any other patent".
Plavix., cited above at paragraph 9 (my emphasis).
[42]

Maugham J. specified that the “unexpected character” is “a substantial advantage to be

secured or disadavantage to be avoided by the use of the selected members”: see I.G.
Farbenindustrie, cited above, at pages 322, 323.

[43]

The same concepts can be found in E. I. Du Pont de Nemours & Co. (Witsiepe's)

Application, [1982] F.S.R. 303 (H.L.) where Lord Wilberforce stated, at page 311:
It is the absence of the discovery of the special advantages, as well as the fact of
non-making, that makes it possible for such persons to make an invention related
to a member of the class.
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[44]

In Plavix, cited above, the Supreme Court, at paragraph 11, accepted that a selection

patent is like any other patent. As a result, it must satisfy the requirements of the Act, including

fact that the selected compounds have not previously been made. The element of utility is usually
satisfied by the presence of a special property of an unexpected character, consisting in the
advantage secured or the disadvantage avoided by the selection and which is at the heart of the
inventive steps (Plavix above at paragarphs 9-10). Were it not so, no selection would meet the
statutory criteria for patentability.

[45]

A selection patent must also satisfy the disclosure requirements found in s. 34 of the Old

Act. It does so by setting out in the specification “in clear terms the nature of the characteristic
which the patentee alleges to be possessed by the selection for which he claims a monopoly”: see
Plavix, at paragraph 114. See also Eli Lilly Canada Inc. v. Novopharm Ltd, 2010 FCA 197,
[2012] 1 F.C.R. 349 (Olanzapine) at paragraph 78.

[46]

A patent holder whose patent is challenged on grounds of lack of utility must be able to

show that, at the time of the patent was applied for, the utility of the invention could either be
demonstrated or soundly predicted: see AZT, at paragraph 46. The sticking point, in this case as
in others, is to determine what it is that must be demonstrated or soundly predicted. This is where
the notion of the promise of the patent comes into play.
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[47]

The promise of the patent is the standard against which the utility of the invention

described in the patent is measured. The source of the concept is found in the decision of the

There is a helpful discussion in Halsbury's Laws of England, (3rd ed.), vol. 29, at p. 59, on
the meaning of "not useful" in patent law. It means "that the invention will not work, either
in the sense that it will not operate at all or, more broadly, that it will not do what the
specification promises that it will do".
Consolboard, cited above at p. 525
[48]

While an inventor need not describe the utility of his invention in his patent, if he does

so, he will be held to the promise which he has made. This was set out as follows in Olanzapine,
cited above, at paragraph 76:
Where the specification does not promise a specific result, no particular level of utility is
required; a "mere scintilla" of utility will suffice. However, where the specification sets out
an explicit "promise", utility will be measured against that promise: Consolboard; Pfizer
Canada Inc. v. Canada (Minister of Health), [2009] 1 F.C.R. 253, 2008 FCA 108
(Ranbaxy). The question is whether the invention does what the patent promises it will
do.(emphasis in the original)
[49]

If the inventor does not make an explicit promise of a specific result, the test for utility is

a “mere scintilla” of utility. If, on the other hand, the inventor makes an explicit promise of a
specific result, then utility will be assessed by reference to the terms of the explicit promise.

[50]

When this Court said at paragraph 80 of Olanzapine, cited above, that the promise of the

patent must be ascertained, it should not be taken to have assumed that every patent contains an
explicit promise of a specific result since, subject to what is said below with respect to selection
patents, there is no obligation on the part of the inventor to disclose the utility of his invention in
the patent. In Olanzapine, the Court was simply indicating that the firs step in assessing utility
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was to determine the standard against which utility will be measured. This requires the Court to
construe the patent to determine if a person skilled in the art would understand it to contain an

that promise. If there is no explicit promise of a specific result, then a mere scintilla of utility will
do.

[51]

In the case of selection patents, as we have seen, the novelty of the selection and its

advantages (including disadvantages to be avoided) are the invention and must be described in
the patent. The Trial Judge’s description of the invention is framed in terms of its advantages
over the genus patent as was the Supreme Court’s description of the same invention in Plavix,
cited above at paragraph 78. For ease of reference, I reproduce his description of the invention
(Reasons at paragraph 140):

…a compound which is useful in inhibiting platelet aggregation, has greater
therapeutic effect and less toxicity than the other compounds of the ‘875 Patent,
has the advantages of the salts (crystallize easily, not hygroscopic, and sufficiently
water soluble) and the methods for obtaining that compound.
[52]

The Trial Judge turned his mind to whether the invention of the ‘777 Patent worked as

described above. He examined toxicological tests in rats, mice and baboons, as well as studies of
base activity, and concluded that the studies demonstrated the existence of the advantages which
the inventors identified for the selection:
392 In terms of persuasive evidence given on this point, the Court notes that a
Sanofi study (D-136, Tab-122 - SA361) demonstrated a differential LD50 and LD10
and that convulsions were a problem with PCR 4099 and the levo-rotatory
enantiomer but not with clopidogrel. On this basis, it can be concluded that there was
a differential toxicity as well as the better tolerability of clopidogrel.
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395 On the basis of this evidence [the tests described at paragraph 394], the Court
finds that Sanofi has demonstrated the differential toxicity as well as the better
tolerability of clopidogrel.

Reasons, at paragraphs 392, 395, 399.
[53]

Had the analysis ended here, the Trial Judge would have found that the compound of the

‘777 Patent had the advantages over the compounds of the ‘875 Patent which were described in
the patent and whose existence had been demonstrated at the time of the filing of the application
for the patent. To that extent, the promise of the patent had been met.

[54]

An inventor whose invention is described in a patent which would otherwise be valid can

nonetheless promise more for his invention than required by the Act so as to render his patent
invalid. If he does so, so be it; it is a self-inflicted wound: see Free World Trust v. Électro Santé
Inc., 2000 SCC 66, [2000] 2 S.C.R. 1024, at paragraph 51. But Courts should not strive to find
ways to defeat otherwise valid patents. As the Supreme Court said in Consolboard, cited above,
and reiterated some twenty years later in Whirlpool, cited above, at paragraph 49(g):
We must look to the whole of the disclosure and the claims to ascertain the nature
of the invention and methods of its performance, (Noranda Mines Limited v.
Minerals Separation North American Corporation ([1950] S.C.R. 36])being
neither benevolent nor harsh, but rather seeking a construction which is
reasonable and fair to both patentee and public. There is no occasion for being too
astute or technical in the matter of objections to either title or specification for, as
Duff C.J.C. said, giving the judgment of the Court in Western Electric Company,
Incorporated, and Northern Electric Company v. Baldwin International Radio of
Canada [[1934] S.C.R. 570], at p. 574, "where the language of the specification,
upon a reasonable view of it, can be so read as to afford the inventor protection
for that which he has actually in good faith invented, the court, as a rule, will
endeavour to give effect to that construction". (my emphasis)
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[55]

While the construction of the patent is reserved to the Trial Judge, he is to read it and

understand it as would the person skilled in the art. To that end, he has the evidence of experts as

Dr. Hirsh, a haemotologist, read the patent as promising that the invention would be effective in
humans. Dr. Hirsh came to this conclusion on the basis of inferences which he drew from
particular expressions used in the patent.

[56]

Dr. Hirsh first noted that some of the diseases referred to in the patent are clearly human

diseases and conditions (Expert Report of Dr. Hirsh (Confidential), Appeal Book, Tab 20 at
paragraphs. 25, 68; Trial Transcripts, Vol. 2, Appeal Book, page 386, lignes 4, 5, 24-26; page
387, lines 1-5).

[57]

Second, he noted that the high end of the daily dosage used to effect platelet aggregation

was based on 10mg/kg, a dosage that would correspond with that needed by a human of average
weight, approx. 50kg (Expert Report of Dr. Hirsh (Confidential), Appeal Book, Tab 20 at
paragraph. 69).

[58]

Third, the invention is described as being a “medicine and ‘active medicinal[s]’ for

therapeutic purposes”. According to Dr. Hirsh, a haemotologist would understand from these
words that this is a medecine that can be used in humans (Expert Report of Dr. Hirsh
(Confidential), Appeal Book, Tab 20 at paragraph 68).
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[59]

Sanofi’s experts on the other hand recognized that the patent invites the person skilled in

the art to understand that the invention has potential use in humans, but all expressed the view

that regard.

[60]

Dr. Byrn, a chemist said that:

“...any pharmaceutical chemist would interpret the ‘777 Patent as telling the world
that very interesting results had been obtained and thus one might expect similar
results would be achieved in humans but no clear promise or guarantee that such
results would be achieved in humans.”
Reasons, at paragraph 150

[61]

Dr. Rodricks, a toxicologist, testified to the effect that:

“the combination of platelet aggregating inhibiting activity and reduced
toxicity...would suggest that the dextro-rotatory enantiomer holds promise as a
useful human drug...however...the ‘777 Patent does not guarantee that the
enantiomer would be a successful human drug..”
Reasons, at paragraph 151

[62]

Finally, Dr. Shebuski, a cardiovascular pharmacologist, was of the view that
”..it would be understood that clopidogrel had potential to be used as an
antithrombotic medicine...a person in the art would not understand the teachings
of the ‘777 Patent to be promising a specific result in humans.”
Reasons, at paragraph 152
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[63]

The Trial Judge was not persuaded by the evidence of Dr.’s Byrn, Rodricks and

Shebuski. Relying on the expert testimony of Dr. Hirsh, he came to the conclusion that the words

[64]

In this context, the Trial Judge needed to clearly explain why he saw an “explicit

promise” for use in humans when Dr. Hirsh did not point to any explicit promise. It appears that
Dr. Hirsh’s opinion is that the person skilled in the art would infer from the high end of the
dosage set out in the patent, the diseases and conditions to which it refers and the phrase
“medecines and ‘active medicinal[s]’ for the therapeutic purposes” that the invention promises
use in humans. These inferences are all equivocal. Dosage is often expressed in terms of units of
medicine per unit of weight. Animals, like humans, come in a wide range of weights. Similarly,
practicitioners of veterinary medicine have their “patients” to whom they administer “medicines”
for “therapeutic purposes”.

[65]

Beyond adopting the inferences drawn by Dr. Hirsh or, as he put, it the “indications” that

the patent promises use in humans, the Trial Judge drew additional inferences of his own:
Reasons, at paragraph 163. First, he inferred from the fact that clopidogrel is to be administered
by oral, rectal or parenteral administration that human use is contemplated. He drew the same
inference from the use of the word “patient” and from the phrase “the patent indicates that the
dosage depends on the age of the patient and the severity of the disorder to be treated”.The Trial
Judge was also influenced by the fact that the active ingredient is formulated into “tablets,
capsules and other dosage forms that are useful for administration”. This exercise in the
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construction of a document, familiar as it is to lawyers, is an unreliable guide to the skilled

[66]

While these “indications” are consistent with human use, they are not inconsistent with

other uses. Although Dr. Hirsh was entitled to form an opinion on the basis of the inference
which he drew, the Trial Judge was held to a higher standard. He erred in law in reading into the
‘777 patent a promise for use in humans on the basis of inferences, in the absence of language at
least as clear and unambiguous as that used to establish the advantages of the selection over the
compouds of the genus patent.

[67]

The frailty of the Trial Judge’s conclusion is even more apparent when the distinction

drawn in the jurisprudence between the potential use of an invention and an explicit promise to
achieve a specific result is considered. As Dr. Byrn made clear, the inventive step was in the
differential activity and tolerability of clopidogrel as demonstrated in rats. The pharmaceutical
industry’s interest of the invention obviously lay in its potential use in humans which the
invention foreshadowed. The person skilled in the art would understand that in alluding to this
possibility, the inventors were not promising that this result had been or would be achieved. As
was held in AstraZeneca Canada Inc. v. Mylan Pharmaceuticals ULC, 2011 FC 1023 at
paragraph 61:

I accept AstraZeneca's argument that not all statements of advantage in a patent
rise to the level of a promise. A goal is not necessarily a promise. The third
paragraph of the 420 Patent refers to a forward looking goal, a hoped-for
advantage of the invention. (my emphasis)
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[68]

The Trial Judge justified his conclusion on another ground. He reasoned that since the

genus patent (the ‘875Patent) contained a reference to use in humans, the ‘777 Patent would fail
as a selection patent unless an explicit promise for use in humans was also read into it (Reasons
at paragraphs. 169-171). In the Judge’s words, “the ‘777 selection patent cannot promise less
than the ‘875 genus patent”:Reasons at paragraph 172).

[69]

This reasoning is problematic for at least two reasons. First and foremost, it is improper

to construe a patent with an eye to its validity (Whirlpool Corp. V. Camco Inc., 2000 SCC 67,
[2000] 2 S.C.R. 1067 at paragraph 49(a) (Whirlpool); Dableh v. Ontario Hydro, [1996] 3 F.C.
751 at paragraph 26 (C.A.); Allergan Inc. v. Apotex Inc., 2012 FCA 308, [2012] F.C.J. No. 1467
(QL) at paragraph 65; American Cyanamid co. V. Berk Pharmaceuticals Ltd., [1976] R.P.C. 231
at page 234 (Ch. D.); Xerox of Canada Ltd. Et al. V. IBM Canada Ltd., (1977), 33 C.P.R. (2d)
234 at page 43 (F.C.T.D.)). The Trial Judge erred when he read into the patent a promise of use
in humans in order to validate the patent as a selection patent, then used this promise in order to
invalidate it for lack of utility.

[70]

Second, the Trial Judge found that the ‘777 Patent described the advantages of the

compound of the ‘777 Patent over the compounds of the ‘875 Patent, and that the inventor was
able to demonstrate the existence of those advantages as of the date of the filing of the patent
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AstraZeneca Canada Inc. v. Mylan Pharmaceuticals ULC, 2011 FC 1023, [2011]
F.C.J. No. 1262 (Q.L.) at paragraph 139. For other examples of this distinction,
see Pfizer Canada Inc. v. Mylan Pharmaceuticals ULC, 2012 FCA 103, [2012]
F.C.J. No. 386, at paragraph 61, Mylan Pharmaceuticals ULC v. Canada
(Minister of Health), 2012 FCA 109, [2012] F.C.J. No. 422, at paragraphs 32-33.
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application. On that basis, the ‘777 Patent is a valid selection patent when measured against the
genus patent, the ‘875 Patent, regardless of the fact that it makes no promise for use in humans.

compounds of the genus patent. That unexpected advantage need not be an improvement on
every aspect of the invention described in the genus patent, though it may be. It is sufficient that
it is a new and useful improvement on some aspect of that invention.

[71]

Having regard to all of the above, I am of the view that the Trial Judge erred in law in his

construction of the promise of the patent. The ‘777 Patent described a compound having
advantages (including the absence of disadvantages) over the compounds of the‘875 Patent and
those advantages were clearly disclosed in the patent specification. The Trial Judge found that
those advantages were demonstrated at the time of the patent application. The Trial Judge erred
in construing the patent as specifically promising a result when the invention was used in
humans and then assessing the utility of the patent against that specific promise. Properly
construed, the ‘777 Patent made no such promise. As a result, the allegation that the patent was
invalid for lack of utility ought to have been dismissed.

Obviousness

[72]

The Trial Judge’s analysis of obviousness turned on the “obvious to try” analysis set out

in the Supreme Court’s decision in Plavix. It is worth remembering that the issue of obviousness
was raised and rejected in Plavix. The Supreme Court’s reasoning turned on a few key facts:
1- “…there were five well known methods to separate this racemate into its isomers”:
Plavix, cited above, at paragraph 75.
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2- “ …the relative advantage of the dextro-rotatory isomer would not have been known by
the skilled person”: Plavix, ibid.

[73]

With these facts in mind, the Supreme Court articulated why the separation of the

racemate was not obvious to try. It held that just because the methods of separating a racemate
into its isomers are known, it does not follow that a person skilled in the art would necessarily
apply them. The Supreme Court explained:
It is true that at the relevant time there was evidence that a skilled person would know that
the properties of a racemate and its isomers might be different. However, a possibility of
finding the invention is not enough. The invention must be self-evident from the prior art
and common general knowledge in order to satisfy the "obvious to try" test. That is not the
evidence in this case.
Plavix, cited above, at paragraph 85
However, the prior patent did not differentiate between the efficacy and the toxicity of any
of the compounds it covered. This suggests that what to select or omit was not then selfevident to the person skilled in the art.
Plavix, cited above, at paragraph 90
[74]

What emerges from this review of the Supreme Court’s decision in Plavix, cited above, is

that the key factor in its “obvious to try” analysis was the lack of knowledge of the properties of
the enantiomers of the compounds of the ‘875 Patent, including the racemate from which
clopidogrel was obtained. Absent that knowledge, it was not obvious to try to resolve the
racemate, or any other compound, so as to obtain the enantiomer having those advantageous
properties.
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[75]

In his analysis of obviousness, the Trial Judge focused exclusively on the question of

whether it was obvious to try to resolve PCR 4099: Reasons, at paragraphs, 663, 668, 672, 675,

properties, was part of the common general knowledge at the relevant time: Reasons, at
paragraphs 614, 647. He found as well that the possible methods of separation were within the
common general knowledge: Reasons, at paragraph 665. The Trial Judge concluded there was
motivation to resolve PCR 4099: Reasons, at paragraph 750.

[76]

All of these factors led the Trial Judge to conclude that the resolution of PCR 4099 was

obvious to try. Apotex supports this conclusion by pointing to evidence which it says was before
the Trial Judge and which was not before the Supreme Court in Plavix,cited above, notably that
PCR 4099 was the “lead” drug in the ‘875 Patent and the most potent of the compounds whose
test results were reported in that patent. These distinctions are not supported by the evidence and,
even if they were, they do not detract from the key fact that the properties of the enantiomers of
PCR 4099 were not known.

[77]

The Trial Judge found that “the ‘875 Patent does not directly or indirectly point to PCR

4099 or to clopidogrel”: Reasons, at paragraph 612, (my emphasis). As noted above, the Trial
Judge also noted that “PCR 4099 (not its properties) would form part of the common general
knowledge that a person skilled in the art could find by making a reasonably diligent search of
patent applications”: Reasons, at paragraph 614. Furthermore, the properties of PCR 4099 would
not have been discoverable by means of a reasonably diligent patent search: Reasons, at
paragraph 645-647.
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[78]

As a result, the Trial Judge found himself in exactly the same position as did the Supreme

not the difficulty in seperating the racemates covered by the ‘875 genus Patent – which included
PCR 4099 – but the unknown properties of the resulting enantiomers. :

The method to obtain the invention of the ‘777 patent were common general
knowledge. It can be assumed that there was a motive to find a non-toxic efficacious
product to inhibit platelet aggregation in the blood. However, it was not self-evident
from the ‘875 patent or common general knowledge what the properties would be
and therefore that what was being tried ought to work.
Plavix, cited above, at paragraph 92
[79]

The reasons of the Trial Judge make it clear that, as was the case in Plavix, it was not

possible to predict the properties of the separated enantiomers: Reasons, at paragraphs 673 and
676. The lack of knowledge as to these properties is precisely what led the Supreme Court in
Plavix, cited above, to hold that it was not self-evident that what was being tried ought to work
(Plavx,at paragraph 92, quoted above). Simply put, the person skilled in the art would not think
of separating PCR 4099 and testing its enantiomers in order to obtain the benefit of its properties
when the existence and nature of those properties were unknown.

[80]

It follows that although the resolution of PCR 4099 was part of the common general

knowledge, nothing turns on this as it is the unknown nature of the properties of the enantiomers
which explains why the invention was not “obvious to try”.
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[81]

Given that the Trial Judge applied the test for obviousness set out in Plavix, and given

that he applied it to the same material facts as the Supreme Court, he ought to have come to the

of the enantiomers of PCR 4099, or of any of the other compounds of the ‘875 Patent, was fatal
to the “obvious to try” analysis. Put another way, the distance between the common general
knowledge and the inventive concept of the ‘777 Patent could not be bridged by routine
experimentation since the results to be obtained were unknown. On the facts, this was confirmed
by the fact that the inventors, who had more knowledge that the person of ordinary skill in the
art, attempted to resolve a number of other compounds before finally trying PCR 4099: see
Reasons, at paragraphs 752-759.

[82]

As a result, the Trial Judge erred in finding that the invention of the ‘777 Patent was

obvious.

Conclusion on invalidity

[83]

For the reasons set out above, I believe that the judgment of the Federal Court erred in

finding that the ‘777 Patent was invalid. The Court’s conclusion that the patent was invalid for
lack of utility was based on a flawed interpretation of the patent. The Trial Judge erred in
construing the patent as containing an explicit promise that the invention of the ‘777 Patent could
be used in humans with beneficial effects .
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[84]

I am also of the view, for the reasons expressed above, that the Court’s conclusion that

INFRINGEMENT
Facts and trial decision

[85]

Sanofi alleged that Apotex infringed the ‘777 Patent by importing, offering for sale,

selling, making, possessing for commercial purposes, using and exporting clopiodgrel tablets, all
of which are acts which deprive it of the benefit of the monopoly conferred by the ‘777 Patent
and the Act. Specific instances of infringement consisted of:
- arranging for the manufacture of bulk clopidogrel in Mexico and its importation
into Canada;
- the formulation of bulk clopidogrel into tablets in Canada which were then
exported to the United States, and other countries such as Australia, New Zealand,
Hong Kong, Malaysia, Singapore, Hungary, the Phillipines, Malta, and Iran;and
- the possession for commercial purposes of large amounts of bulk clopidogrel in
Canada, some of which was said to have been exported back to Mexico.
Reasons, at paraphraphs 207, 208, 210
[86]

The Trial Judge found that Apotex contracted with Apotex Pharmacem Inc.

(Pharmachem), an Apotex subsidiary, to have the latter develop “the Apotex product and the
process of manufacture”: see Reasons at paragraph 198. Pharmacem then entered into a
Technology Transfer and Custom Manufacturing Agreement by which Pharmachem transferred
to a Mexican company, Signa S.A. de CV, the process and manufacturing information it had
developed. Signa manufactured clopidogrel according to Pharmacem’s specification and sold it
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in bulk to Apotex. Signa agreed to supply only Apotex (in respect of Canada and the U.S.) while
Apotex agreed to buy exclusively from Signa. To the date of trial, Apotex received

[87]

Signa shipped clopidogrel to Apotex at Pearson International Airport in Toronto via Air

Canada usually under a waybill issued in Montreal. All customs documentation showed Apotex
as the importer. Once the bulk clopidogrel cleared customs, it was trucked to Apotex’s
manufacturing plant where it was formulated into tablets for resale. Apotex then exported the
tablets to various markets in accordance with agreements with Apotex subsidiaries.

[88]

In this appeal, Apotex does not contest the Trial Judge’s conclusion that it infringed

Claims 1, 3, 6, 7, 8, 9, 10, and 11 the ‘777 Patent: see paragraph 112 of Apotex’s Memorandum
of Fact and Law. Instead, it raises a number of issues which, if successful, would preclude Sanofi
from recovering any damages for the infringement. Those issues include the appropriate
limitation period, the possession of clopidogrel for experimental and regulatory use, and
settlement and estoppel based on an agreements settling litigation between the parties in the U.S.

[89]

Sanofi did not challenge Apotex’s right to claim the exemption for experimental and

regulatory use but questioned its application in this case. The Trial Judge found that Apotex
failed to provide the Court with evidence as to the ultimate destination of the material said to
have been developed for regulatory purposes. The Trial Judge was clearly of the view that the
experimental and regulatory use exception in subsection 55.2(1) of the Act did not apply if the
regulatory samples were sold subsequent to their use for regulatory purposes. Since Apotex
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could not produce records showing the destruction of the disputed lots of clopidogrel, the Trial
Judge concluded that it had not demonstrated that the experimental and regulatory use exemption

[90]

Apotex’s argument with respect to limitation periods flows from section 39 of the

Federal Courts Act, R.S.C. 1985 c. F-7:
39. (1) Except as expressly provided
by any other Act, the laws relating to
prescription and the limitation of
actions in force in a province between
subject and subject apply to any
proceedings in the Federal Court of
Appeal or the Federal Court in respect
of any cause of action arising in that
province.
(2) A proceeding in the Federal Court
of Appeal or the Federal Court in
respect of a cause of action arising
otherwise than in a province shall be
taken within six years after the cause
of action arose.
[91]

39. (1) Sauf disposition contraire
d’une autre loi, les règles de droit en
matière de prescription qui, dans une
province, régissent les rapports entre
particuliers s’appliquent à toute
instance devant la Cour d’appel
fédérale ou la Cour fédérale dont le
fait générateur est survenu dans cette
province.
(2) Le délai de prescription est de six
ans à compter du fait générateur
lorsque celui-ci n’est pas survenu dans
une province.

The Trial Judge examined the question of where Sanofi’s cause of action arose in order to

determine whether subsection (1) or (2) of section 39 applied to the facts of this case. Relying on
Apotex Inc. v. Pfizer Canada Inc, 2004 FC 190, [2004] F.C.J. No. 230 (Q.L.) (Apotex v. Pfizer)
and the cases cited in the latter, he found that “both the damages suffered as well as the act that
caused the damage” must have occurred in the same province in order for subsection 39(1) to
apply: see Reasons, paragraph 250.

[92]

The Trial Judge found that the importation from Mexico and subsequent exportation to

other countries was a sufficient basis for concluding that the cause of action (infringement) was
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not limited to a single province. In addition the Trial Judge relied on a number of other factors,
such as the fact that Apotex conducts business in many provinces, accepts orders for its product

clopidogrel in India, to conclude that the damages suffered as a result of Apotex’s infringement
were not limited to a single province. As a result, he found that subsection 39(2) of the Federal
Courts Act applied, so that the applicable limitation period was 6 years. In the result, no part of
Sanofi’s claim was statute barred.

[93]

Apotex also argued before the Trial Judge that Sanofi was precluded from seeking

damages for infringement by reason of a settlement agreement reached between Sanofi and
Apotex in the context of a U.S. patent infringement action brought by Sanofi with respect to its
U.S. patent (the ‘265 patent) for clopidogrel. Two settlement agreements were entered into
because the settlement required regulatory approval. For the purposes of this appeal, the relevant
provisions are those which would come into effect if the settlement agreement was not approved
by the U.S. authorities.

[94]

The Trial Judge summarized the situtation as follows:
However, during the negotiations, Sanofi/BMS advised Apotex that they were
under consent decrees with the Federal Trade Commission (FTC) and the
Attorneys General of some of the states in the U.S. that prevented them from
entering into patent settlements without prior approval. As a result of this, Apotex
demanded and Sanofi/BMS agreed to concessions to Apotex if the settlement was
submitted to the regulators but was not approved by them. The concessions were,
first, that, in the event of regulatory denial, Apotex would have a period of time
within which to sell off its inventory (i.e. without facing the prospect of a motion
for an interlocutory injunction) and, second, that, in the event that the action
proceeded to trial with Apotex having launched at risk, Apotex would be
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guaranteed a profit in respect of its sales by way of an agreement to a fixed level
of damages that would be less than Apotex' profits.

[95]

The first settlement agreement was not approved by the U.S. authorities, so Apotex and

Sanofi renegotiated their agreement in an attempt to obtain that approval. At the same time, the
clauses which came into effect if the settlement was not approved were also amended so as to
reduce the amount of the Liability Exposure Provision (the fixed level of damages referred to
above) from 70% of net sales to 50% of net sales. The second agreement, dated May 26, 2006,
did not obtain regulatory approval either. As a result, the U.S. litigation proceeded. The validity
of the ‘265 patent was upheld and Apotex was found to have infringed it. However, in keeping
with the Liability Exposure Provision, Apotex’s liability for damages was limited to 50% of U.S.
sales, or U.S. $442,209,362.

[96]

Before the Trial Judge, Apotex argued that the Liability Exposure Provision which

limited Apotex’ liability for damages (and therefore Sanofi’s right of recovery) prevented Sanofi
from claiming damages for any U.S. sales since it had already agreed to limit its recovery in the
May 26, 2006 agreement. While the Trial Judge does not expressly say so, one assumes from
Apotex’s argument that all of the clopidogrel sold in the U.S. by Apotex originated in Canada.

[97]

The Trial Judge reviewed the May 26, 2006 agreement and found that it was limited to

the U.S. litigation with respect to the ‘265 patent. The words “‘777 Patent” or “Canada” did not
appear in the agreement which was expressly limited to “…litigation …involving the U.S. Patent
No. 4, 847, 265.02CV-2255 and 05CV-3965”: see Reasons at paragraph 280. As a result, the
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Trial Judge concluded that the May 26, 2006 agreement did not limit Sanofi’s ability to recover

[98]

Apotex then argued that Sanofi was estopped from pursuing a second claim for

compensation in respect of the very same manufacture and sale of clopidogrel imported from
Mexico and exported to the U.S. Apotex claimed that it had acted in reliance on May 26
agreement and therefore, Sanofi was estopped from claiming damages in respect of U.S. sales.
The Trial Judge found that the estoppel argument did not apply because the U.S. litigation and
the May 26, 2006 agreement “simply did not deal with the infringement or validity of the ‘777
Patent.” As a result, the issue in that litigation was not the issue in this litigation so that there was
no basis for estoppel.

[99]

Apotex also argued that Sanofi’s claim for damages arising from U.S. sales was an abuse

of process. The Trial Judge dismissed this argument out of hand.

[100] As a result, the Trial Judge found that the ‘777 Patent had been infringed and that there
was no restriction on Sanofi’s right to seek damages.

ANALYSIS WITH RESPECT TO THE ISSUE OF INFRINGEMENT

[101] As noted, Apotex did not seek to set aside the Trial Judge’s finding that the ‘777 Patent
had been infringed. Its entire argument on appeal was that the limitation defence, the May 26,
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2006 settlement agreement and the exemption in favour of experimental and regulatory use

[102] In my view, the Trial Judge came to the correct conclusion though in the case of the
limitation defence, perhaps for the wrong reasons.

[103] Apotex claims that the Trial Judge erred in failing to give it the benefit of the
expiremental and regulatory use exemption found at section 55.2(1) of the Act. It will be recalled
that the Trial Judge denied Apotex the benefit of this exemption on the ground that Apotex had
not shown that the clopidogrel used for regulatory purposes was destroyed once its regulatory
use was completed. It is true that Apotex was entitled to the benefit of section 55.2(1) for
clopidogrel so long as it was used for the purposes permitted by that provision. But clopidogrel is
a valuable and highly profitable product. To the extent that Apotex was unable to account for the
clopidogrel used for regulatory purposes after it was no longer required for those purposes, it was
a reasonable inference that the product had been sold, a use which fell outside the protection of
section 55.2(1). I can see no basis for interfering with the Trial Judge’s conclusion on this issue.

[104] Before turning to the limitation issue, I note that this issue in unlikely to recur very often
in the form in which it arises here, given that the Act now provides a 6 year limitation for all
applications filed and patents issued after October 1, 1989: see section 55.1.

2013 FCA 186 (CanLII)

limited Sanofi’s right of recovery.

- 364 Sanofi-Aventis v. Apotex Inc., 2013 FCA 186

Page: 39
[105] That said, in order for section 39(1) of the Federal Courts Act to apply, all the elements
of the cause of action must have occurred in the same province: see Canada v. Maritime Group

[106] In Apotex v. Pfizer, cited above, the Federal Court held that the place where damage
occurred is to be taken into account in determining whether a cause of action arose in a particular
province. It is implicit in this proposition that damages are an element of the cause of action of
patent infringement. In my view, this is incorrect. The cases referred to Apotex v. Pfizer, are
either cases where the damages are an element of the cause of action (tort, in the case of
Maritime Group, cited above, at paragraph 7) or where Maritime Group has been misapplied
(Kirkbi A.G. v. Ritvik Holdings Inc, 2002 FCT 585, [2002] F.C.J. No. 793 (Q.L.) at paragraph
161).

[107] In Precision Metalsmiths Inc. v. Cercast Inc., [1967] 1 Ex.C.R. 214, President Jackett had
to consider the elements of the cause of action of patent infringement. He held that:
10 In an action for infringement of a patent under the Patent Act, there must
therefore be in the Statement of Claim allegations
(a) of facts from which it follows as a matter of law that the
plaintiff has, by virtue of the Patent Act, the exclusive right to do
certain specified things, and
(b)that the defendant has done one or more of the specified things
that the plaintiff has the exclusive right to do

[108] This flows from section 42 of the Act (section 46 in the Old Act) which grants the patent
holder “the exclusive right, privilege and liberty of making, constructing and using the invention
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Inc., [1995] 3 F.C. 124 (Maritime Group), at paragraph 9.
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and selling it to others to be used.”: see Beloit Canada Ltd. v. Valmet-Dominion Inc., [1997] 3
F.C. 497, [1997] F.C.J. No. 48, at paragraph 31. Damages, accounting, or an injunction are the

necessary to prove that the patent holder has suffered a loss of some kind in order to succeed in
an action for patent infringement. As a result, to the extent that the Trial Judge based his
conclusion on the place where the cause of action arose or the place where damages occurred, he
erred.

[109] That said, the Trial Judge found that the acts of infringement consisted of the importation
and exportation of clopidogrel from Mexico into Canada and then to the United States. Apotex
argues that since the ports of entry and departure were located in Ontario, the cause of action
arose in Ontario.

[110] In my view, the essential aspect of importation and exportation is the movement of goods
into or out of Canada. Since a patent confers monopoly rights across Canada, the movement of
goods across provincial boundaries is not an infringement of the patent. The port at which goods
enter or leave the country is not determinative of the place where the cause of action arose since
it is the movement of goods into or out of Canada which is the act of infringement.

[111] To that extent, this case is akin to Markevich v. Canada, 2003 SCC 9, [2003] 1 S.C.R. 94.
The issue in that case was the place where a tax debt arose. The argument was made that the debt
arose in the province of the debtor. The Supreme Court held, at paragraph 39 of its decision:
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39 Tax debts created under the ITA arise pursuant to federal legislation and
create rights and duties between the federal Crown and residents of Canada or
those who have earned income within Canada. The debt may arise from income
earned in a combination of provinces or in a foreign jurisdiction. The debt is owed
to the federal Crown, which is not located in any particular province and does not
assume a provincial locale in its assessment of taxes. Consequently, on a plain
reading of s. 32, the cause of action in this case arose "otherwise than in a
province".
[112] In the same way, Canada is indivisible for the purposes of importation and exportation of
infringing goods. Goods are imported or exported when they enter or leave Canada, regardless of
the port of entry or departure. To that extent, the infringing acts of importing and exporting
clopidogrel took place other than in a province so that subsection 39(2) of the Federal Courts Act
applies. As a result, none of Sanofi’s claim is statute barred.

[113] The final issue is the effect of the settlement reached in the U.S. Apotex argues, as it did
before the Trial Judge, that this agreement was intended to settle all claims which the parties had
or could have against each other in relation to clopidogrel. The Trial Judge found that given the
explicit references to settlement of the litigation involving the ‘265 patent, Apotex’s position was
not credible. Had it been intended to settle all possible claims involving clopidogrel, it would
have been easy enough for these sophisticated parties, advised as they were by top quality
lawyers, to say so in their settlement agreement. They failed to do so. I can see no basis on which
this finding ought to be disturbed.

[114] Apotex’s arguments based on the May 2006 Agreement seek to shelter it from Sanofi’s
claim for damages or profits arising from its infringement of the ‘777 Patent. Apotex argues that
since the subject matter of the May 2006 agreement and the Liability Exposure Provision was
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Apotex’s risk from the sale of the clopidogrel which it imported into the U.S. from Canada, those
contractual provisions should be read as extending to the risk Apotex ran in exporting the same

twice.

[115] I would agree that the equitable rule against double recovery would prevent Sanofi from
recovering the same loss twice. To the extent that the sale of clopidogrel in the U.S. in breach of
the ‘265 patent is the same loss as that incurred by Sanofi from Apotex’s exportation of
clopidogrel to the U.S. for sale there, Sanofi could only recover that loss once. I point out,
however, that it has not been established to this point that the infringement of the ‘265 and ‘777
Patent by the exportation of clopidogrel to the U.S. are, in fact or in law, the same loss. Since the
matter must be returned to the Trial Judge on the question of remedies, I will say no more about
that question.

[116] However, even if the loss from the infringement of the ‘265 and ‘777 Patents are the
same loss, it does not follow that the Liability Exposure Provision would prevent Sanofi from
recovering the remaining 50% of that loss as a result of the infringement of the ‘777 Patent. I do
not come to this conclusion as a result of a construction of the May 2006 Agreement and the
Liability Exposure Provision in the context of the factual matrix in which those provisions were
negotiated, though I do not disagree with the Trial Judge’s construction of those documents. I
come to that conclusion on the basis that even if the Liability Exposure Provision would
otherwise have the effect proposed by Apotex, Apotex lost the benefit of that provision when it
chose to attack Sanofi’s Canadian patent.
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[117] It is inconceivable that Apotex could retain immunity from the consequences of its

patent. If terms are to be implied into the Liability Exposure Provision to give it business
efficacy, surely one of the implied terms would be that the parties would accept the decision of
the U.S. court as binding on them for the purposes of their dealings in Canada. Apotex would
retain 50% of its net U.S. sales even though it infringed the ‘265 patent but in return Apotex
would respect Sanofi’s Canadian monopoly. In commencing an action seeking a declaration of
invalidity of the ‘777 Patent, Apotex breached the implied term and lost the benefit which it
would otherwise have enjoyed under the Liability Exposure Provision.

[118] As a result, I would reject Apotex’s argument based on the May 2006 Agreement and the
Liability Exposure Provision. Since Apotex’s arguments with respect to estoppel and res
judicata are simply aspects of the argument against double recovery, I need not say anything
more about them.

[119] As a result, I find that none of Apotex’s alternate grounds for supporting the Trial Judge’s
conclusions have merit.

CONCLUSION

[120] For the reasons set out above, I would set aside the judgment of the Federal Court and,
rendering the judgment which it should have rendered, I would allow Sanofi-Aventis’ action for
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infingement of the Canadian Patent No.1,366,777 and declare that Apotex has infringed claims
1, 3, 6, 7, 8, 9, 10, and 11 of that patent. I would dismiss Apotex’s action seeking a declaration

deal with the issue of remedies and award Sanofi its costs, to be assessed, both in this court and
in the Federal Court.

[121] As the Trial Judge made no findings of infringement against Apotex Pharmachem Inc.
and Signa SA de CV, I would dismiss Sanofi’s claims against them. Since these entities were
represented by counsel representing Apotex Inc. and since their representation did not add to
Apotex Inc’s cost of defence, I would make no order as to costs in their favour.

"J.D. Denis Pelletier"
J.A.

“I agree
Marc Noël J.A.”
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that Canadian Patent No.1,366,777 is invalid. I would return the matter to the Federal Court to
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GAUTHIER J.A. (Concurring reasons)

J.A.

[123] Although it is not necessary to dispose of this appeal, I wish to add further brief
comments on some issues raised in this case in respect of utility and obviousness.

[124] First, as noted by Pelletier J.A., not every patent contains a promise of a specific result
within the meaning of Consolboard, cited above. However, one may wonder why an inventor
would include comments relating to a practical purpose to which an invention may be applied
when such statements are not necessary under Canadian law.

[125] Although such statements may be made in a disclosure, for example, to support a specific
result included in the claims or an advantage that is necessary to support the invention described
in the claim, there are other cases where the reasons for including them have little to do with an
intent to promise a result within the meaning of Consolboard. For example, when Canadian
applications are filed on the basis of European applications (priority date), it is useful to know
that under European Union patent law, an invention must be capable of industrial application,
which is a wide concept. Because of this, European applications will often contain some
statements in that respect. In this context, and considering that no such requirement exists in our
law, one must be careful not to treat each reference to a practical purpose as a promise of a
specific result within the meaning of Consolboard.
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[126] Moreover, in my view, statements of or references to a specific result in a claim, which
are part of the specification as expressly noted in Consolboard (such as one dealing with a new

make an old product to obtain a specific result (See, for example, Re Alsop's Patent (1907), 24
R.P.C. 733) ought to be distinguished from expressly qualified statements as to what practical
applications can be expected to flow from the demonstrated properties and advantages of a new
product (such as the new compound in this case).

[127] Thus, even if I were to assume that the Trial Judge was correct to construe the last part of
the long sentence on page 21 of the ‘777 patent as referring to human use (“...the medicine of the
invention can be usefully administered in the treatment and prevention of platelet disorders due
to extracorporeal blood circuits or the consequence of complications in artheroma [Emphasis
added].”), I could not construe this statement as a promise of a specific result within the meaning
of Consolboard.

[128] I understand the Trial Judge to have found that a person skilled in the art would know at
the relevant time that one cannot reasonably predict any useful use of clopidogrel in humans
from the properties and advantages demonstrated in the patent (See, for example, paragraphs
572, 573 & 580 of the Reasons). Thus, the person skilled in the art would recognize that the
mechanism and the properties specifically identified in the first part of the statement found on
page 21 of the ‘777 patent (“On account of its interesting inhibitory properties towards platelet
aggregation and its interference in the mechanism of formation of arterial and venous
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thromboses...”) are insufficient to make the leap to the conclusion that a practical application in

[129] In this context, it is difficult, if not impossible, in my view, to construe the statement at
the end of the sentence at page 21 of the ‘777 patent as a promise (i.e., effectively, a guarantee)
that any specific result will be achieved in humans. The word “can” must mean that, as a prodrug, clopidogrel has the prerequisite inhibitory properties before ingestion (i.e., the power) to
allow a practical application to occur in humans; it is “potentially capable of” such application
(See The Oxford Canadian Dictionary, 2d ed., s.v. “can”).

[130] As patent disclosures are addressed to persons skilled in the art, a patentee should be able
to assume that the specific limits of his or her statement will be properly understood. This, in my
view, is perfectly in line with the approach to construction mandated in Consolboard and
referred to at paragraph 54 of Pelletier J.A.’s reasons.

[131] The Supreme Court of Canada’s comments in Consolboard with respect to a promise of
specific result were made in a case raising issues of demonstrated utility. I believe that one must
be particularly prudent when one seeks to extend Consolboard’s principles to statements clearly
based on expectations. In fact, in my view, even if one were to adopt the Trial judge’s
construction, the promise has been met as clopidogrel is indeed useful in humans.

[132] If this is not so, then this case demonstrates the seriousness of some of the criticisms set
out in Professor Norman Siebrasse’s article “Must the Factual Basis for Sound Prediction be
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Disclosed in the Patent?” (2012) 28 C.I.P.R. 39. In that article, Professor Siebrasse argues that
Binnie J.’s brief statement at paragraph 70 of AZT is not a proper basis for the heightened level

referred to in claims where the inventor defines the invention for which he is seeking a
monopoly, or where a specific advantage/utility is required to support the right to claim a
particular invention (selection).

[133] It is clear that the Trial Judge was satisfied that the patent application was not filed on the
basis of mere speculation. The patentee had a solid track record based on an extensive research
program and a reasonably sound line of reasoning. It is not challenged here that the invention is
indeed useful and extensively used. Thus, neither the description of the invention (per s. 34 of
the Act) nor the policy reasons discussed in the AZT decision at paragraph 69 are at issue.

[134] In contradistinction with the situation in AZT, where the invention claimed was the new
use/utility and thus the quid pro quo for the grant of the monopoly was a full disclosure in
respect of such utility, the public here received all the information necessary to make and use
clopidogrel, the invention claimed in the ‘777 Patent. The Trial Judge found, and this is no
longer challenged, that the advantages necessary to make the selection inventive and thus justify
the grant of a monopoly on clopidogrel were fully and properly described and demonstrated in
the patent.

[135] In such a case, the level of disclosure required by law should be lower. If again I were to
assume that the Trial Judge’s construction was correct, the clear indicatio n in the statement at
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page 21 of the ‘777 Patent that use in humans was predicted as opposed to demonstrated should
be sufficient at law to meet the test for sound prediction. Indeed, this is enough to enable the

application was filed. Therefore, the public would have the ability to challenge the monopoly
based on whether it was granted on mere speculation, and determine whether the inventor in fact
had the required factual basis and sound line of reasoning to support this statement at the relevant
time.

[136] Turning now to obviousness, I add to the reasons given by my colleague, Pelletier J.A.
that, in my view, the analysis of the Trial Judge is incomplete because it only focused on the
resolution of PCR 4099.

[137] The Trial Judge believed that the evidence before him with respect to the separation of
the enantiomers was significantly different from the evidence before the Supreme Court of
Canada in Plavix because: i) he found that a line had been drawn in the sand at the time the
application was filed, and that as part of the process of developing a racemic drug a sponsor
would be motivated to separate the enantiomers to get information to pre-empt expected new
regulatory requirements (See Reasons at paragraphs 748-749); and ii) in his view, the separation
itself did not involve substantial difficulties and was routine. However, Rothstein J. made it clear
in Plavix that whether the separation or resolution of the enantiomers was routine or involved
arduous work would assume small significance in this case when one considers the whole course
of conduct that led to the decision to separate (See Plavix at paragraph 89).
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[138] It appears to me that the Trial Judge did not really weigh the extent, nature, and amount
of efforts required to arrive at a decision to actually develop PCR 4099, as opposed to any other

As mentioned by Pelletier J.A. above at paragraph 73, Rothstein J. found in Plavix that the ‘875
Patent did not differentiate between the efficacy and toxicity of any of the compounds it covered.
The Trial Judge essentially agreed and held that the ‘875 Patent did not point either directly or
indirectly to PCR 4099, even if PCR 4099 itself was known as one of the 21 compounds used in
the examples of the ‘875 Patent.

[139] The Trial Judge did not find that the person skilled in the art would obviously start a
development project based on the ‘875 Patent compound with PCR 4099 as opposed to any other
compound, including the 21 compounds expressly used in the examples. In fact, Sanofi’s actual
course of action militates against such a conclusion.

[140] Thus, for the reasons given by my colleague, Pelletier J.A., and considering the additional
comments above, I agree that the conclusion in respect of obviousness cannot stand.

"Johanne Gauthier"
J.A.
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THE FALSE DOCTRINE OF
FALSE PROMISE*
Norman Siebrasse**
ABSTRACT
The emergence of the “promise of the patent” doctrine is an important recent
development in Canadian patent law, which primarily affects pharmaceutical patents.
The doctrine holds that if the speciﬁcation sets out an explicit “promise,” the utility
requirement will be satisﬁed only if the claimed invention delivers on that promise. In
practice, the promise of the patent, as set out in the disclosure, is now almost
invariably the standard for assessing utility of a pharmaceutical patent. The result is
that a patent may be held invalid for lack of utility, notwithstanding that the disclosed
invention has sufﬁcient utility to support a valid patent. This article shows that the
doctrine originated in English law at a time when the grant of the patent was a
discretionary exercise of the royal prerogative, so that the Crown might properly
refuse to grant a patent even though it would be upheld by the courts if granted.
Consequently, the patent was granted on the basis of all representations made by the
applicant, and the promise of the patent doctrine reﬂected an unwillingness of the
courts to second-guess the Crown in the exercise of its prerogative. This article argues
that the doctrine is inconsistent with the Canadian Patent Act, under which an
applicant is entitled to a patent as a matter of right if the invention satisﬁes the
statutory criteria.
RÉSUMÉ
L’émergence de la doctrine de la « promesse du brevet » constitue un important fait
nouveau dans le droit canadien des brevets, dont les incidences se font avant tout
sentir sur l’industrie pharmaceutique. Selon cette doctrine, si le mémoire descriptif
fait état d’une « promesse » explicite, le critère relatif à l’utilité ne sera satisfait que si
l’invention faisant l’objet de revendications tient cette promesse. Dans la pratique, la
promesse du brevet énoncée dans la divulgation est à l’heure actuelle presque
invariablement la norme en regard de laquelle est évaluée l’utilité d’un brevet
pharmaceutique. Il s’ensuit qu’un brevet peut être déclaré invalide pour des raisons
d’absence d’utilité, nonobstant le fait que l’invention divulguée soit sufﬁsamment
utile pour justiﬁer un brevet valide. L’auteur de l’article montre que la doctrine en
question trouve son origine dans le droit anglais à une époque où l’octroi d’un brevet

* Submission to the Editor, October 18, 2012.
** © 2013 Norman Siebrasse, professor, Faculty of Law, University of New Brunswick. I wish to
thank the CIPR reviewers for their helpful comments.
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était le résultat de l’exercice discrétionnaire de la prérogative royale, de telle sorte que
la Couronne pouvait à juste titre refuser de délivrer un brevet, et ce même si le brevet
aurait été maintenu par les tribunaux s’il avait été octroyé. Le brevet était donc
octroyé sur la base des allégations du demandeur, et la doctrine de la promesse du
brevet témoignait de la réticence des tribunaux à remettre en question le résultat de
l’exercice de la prérogative de la Couronne. L’auteur de l’article soutient que cette
doctrine est incompatible avec la Loi sur les brevets du Canada, en vertu de laquelle le
demandeur a le droit d’obtenir un brevet si l’invention répond aux critères précisés
dans la loi.
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INTRODUCTION

Where the speciﬁcation does not promise a speciﬁc result, no particular level of utility
is required; a “mere scintilla” of utility will sufﬁce. However, where the speciﬁcation
sets out an explicit “promise,” utility will be measured against that promise. The question is whether the invention does what the patent promises it will do.1

The emergence of the promise of the patent doctrine is an important recent development in Canadian patent law. As the epigraph to this article states, the doctrine
holds that if the speciﬁcation sets out an explicit “promise,” the utility requirement
will be satisﬁed only if the claimed invention delivers on that promise. In practice,
the requirement that the promise be explicit is broadly interpreted, so that the promise of the patent, rather than a “scintilla” of utility, is almost invariably the standard
for assessing utility. The promise of the patent is normally construed on the basis of
the disclosure, not the claims.2 Consequently, a claimed invention may have sufﬁ-

1

Eli Lilly Canada Inc v Novopharm Ltd/olanzapine (No 1), 2010 FCA 197, 85 CPR (4th) 413 at
para 76 [Lilly/olanzapine (No 1) FCA], rev’g 2009 FC 1018, 78 CPR (4th) 1 [Lilly/olanzapine
(No 1) FC].

2

See section 4.3.

- 379 Siebrasse, Norman, “The False Doctrine of False Promise” (2013) 29 CIPR 3

29 R.C.P.I.

REVUE CANADIENNE DE PROPRIÉTÉ INTELLECTUELLE

5

cient utility to support a patent and yet be held invalid for lack of utility because the
disclosure is construed to promise a greater degree of utility—in some cases a
much greater degree—than the required minimum. This is not merely a theoretical
concern. Since 2005, when the doctrine became a live issue in Canadian law, the
patentee has been held to a higher standard of utility than is required by the Patent
Act in the majority of cases in which the issue has been raised.3 When the patentee
is held to a higher standard of utility, this higher standard has been determinative of
lack of utility roughly half the time, including in recent decisions involving the
blockbuster drugs PLAVIX and ZYPREXA.4 As these examples suggest, the doctrine
is applicable primarily in the context of pharmaceutical patents,5 and it is uncontroversial that patent protection is crucially important to innovation in the pharmaceutical industry.6
The prominence of the doctrine is recent and uniquely Canadian. Although the
leading House of Lords decision afﬁrming and applying the doctrine, Hatmaker v
Joseph Nathan & Co Ltd,7 is now a century old, the doctrine was rarely mentioned
and even more rarely applied in English law in the years following Hatmaker before it disappeared entirely from English law with the Patents Act 1977.8 It has
never been a part of the law in the United States or in the European Patent Ofﬁce.
Even in Canada, the doctrine was almost entirely quiescent for decades. It was
never applied to hold that an invention lacked utility before 2005, and it was rarely
even adverted to.9 Since then, it has rapidly become entrenched in Canadian law, to
the point that in 2010 the Court of Appeal held that “[t]he promise of the patent is
fundamental to the utility analysis,” and “is to be ascertained at the outset of an analysis with respect to utility.”10 Consequently, construing the promise of the patent,
a practice that was almost unheard of less than ten years ago, now typically occupies a distinct section of a judicial opinion.

3

See section 4.2.

4

Apotex Inc v Sanoﬁ-Aventis/clopidogrel, 2011 FC 1486 [Sanoﬁ/PLAVIX]; Eli Lilly Canada Inc v
Novopharm Ltd/olanzapine (No 2), 2011 FC 1288, 100 CPR (4th) 269 [Lilly/olanzapine (No 2)],
aff’d 2012 FCA 232 (ZYPREXA). I say “apparently” determinative because it is not always clear
whether the invention would have satisﬁed the “scintilla” standard had utility not been measured
by the promise of the patent: see the more detailed discussion of the cases in sections 4.2 and 4.3.

5

See section 4.2.

6

See e.g. the US Federal Trade Commission, “To Promote Innovation: The Proper Balance of Competition and Patent Law and Policy” (2003), Chapter 3, Part II, “The Pharmaceutical Industry.”

7

(1919), 36 RPC 231 (HL) [Hatmaker HL], aff’g (1918), 35 RPC 61 (CA), aff’g (1917), 34 RPC
317 (Ch) [Hatmaker Ch].

8

See Pharmacia Corp v Merck & Co Inc, [2001] EWCA Civ 1610 at para 54, [2002] RPC 41
[Pharmacia Corp], explaining that the false promise doctrine is no longer part of UK law since the
enactment of the Patents Act, 1977 (UK) c 37.

9

See section 4.1.

10

Lilly/olanzapine (No 1) FCA, supra note 1 at para 93.
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In this article I argue that the promise of the patent doctrine is problematic in
practice and unsound in principle. The effect of the doctrine is that utility is deﬁned
by the disclosure, even though the primary object of the disclosure is to describe
the invention, not to deﬁne it. Consequently, the validity of the patent turns on an
often hair-splitting construction of the disclosure.11 Indeed, to speak of the “promise”
of the disclosure is misguided, because the purpose of the disclosure, as the name
suggests, is to disclose, not to promise. This practical problem is compounded because of the recent and uniquely Canadian nature of the doctrine. Canadian patents,
especially in the pharmaceutical ﬁeld, normally claim priority from a prior ﬁling in
the United States or Europe, neither of which has a similar doctrine. Even Canadian
patent drafters would not have been alert to this doctrine until recently. This means
the patents that are being invalidated in litigation today on the basis of the promise
of the patent doctrine were drafted without regard to its requirements.12 As Lord
Neuberger pointed out in HGS v Lilly, consistency and predictability in the law is
crucial to innovation in the biotechnology and pharmaceutical sectors, because of
the long lead time between patenting and commercial development in those sectors.13 If the law when the patent is litigated is different from when the patent was
drafted, or if the validity of patents is unpredictable because of the arbitrariness of
construction of the patent, the basic incentive function of the patent system is
undermined.
These practical problems might be excused if there were a compelling justiﬁcation for the doctrine. I will argue that, on the contrary, the promise of the patent
doctrine is fundamentally inconsistent with the statutory basis of Canadian patent
law. The doctrine was imported from English law, without regard to a different
legal basis for the patent grant in the English system, and without regard to very
different statutory provisions. When the false promise doctrine arose in English
law, the grant of a patent was a discretionary exercise of the Crown prerogative.
Because the grant was discretionary, even though the invention disclosed in the application met all the statutory requirements, and thus the patent would have been
valid if granted, the Crown might nonetheless refuse to grant the patent. Consequently, the basis for the grant was not merely the disclosure of an invention
meeting the statutory requirements, but rather the entirety of the speciﬁc representations made in the application for the patent, which, taken as a whole, were the
basis for the exercise of the prerogative. For a court to uphold a patent in the face
of a false suggestion in the speciﬁcation would be to second-guess the Crown in the
exercise of its discretion.

11

See section 4.3.

12

See section 4.2.

13

Human Genome Sciences Inc v Eli Lilly, [2011] UKSC 51 at paras 83-102 [HGS v Lilly]. See also
Festo Corp v Shoketsu Kinzoku Kogyo Kabushiki Co, 535 US 722 at 739, 122 S Ct 1831 (2002),
warning that the courts “must be cautious before adopting changes that disrupt the settled expectations of the inventing community.”
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In contrast, in Canadian law, the exercise of the prerogative is not the basis for
the grant. A patent is a statutory right; the Commissioner of Patents has “no discretion to refuse a patent … if the statutory criteria are met.”14 This means that under
the Canadian Patent Act,15 an applicant is entitled to a patent if the invention meets
the statutory criteria, including the utility requirement. Under the promise of the
patent doctrine, a patent may meet all the statutory criteria, including utility, and yet
be held invalid because it fails to live up to a standard that is higher than that set
out in the Act. This is simply contrary to the Act.
Not only is the basis for the grant different in Canada than in traditional English
law, the speciﬁc statutory provisions are also different. The English false promise
doctrine was codiﬁed by a statutory provision that a patent would be void if obtained
on the basis of a “false suggestion.”16 The closest equivalent in the Canadian Act is
section 53(1), which states that a patent is void if an untrue statement in the speciﬁcation “is wilfully made for the purpose of misleading.” This is a very different standard, which cannot support the promise of the patent doctrine as it has developed.
In summary, the false promise doctrine is a crucially important doctrine in
pharmaceutical patent law. It is one of two recent doctrines that have reshaped the
utility requirement in Canadian patent law and caused our law to diverge sharply
from that of the United States and Europe.17 The false promise doctrine was imported
from English law into Canadian law without regard to the fact that Canadian law
differs in both the fundamental basis for the grant and the relevant statutory provisions. While some panels of the Court of Appeal have recently been inclined to
temper the more extreme applications of the doctrine, other recent Court of Appeal
decisions have applied the doctrine aggressively.18 One way or the other, the doctrine is now ﬁrmly entrenched in the Federal Court jurisprudence; even the more
moderate decisions of the Court of Appeal show no willingness to undertake a reconsideration of the doctrine itself. It seems that an appeal to the Supreme Court of
Canada will be necessary to reassert the statutory basis of the utility doctrine in
Canadian patent law.

14

Harvard College v Canada (Commissioner of Patents), 2002 SCC 76 at para 11, Binnie J dissenting, but in accord with the majority at para 119.

15

RSC 1985, c P-4.

16

See discussion below, note 244 and text accompanying note.

17

The other is the doctrine that the factual basis for a sound prediction must be disclosed in the patent: see Norman Siebrasse, “Must the Factual Basis for Sound Prediction Be Disclosed in the
Patent?” (2012) 28 CIPR 39 [Siebrasse, “Factual Basis”].

18

See discussion below, note 198 and text accompanying note.
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TERMINOLOGY

Three distinct but related uses for the term “promise of the patent” must be distinguished. The problematic sense, which is the focus of this article, is when the invention has an evident utility that is sufﬁcient to support a patent, but the patent
promises a heightened utility. Hatmaker provides a good example. The invention
claimed a process for producing dried milk; the speciﬁcation stated that the process
would produce milk solids “in a dry but otherwise unaltered condition” and that the
reconstituted milk was “of excellent quality.”19 The invention undoubtedly had patentable utility, because the reconstituted milk was useful for all the purposes for
which liquid milk was useful and especially where preserved milk was generally
used.20 However, the milk was not of “excellent quality” because it would separate
if left to stand, and the evidence showed that the milk solids were not unaltered, but
underwent physical and chemical changes as a result of the drying process.21 The
patent was held to be invalid for the sole reason that the invention did not meet the
promises made in the disclosure.22 Hatmaker illustrates two deﬁning features of
the doctrine. First, the promise was made solely in the disclosure. All that was
claimed was “milk solids in dry conservable form” obtained by the disclosed process.23 There was no reference in the claims to the excellent quality or unaltered nature of the product. The doctrine might more accurately be called “promise of the
disclosure,” though the broader term is now entrenched. Second, the promise of the
patent signiﬁes a heightened utility above the minimum necessary to support a valid
patent. As the trial judge in Hatmaker put it, although the invention was useful for
producing dried milk, “if the Patentee has gone further and stated that it answers a
severer test, he must be judged by the test which he himself imposed.”24 Conversely, if the patentee had omitted the statements in the disclosure that the product
was “unaltered” and “excellent” the patent would have been valid.
In a distinct usage, “the promise of the patent” means simply the utility of the invention. In cases in which the patent promises only the minimum scintilla of utility
necessary to support a patent, or where there is only one use, promised or otherwise, the promise of the patent does not imply a heightened standard for utility. For
example, in New Process Screw, Thorson P stated that “there was a failure of the
promise of the patent which was fatal to it,” when the substance of the defect was
that the claimed invention was inoperable when made according to the speciﬁcation.25 Strictly speaking, the promise of the patent in this context means exactly the
19

Hatmaker HL, supra note 7 at 237.

20

Ibid; Hatmaker Ch, supra note 7 at 327, lines 19-22 and 329, lines 11-13.

21

Hatmaker HL, supra note 7 at 237.

22

Ibid at 236, noting that the patent had been held invalid “on a single ground.”

23

Hatmaker Ch, supra note 7 at 320.

24

Ibid at 329.

25

New Process Screw Corporation v PL Robertson Mfg Co Ltd (1961), 39 CPR 31 at 46, 22 Fox Pat
C 71 (Ex Ct) [New Process Screw].
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same thing as in the previous context—namely, the utility described in the speciﬁcation—but here the promise does not imply a heightened utility. Another similar
use of the term is to mean the claim as construed. For example, in Burton Parsons,
Noël ACJ stated: “I cannot, indeed, ﬁnd in plaintiffs’ patent any suggestion or any
promise that all materials one can imagine will work, but merely that when properly
construed, the patent indicates that what is claimed is that suitable materials chosen
by the person skilled in the art can be taken and combined to make the invention.”26
This uses “promise” language, but says merely that the claim, properly construed,
excludes inoperable species.27 Neither of these conclusions is problematic, and it is
important to distinguish these uses from the ﬁrst, because a case that uses the term
“promise of the patent” in a non-problematic sense is not authority for the proposition that the patentee will be held to a heightened standard if a greater utility is
promised in the speciﬁcation.
In current Canadian law, “the promise of the patent” is typically used to refer to
the utility that is promised in the speciﬁcation. I will use the phrase in that sense
and, correspondingly, I will use “promise of the patent” doctrine or more succinctly
“false promise” doctrine to refer to the rule that the invention lacks utility if the invention does not fulﬁll the promise, even if it otherwise has sufﬁcient utility to support a patent. Thus, unless the context requires otherwise, the reference to a
“promise” should be understood as meaning a promise of utility. We will see below
that this doctrine is one aspect of the doctrine that a patent is invalid if it is obtained
on a false representation or a “false suggestion” of any kind. I will use the term
“false suggestion” to refer to this broader doctrine, notwithstanding that “false
promise” and “false suggestion” are linguistically equivalent.
3.0

ENGLISH ORIGIN

While Hatmaker is the highest English authority on the false promise doctrine, the
leading case is Alsop’s Patent,28 which was the sole authority cited in Hatmaker.
Like Hatmaker, Alsop’s Patent was a clear application of the strong form of the
doctrine. The invention was a process described in the speciﬁcation as both bleaching ﬂour and increasing its protein content. The claims were to the process, without
mention of either of these results. It was not disputed that the process was useful
for bleaching ﬂour,29 so it had patentable utility, but it was proved that the process
did not increase the protein content.30 The patent was revoked for failure to deliver
26

27

28
29
30

Burton Parsons Chemicals Inc v Hewlett-Packard (Canada) Ltd (1972), 7 CPR (2d) 198 at 220-21
(FCTD) [Burton Parsons FCTD], rev’d [1973] FC 405 (CA), aff’d [1976] 1 SCR 555.
See similarly Delp v Fresh Headies Internet Sales Ltd, 2011 FC 1228; Merck & Co Inc v Apotex
Inc/lovastatin, 2010 FC 1265, 91 CPR (4th) 1, aff’d 2011 FCA 363.
Re Alsop’s Patent (1907), 24 RPC 733 (Ch) [Alsop’s Patent].
Ibid at 757.
The reason for the false statement in the speciﬁcation was that the process bleached ﬂour using a
nitrogen oxide gas that left a nitrogen residue in the ﬂour. The patentee had sent a sample to an independent laboratory for analysis, without informing them of the process, and the lab had
interpreted the excess nitrogen as being due to increased protein content: ibid at 741.
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on the promise to increase protein content.31 The key passage from Alsop’s Patent is
as follows:
In considering the validity of a Patent for a process, it is therefore material to ascertain
precisely what the patentee claims to be the result of the process for which the Patent
has been granted; the real consideration which he gives for the grant is the disclosure
of a process which produces a result, and not the disclosure of a process which may or
may not produce any result at all. If the patentee claims protection for a process for
producing a result, and that result cannot be produced by the process, in my opinion
the consideration fails. Similarly if the patentee claims for a process producing two results combined and only one of these results is in fact produced by the process, there
is a partial failure of consideration, just as there is in the case of a Patent containing
one valid and one invalid Claim; and such partial failure of consideration is sufﬁcient
to avoid the Patent, “If” said Mr. Justice Buller in Turner v Winter “the Patentee says
that by one process he can produce three things, and he fails in any one, the consideration of his merit, and for which the Patent was granted, fails, and the Crown has been
deceived in the grant.”32

The proposition stated in the ﬁrst two sentences is simply to the effect that the
claimed invention must be useful.33 This is not controversial. The third sentence,
stating that there is a “partial” failure of consideration if two results are promised
but only one is achieved, is crucial to the false promise doctrine. Despite Parker J’s
use of the word “similarly,” this proposition does not follow from the ﬁrst. In the
ﬁrst case the patentee has provided no consideration at all, while in the second case
the inventor’s disclosure has provided consideration sufﬁcient to support a patent.
In Alsop’s Patent, for example, the use of the patent in bleaching ﬂour was undoubtedly sufﬁcient consideration to support a patent. That the two cases are distinct was expressly acknowledged by Parker J, who stated that “want of utility in
this sense must however, in my opinion, be distinguished from want of utility in the
sense of the invention being useless for any purpose whatever.”34 In the latter case
the objection would be that “the King’s prerogative could not be properly exercised
unless there were some consideration moving to the public,” while if an invention
is useful for some purposes, though not all that were promised, the objection is not
that sufﬁcient consideration was lacking, but rather that “the Crown has been deceived” in the grant.35

31

This was the primary ground for the decision, but Parker J also went on to hold that the invention
was both anticipated and obvious: ibid at 755ff.

32

Ibid at 752-53 [citations omitted].

33

Note that in Hatmaker HL, supra note 7 at 237, the House of Lords quoted only these two initial
sentences. Nonetheless, the application to the facts in Hatmaker establishes that the House of
Lords understood the principle to extend as stated by Parker J.

34

Alsop’s Patent, supra note 28 at 753.

35

Ibid.
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The objection that the Crown had been deceived in the grant was applicable to
all royal grants.36 It was perhaps most commonly invoked in cases in which the
grant was made improvidently, as when the King purported to grant land or privileges that he had already granted. In such a case, the second grant would be void on
the theory that “the King cannot do wrong,” and he must therefore have been “deceived in his grant,”37 or that the patent was obtained on the basis of a “false suggestion.”38 In some cases, perhaps many, the real reason for second grant was no
doubt the inattention of the King, and the deceit on the patent of the grantee was at
best constructive,39 but the pretext of deceit served to protect the honour of the
King40 while providing a formal basis for voiding the grant. At the same time, while
the true reasons motivating the grant are not normally apparent from the cases, it

36

A relatively modern review of the doctrine is provided in Alcock v Cooke (1829), 5 Bing 340, 130
ER 1092 (CP) [Alcock], dealing with a grant of land. The best early exposition of the doctrine I
have found, with a thorough review of the law and prior cases, is The Case of Alton Woods (1600),
1 Co Rep 40b, 76 EP 89 (KB) [Alton Woods], also concerning a grant of land. Alton Woods is also
a leading case because it was decided by a full bench of eight judges: see Alcock, ibid at 1096. Another thorough early case is Arthur Legat’s Case (1612), 10 Co 109a, 77 ER 1093 especially at
1099-1100 (KB) [Legat’s Case] (also concerning a grant of land), which has the trenchant subtitle
“In Subversion of Pestilent Patents of Thievish Concealers.” See also The Earl of Devonshire’s
Case (1606), 11 Co Rep 89a, 77 ER 1266 (grant of a right to sell used ordnance); The Magdalen
College Case (1615), 11 Co Rep 66b, 77 ER 1235 especially at 1247 (land); Roger Earl of Rutland’s Case (1608), 8 Co Rep 55a, 77 ER 555 (grant of an ofﬁce); R v Mussary (1738), 1 WPC 41
(unclear subject matter).

37

Alton Woods, supra note 36 at 103.

38

Legat’s Case, supra note 36 at 1100: “[I]t is a high and great prerogative which the King has, that
when he makes any grant upon such false suggestions as aforesaid, they are void in law; so when
upon false insinuations or pretences, he makes any grant as of any monopoly, &c. which in truth is
to the prejudice of the King and commonwealth, the King jure Regio shall avoid such grants, and
such letters patent by judgment of law shall be cancelled.” For the use of the false suggestion terminology, see also Thomas Webster, Law & Practice (London: Crofts and Blenkarn, Law
Booksellers, 1841) at 10 and n (w) at 70.

39

See Alcock, supra note 36 at 1096, explaining that “if the king’s prior lease be enrolled, the subject
has the means of knowing the existence of that lease, and it is his duty to inform the king of its
existence.”

40

Ibid at 1095. The principle was used in this way by Queen Elizabeth and King James in defending
themselves in the debates over the “odious monopolies.” In agreeing to have the validity of her
grants adjudged by the courts of law, Queen Elizabeth in her speech to the House of Commons
averred that “I never put my pen to any grant but upon pretext and semblance made me, that it was
for the good and avail of my subjects generally,” and the abuse of those privileges was the fault of
“those varlets, lewd persons, abusers of my bounty, [who] shall know I will not suffer it”: as set
out by William Hyde Price, The English Patents of Monopoly (Boston & New York: Houghton,
Mifﬂin, and Co, 1906) at 161. King James continued the abuse which prompted the Statute of Monopolies, and he similarly excused himself on the basis that “I confess I might have passed some
[patents] upon false suggestion and wrong information.” 1 Cobbett’s Parliamentary History of
England 1503 as quoted by Harold G Fox, Monopolies and Patents: A Study of the History and Future of the Patent Monopoly (Toronto: University of Toronto Press, 1947) at 113 [Fox, Monopolies].
The same point appears even in Darcy v Allin, sub nom The Case of Monopolies (1599), 11 Co 84b
at 87a, 77 ER 1260 at 1264.
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would be surprising if no courtier ever told a falsehood in order to obtain a valuable
privilege and there are at least some cases in which true deceit is plausible on the
face of the case.41 Whether the false representations were notional or real, the principle was well-established that a patent or privilege was void if obtained on the
basis of a false representation.
The ﬁrst case to apply this doctrine of false suggestion to invalidate a patent for
lack of utility, Morgan v Seaward,42 also provides the clearest exposition in the utility context. The patent was for an improved steam engine and an improved paddle
wheel.43 Although the paddle wheel, which was the defendant’s real concern, was
useful,44 the jury had found that the steam engine was not.45 On appeal, after upholding the ﬁnding that the steam engine was not useful, Parke B continued:
This brings me to the question, whether this patent, which suggests that certain inventions are improvements, is avoided if there be one which is not so. And upon the authorities we feel obliged to hold that the patent is void, upon the ground of fraud on
the Crown, without entering into the question whether the utility of each and every
part of the invention is essential to a patent, where such utility is not suggested in the
patent itself as the ground of the grant. That a false suggestion of the grantee avoids
an ordinary grant of lands or tenements from the Crown, is a maxim of the common
law: and such a grant is void, not against the Crown merely, but in a suit against a
third person. It is on the same principle that a patent for two or more inventions, when
one is not new, is void altogether; for although the statute invalidates a patent for want
of novelty, and consequently by force of the statute the patent would be void, so far as
related to that which was old, yet the principle on which the patent has been held to be
void altogether, is, that the consideration for the grant is the novelty of all, and the
consideration failing, or, in other words, the Crown being deceived in its grant, the
patent is void, and no action maintainable upon it. We cannot help seeing on the face
of this patent, as set out in the record, that an improvement in steam engines is sug-

41

In The Earl of Devonshire’s Case, supra note 36 at 1266, the King had granted to the Earl, who
was the Master of Ordnance General, the right to sell old munitions for his own account, “Forasmuch as we are given to understand that such munitions … have been heretofore claimed, taken
and enjoyed by the Master of Ordnance for the time being, as fees and avails to them, by reason or
in respect of the said ofﬁce.” It was held that the grant was void, because the previous Masters of
Ordnance had enjoyed no such right, so that representation must have been false.

42

(1836), 1 WPC 187 (Ex Ct). This was a hearing on a rule nisi—essentially an appeal—from the
outcome of the jury trial in Morgan v Seaward (1836), 1 WPC 170, Alderson B presiding [Morgan
trial]. Because the ﬁnding of the jury was upheld on this point, Alderson B’s charge to the jury is
also of interest. The cases cited in Morgan v Seaward on this point were Travell v Carteret (1683),
3 Lev 135, 83 ER 616 (KB) and Alcock, supra note 36, both dealing with grants of land and
appurtenances.

43

Galloway’s Patent (1843), 1 WPC 166.

44

Alderson B’s charge to the jury: Morgan trial, supra note 42 at 172.

45

Ibid at 186.
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gested by the patentee, and is part of the consideration for the grant: and we must reluctantly hold, that the patent is void, for the falsity of that suggestion.46

The result was that the entire patent was void.
In Morgan v Seaward, Parke B made it clear that the invalidity for a false promise of utility is simply a particular instance of the generally applicable false suggestion doctrine. The question remains why the false suggestion that the steam engine
was an improvement should invalidate the patent as a whole. In broad terms, the answer is that the grant of a patent was discretionary and the courts would not
second-guess the Crown in the exercise of its discretion. Although the Crown might
properly have granted a patent for the paddle wheel on disclosure of that invention
alone, and that grant would have been upheld by the courts, the converse was not
necessarily true; simply because the grant would have been upheld, it does not follow that the Crown would have acceded to the grant. A patent was granted expressly
“upon consideration of all” that was represented in the applicant’s declaration,47 and
although the Crown might have granted a patent for the paddle wheel alone on an
application disclosing only that invention, in principle it might also have refused.
Consequently, a partial failure of consideration was fatal to the patent because a
court could not be sure that the Crown would have granted a patent for the remaining part, regardless of the independent merits of what remained. In Morgan v Seaward, the paddle wheel was “a great improvement”48 and the court held the patent
void “reluctantly,”49 fortiﬁed by the prospect that the patentee would be rescued by
the reissue of the patent on disclaimer of the useless steam engines,50 which is indeed what ultimately happened.51 The possibility of reissue provides a tidy package
in principle, because the Crown can re-examine and satisfy itself that the part alone
deserved a patent, while the valid part of the patent is ultimately sustained.

46

Morgan v Seaward, supra note 42 at 196 [citations omitted]. Morgan v Seaward was the ﬁrst case to
deﬁnitively establish lack of utility as a ground for invalidity of a patent. (The only prior reported
case decided in favour of the defendant strictly on utility grounds was Manton v Parker (1814),
Dav PC 327, but the point was not reasoned, nor was any objection taken to the full court.) Morgan
v Seaward was not cited by Parker J in Alsop’s Patent, supra note 28, although it was cited by
counsel for the defendant at 747. The position that lack of utility of a part would invalidate the
whole had been previously argued and rejected in Lewis v Marling (1829), 109 ER 359, 10 B & C
22. Parke B, delivering the judgment in Morgan v Seaward, ibid at 196, distinguished Lewis v Marling on the basis that the part in question was not essential and the point had not been fully argued.

47

Report to the Queen on petition for a patent, reproduced in Webster, Law & Practice, supra note
38 at 70-71.

48

Morgan trial, supra note 42 at 172, Alderson B’s charge to the jury.

49

Morgan v Seaward, supra note 42 at 196.

50

Ibid at 197.

51

See Galloway’s Patent, supra note 43, an application for an extension of the term of the patent, as
amended, that was at issue in Morgan v Seaward, supra note 42; see in particular at 725, n (c) and
accompanying text, explaining the nature of the amendment in consequence of Morgan.
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To elaborate, in English law the grant of a patent was an exercise of the royal
prerogative, and as such wholly within the discretion of the Crown: “There is no inherent common law right to a patent.”52 Although much of the history of English
patent law is concerned with deﬁning limits to the exercise of the prerogative, there
is no doubt that, within those limits, the grant of the patent in the ﬁrst place was
discretionary. The discretionary nature of the grant was very much in evidence in
the Elizabethan era, most obviously in the grant of “odious monopolies” to court
favourites, but also in respect of uncontroversial patents granted to attract new industry. Because such patents were part of the Crown’s industrial development policy, they were not granted on demand. The Crown would make careful inquiries to
satisfy itself that a patent would not harm existing industry, and patents would be
refused if the responses were not satisfactory.53 Discretion was also evident in the
wide variety of conditions that might be attached to the grant. Although certain
conditions were common, not all conditions were found in all patents, and even
when similar conditions were imposed, they often differed in their details.54 Thus it
was clear at the outset that the Crown might refuse to grant a patent, even though it
would be valid if granted, and that the speciﬁc terms on which the patent was
granted were discretionary in practice as well as in principle.
This being the case, it follows that the consideration for the grant of a particular
patent is not merely the disclosure of an invention which would have been sufﬁcient
52

Commissioner of Patents v Farbwerke Hoechst Aktiengesellschaft Vormals Meister Lucius &
Bruning, [1964] SCR 49 at 57, quoted with approval in Apotex Inc v Sanoﬁ-Synthelabo Canada
Inc, 2008 SCC 61, [2008] 3 SCR 265 at para 12 [Sanoﬁ SCC]. See also Ex Parte O’Reily (1790), 1
Vest Jun 112, 30 ER 256 at 259, Thurlow LC stating that “[i]f the king refused [the patent], it
would be upon reasons very unﬁt for me or any one to dispute, because it rests entirely in his royal
breast, and it cannot be in one more honourable”; WM Hindmarch, A Treatise on the Law Relating
to Patent Privileges for the Sole Use of Inventions (London: VR Stevens & GS Norton and W Benning & Co, 1846) at 4, “Accordingly inventors are never entitled as of right to letters patent,
granting them the sole use of their inventions, but they must obtain them from the Crown by petition, and as a matter of grace and favour, and letters patent always express that the grant is so
made” (emphasis in original). For the views of historians to the same effect, see Fox, Monopolies,
supra note 40 at 192; Christine MacLeod, Inventing the Industrial Revolution: The English Patent
System, 1660-1800 (Cambridge: Cambridge University Press, 1988) at 198-99, discussing Donaldson v Beckett (1774), 4 Burr 2408; and the extended discussion in Edward C Walterscheid, “The
Early Evolution of the United States Patent Law: Antecedents (Part 4)” (1996) 78 J Pat & Trademark Off Soc’y 77 at 92-99.

53

MacLeod, supra note 52 at 11-13.

54

Conditions included payment of rents to the Crown, that the inventor work the invention within a
speciﬁed time, or that apprentices be instructed. The requirement for a written disclosure of the invention was a relatively late addition to the list. It was also common for the term of the patent to
vary (the maximum term was ﬁxed at 14 years only in the Statute of Monopolies), as did the
amount of time allowed to the patentee to put the invention into practice. See the list of patents and
discussion in E Wyndham Hulme, “History of the Patent System Under the Prerogative and at
Common Law” (1896) 12 Law Q Rev 141 at 145-50 [Hulme, “History”]; and E Wyndham Hulme,
“History of the Patent System Under the Prerogative and at Common Law: A Sequel” (1900) 16
Law Q Rev 44 at 45-51. See also D Seaborne Davies, “The Early History of the Patent Speciﬁcation: Part I” (1934) 50 Law Q Rev 86.
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to support a valid patent, but rather fulﬁllment of the particular representations and
conditions imposed in the grant. Consequently, there was no standard independent
of the patent itself for assessing whether a patent would have been granted by the
Crown. For example, a monopoly licence granted to Heuxtenbury for the manufacture of Spanish leather required that the leather be well wrought and that the patentee employ one English apprentice for every foreigner,55 while a licence granted to
Groyette for making Spanish soap required that the patentee employ two servants
of English birth.56 If Heuxtenbury’s leather was well wrought, but he employed six
apprentices of whom only two were English, we cannot say that his patent would
have been granted, even though a condition requiring only the employment of two
English servants would have been a valid exercise of the prerogative.57
At the same time as the patent system shifted from an instrument of industrial
policy to a system of rewards for inventors, the grant of patents became increasingly
routine, to the point where MacLeod said that “[t]he English patent system was one
of simple registration.”58 This is something of an exaggeration, as MacLeod herself
demonstrates. Although the law ofﬁcers who were required to review the application did not normally undertake a technical examination,59 the grant was not automatic; the main responsibility of the law ofﬁcers was to detect any threat to the
royal revenue, particularly the excise, and until the mid-18th century patents were
occasionally refused for this reason.60 Patents might also be refused for threatening
the vested interests of inﬂuential groups, in a practice that was an echo of the original industrial policy.61 That a patent might be refused for reasons unrelated to its
technical merits underlines the discretionary nature of the grant. Moreover, the cursory nature of the technical examination did not transform the grant of a patent into
a right, but emphasized that the monopoly was granted on the faith of the representations made by the applicant.62 Reliance on the representations made in that application was formally explicit in the report of the attorney or solicitor general, who
55

Described in Hulme, “History,” supra note 54 at 147-48.

56

See the monopoly licence granted in 1561 to Groyette and Le Leuryer, described in Hulme, “History,” ibid at 145.

57

These particular patents were granted before the right to challenge the validity of royal grants in
the common law courts was effectively established; the point is simply to illustrate the variable and
discretionary nature of the grant.

58

MacLeod, supra note 52 at 41.

59

Ibid at 43. Though some law ofﬁcers were more conscientious than others in this respect: ibid at 44.

60

Ibid at 22-24, 46-48. At least two applications for inventions that might have reduced the use of
salt were refused so as not to affect the revenue from salt tax: ibid at 23.

61

Ibid.

62

Hulme, “History,” supra note 54 at 151. In practice, as MacLeod, supra note 52 at 41 notes, “novelty was generally taken on trust.” Utility was not a concern, on the view that if the invention was
useless or unproﬁtable, the patentee was the only loser: MacLeod ibid at 47, and see also the recommendation of the attorney general in 1711, quoted by Davies, supra note 54 at 87, that a patent
be granted notwithstanding its uncertain prospects, “forasmuch as it is at the hazard of the Petr both
as to his expences and trouble whether the said Invention have the success he expects or not.”
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would recommend the grant “upon consideration of all” that was alleged in the applicant’s declaration.63
From the mid-18th century onward, these political considerations faded in favour of a policy focused on technical innovation,64 and the exercise of discretion effectively disappeared in practice. Nonetheless, the principle remained that the grant
of a patent was an exercise of the royal prerogative. This was explicitly recognized
by the patent Acts, which, prior to the 1977 Act, provided that nothing therein
“shall take away, abridge or prejudicially affect the prerogative of the Crown in relation to the granting of letters patent or to the withholding of a grant thereof.”65
The discretionary nature of the grant was also reﬂected in the application for a patent, in which the petitioner “humbly prays that your Majesty will be pleased to
grant” letters patent for the invention.66
The discretionary nature of the grant meant that the consideration for the patent
was not a ﬁxed set of criteria that could be independently applied by the courts, but
rather the speciﬁc representations made by the patentee in his application. I will refer to this as the principle of “speciﬁc consideration.” This principle leads directly
to the rule that a patent is wholly invalid if it contains one valid and one invalid
claim, on the reasoning that the courts cannot substitute their judgment for that of
the Crown in the exercise of its discretion. This was explicit in the leading case of
Brunton v Hawkes:
[W]hen an application is made for a patent, for three different things, it may be considered by the persons who are to advise the Crown as to the propriety of the grant,
that the discovery as to the three things together may form the proper subject of a patent although each per se, would not induce them to recommend the grant. It seems to
me, therefore, that if any part of the consideration fails, the patent is void in toto.67

63

Report to the Queen on petition for a patent, reproduced in Webster, Law & Practice, supra note
38 at 70-71.

64

MacLeod, supra note 52 at 22-24.

65

Patents Act, 1949 (UK), 12, 13, & 14 Geo VI, c 87, s 102(1) [Patents Act, 1949]; Patents and Designs Act, 1907 (UK), 7 Edw VII, c 29, s 97 [Patents and Designs Act, 1907]; Patents, Designs and
Trade Marks Act, 1883 UK, 46 & 47 Vict, c 57, s 116. Note also that in Alsop’s Patent, supra note
28 at 753, quoted above at note 35, Parker J explained that a patent for an invention wholly lacking
in utility was void because “the King’s prerogative” could not be properly exercised to grant such a
patent.

66

See Petition for a patent, reproduced in Webster, Law & Practice, supra note 38 at 66-67.

67

Brunton v Hawkes (1821), 4 B & Ald 541, 106 ER 1034 at 1039 (KB), Bayley J. Turner v Winter
(1787), 1 WPC 77, cited by Parker J in Alsop’s Patent, supra note 28 at 753, states the same rule,
but it was not a leading case on this particular point, because the speciﬁcation was also insufﬁcient
in several respects. Although this rule is of course no longer good law (reversed in the UK by 9-10
Geo V, c 80, s 9; see now Patents Act, 1977, supra note 8; in Canada see the Patent Act, supra note
15, s 58), it was well established at the time. The rule that invalidity of part would invalidate the
whole was largely responsible for the rise of the utility requirement, because a defendant could defeat the monopoly over the useful part by attacking the useless part.
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As was acknowledged in both Morgan v Seaward and Alsop’s Patent, the rule
that utility is measured by the representations made in the patent has the same
basis.68 Whether the patent promised a single invention with two useful properties
or two separate inventions, the patent is granted on the basis of all the material representations. The common basis for the rules is evident in Morgan v Seaward, in
which the patent, in the old manner, did not have explicit claims, so that there is no
distinction to be made between an invention with two different properties and one
with two different claims.69
That the basis for the false promise doctrine is the unwillingness of the courts to
second-guess the Crown in the exercise of its discretion was explicit in Bloxam v
Elsee.70 The patent was for a paper-making machine that was described in the patent as being capable of making paper of both varying length and width.71 However,
the evidence showed that the machine could only produce paper of a single ﬁxed
width. The Chief Justice of the King’s Bench concluded that the representations as
to length and width were both material, and remarked:
It may be that if the representation had mentioned length only, a patent would have
been granted for the invention, which … is eminently useful, in a very important
manufacture, as saving both time and labour in a very considerable degree. But although I may think this probable, I am not at liberty to pronounce judicially that it
would have been so. I must therefore see whether the representation was true.72

Again we see the court’s unwillingness to substitute its opinion for that of the
Crown as to the adequacy of consideration for the grant.
In summary, the false promise doctrine is based on the view that the grant of a
patent is a discretionary decision and the consideration for the grant is the entirety
of the representations made by the applicant in its petition to the Crown. Consequently, it is not for the courts to second-guess the Crown and presume to decide
that the Crown would have granted the patent on the basis of some lesser consideration, simply because the court would have upheld the same patent on that lesser
basis.
I say that the doctrine is “based on the view” that the grant is discretionary. This
is not to say that the grant was discretionary in practice. It is reasonably clear that
although the Crown retained discretion in principle, by the mid-19th century the
Crown would in practice have granted a patent only for an improved paddle wheel
68

See the passages from those cases quoted supra notes 46 and 32, respectively.

69

Although such a patent would no longer be granted at all, as being contrary to the requirement for
unity of invention, in the 19th century it was relatively common for patents to be granted for two
or more distinct inventions, apparently to save fees: see Arkwright v Nightingale (1785), Dav PC
37 at 49, 1 WPC 60.

70

(1827), 6 B & C 169, 108 ER 415 (KB), Abbott CJ [cited to ER].

71

Ibid at 419.

72

Ibid at 416, 419.
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or a new process that bleached ﬂour without increasing the protein content or that
produced dried milk, notwithstanding that the reconstituted product might separate.
As Blanco White put it, the assertion in Hatmaker that “protection is secured by the
promise of results” is “not, of course, [true] in actual fact.”73 Nor am I asserting that
if in 1919, when Hatmaker was decided, the Crown had arbitrarily refused to grant
a patent, the House of Lords would necessarily have refused any remedy on the
basis that it could not interfere with an exercise of the prerogative. It had been more
than a century since the Crown’s discretion had been directly exercised in this manner, and understanding of the nature of patent rights had changed substantially.74 It
is possible that an assertive House of Lords would have been willing to recognize a
right to the grant of a patent, despite the statutory preservation of the prerogative
right to refuse a patent, as well as the weight of authority. But such speculation is
beside the point, which is simply that the grant was at one time a discretionary
exercise of the prerogative both in theory and in practice, the false suggestion doctrine developed as a corollary, and the false promise doctrine was based on the
same principle.
As was recognized from the outset, the false promise doctrine could operate
harshly in the case of a patentee who had disclosed a truly useful invention but had
exaggerated its advantages.75 The harshness was tempered in two ways, both of

73

TA Blanco White, Patents for Inventions and the Protection of Industrial Designs, 5th ed (London:
Stevens, 1983) at s 4-403, 120, n 13 [Blanco White, 5th ed], stating, “but the House of Lords has
repeated this dictum until it is of unimpeachable authority”; and see s 4-1002, 172 where Blanco
White remarks of the same statement that, “as a statement of fact, this compares unfavourably with
the assertions that the man who made it was taking exception to.”

74

Harold G Fox, The Canadian Law and Practice Relating to Letters Patent for Inventions, 4th ed
(Toronto: Carswell, 1969) at 5, n 26 [Fox, Canadian Patent Law], although acknowledging the
standard view that in England the grant of a patent is a discretionary exercise of the prerogative,
suggests that this view may be questioned in light of Lord Loughborough’s assertion in Arkwright
v Nightingale, supra note 69, which Fox quoted from Webster’s Patent Cases at 61, as stating that
“[t]here is no matter of favour can enter into consideration in a question of this nature. That law
has established the right of patents for new inventors; that law is expressly wise and just.” However, the report of the same comments from Davies’ Patent Cases at 52 makes it clear that this was
simply by way of saying that the rights of the patentee under a granted patent were to be decided
according to law: “We must never decide the private rights upon any idea of public beneﬁt. … I
cannot let a cause between A. and B. be determined upon consequential reasons, that it is beneﬁcial
to the public that A. should prevail.” Adam Mossoff, “Rethinking the Development of Patents: An
Intellectual History, 1550-1800” (2001) 52 Hastings LJ 1255 at 1294 asserts that “patents themselves shifted from bona fide royal prerogative to common-law right is [a] historical fact.”
However, his point is that they were asserted and enforced as a private right. He does not address
the question of whether an inventor was entitled to a grant as of right.

75

As noted above, note 42 and accompanying text, in Morgan v Seaward the court held the patent
void “reluctantly.” See also Lewis v Marling, supra note 46, in which the courts were ﬁrst asked to
hold a patent invalid on the ground of partial lack of utility, Lord Tenterden CJ declining to do so,
saying at 361, “it would be very hard to say that this patent should be void, because the plaintiffs
claim to be the inventors of a certain part of the machine not described as essential, and which
turns out not to be useful.”

- 393 Siebrasse, Norman, “The False Doctrine of False Promise” (2013) 29 CIPR 3

29 R.C.P.I.

REVUE CANADIENNE DE PROPRIÉTÉ INTELLECTUELLE

19

which were consistent with the underlying theory. First, for a false representation to
avoid the grant, it was necessary that such representation could fairly be taken as a
“ground of the grant” and “essential” to the patent:76 “If [the patent] be avoided it
can only be because it contains a misrepresentation so material that it can be said
the Crown has been deceived.” 77 Because this really does involve second-guessing
the Crown, though only in the clearest of cases, it was uncommon for a clear statement of utility to be held not to be material.78 More commonly, a harsh result could
be avoided by a modest construction of the promise. An important example is provided by Raleigh Cycle Co Ltd v H Miller & Co Ltd,79 a 1948 decision of the House
of Lords concerning a patent for a bicycle light. The patentee had discovered that a
light with a frequency of 20 pulses per second provided adequate illumination for a
cyclist, when it had previously been thought that a minimum of 50 cycles per second was needed. This realization enabled a simpliﬁed design for a generator that
was a commercial success. The claims themselves simply described the simpliﬁed
generator, but the speciﬁcation stated that the object of invention was an improved
generator “which gives a steady light even at slow speeds.” 80 The Court of Appeal
construed this as a promise that the generator would produce a light of 50 cycles per
second, which had been understood to be “steady” in the prior art. Consequently,
following Alsop’s Patent and Hatmaker, the Court of Appeal held the patent to be
invalid: “The patent up to a point is useful no doubt, but … it falls far short of what
it promises.”81 This is an application of the promise of the patent doctrine in its
strong form, because the invention was useful, and indeed a commercial success,
and the promise was found only in the description and not in the claims. The House
of Lords reversed. Lord MacDermott, speaking for the majority on this point, accepted that a false suggestion would invalidate the patent if the representation was

76

Morgan v Seaward, supra note 42 at 196; distinguishing Lewis v Marling, supra note 46.

77

Alsop’s Patent, supra note 28 at 753.

78

The earliest case to raise the false promise doctrine in the utility context seems to have been Lewis
v Marling, supra note 46. The patent was for a shearing machine and it described as part of the machine a brush that was soon found to be useless, so that the patentee never sold any machines with
it. This was raised as a ground for invalidity (though framed as a sufﬁciency argument), on the
basis that the public would be misled if they followed the speciﬁcation in manufacturing the invention. This objection was dismissed, with Lord Tenderden stating at 360 that “it does not appear that
the patentee says the brush is an essential part of the machine, although he claims it as an invention.” Morgan v Seaward, supra note 42 acknowledged this rule, distinguishing Lewis v Marling,
ibid, on the basis that the feature in question was not essential in that case. Parker J in Alsop’s Patent, supra note 28 at 753, cites Goddard v Lyon (1894), 11 RPC 354 (HL) [Goddard] as an
example of a promise being held not to be material, but it is really better seen as a modest interpretation of the promise: see Goddard, ibid at 36.

79

(1948), 65 RPC 141, 1 All ER 308 (HL) [Raleigh v Miller], rev’g (1946), 63 RPC 113 (CA)
[Raleigh CA].

80

Ibid at 326.

81

Raleigh (CA), supra note 79, Lord Greene MR at 140; Somerville LJ concurring at 142, and adding his own remarks to the same effect at 144; Cohen LJ concurring at 145-46.
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material and he assumed, without deciding, that the promise was material. “[S]o assuming, this whole plea becomes a matter of the interpretation of the speciﬁcation,”82 and he construed the “steady” as meaning sufﬁciently steady to provide the
cycles with a practical light.83 On this construction, the patent was valid.
There is no explicit suggestion in Raleigh v Miller that the question was treated
as anything other than a matter of interpretation of the promise, but it is tempting to
speculate that the decision was motivated by “a judicial anxiety to support a really
useful invention.”84 In any event, whether due to a desire to avoid the harshness of
the doctrine or for some other reason, the promise of the patent doctrine had almost
no practical impact on English law before it was ﬁnally swept away with the Patents Act, 1977.85 Despite the authority of Hatmaker, I am aware of only two subsequent decisions that applied the doctrine as a determinative point to invalidate a
patent, of which the most prominent was the 1931 Privy Council decision in Kraft
Cheese v McAnulty,86 and only two more in which the doctrine was an alternate
ground of invalidity.87 Indeed, even prior to Hatmaker, there were very few reported
cases that invalidated a patent for invention on this basis.88 Although the doctrine was
acknowledged in a number of cases, and was never expressly rejected, the promise
was generally modestly interpreted so that the doctrine had no effect on the out-

82

Raleigh v Miller, supra note 79 at 325, Lord Morton and Lord Thankerton concurring on this
point. Lord Norman and Lord Simonds, dissenting, adopted the same construction as the Court of
Appeal.

83

Raleigh v Miller, ibid.

84

Hinks & Son v Safety Lighting Company (1876), 4 ChD 607 at 612.

85

See Pharmacia Corp, supra note 8 at para 54, stating that the doctrine is not part of English law
under the Patents Act, 1977, supra note 8.

86

(1931), 48 RPC 535 (PC) [Kraft]. The other case is Horville Engineering Co Ltd v Clares (Engineering) Ltd, [1976] RPC 411 (CA).

87

In Natural Colour Kinematograph Co Ltd v Bioschemes Ltd (1915), 32 RPC 256 (HL) [Natural
Colour Kinematograph], aff’g Re Smith’s Patent (1914), 31 RPC 237 (CA), the invention was for a
colour motion picture device that promised, in the speciﬁcation, to produce natural colour using only
two colour screens. This was false, because blue could not be produced. The case is best known for
the holding in the House of Lords that the patent was invalid for ambiguity; the patent was also
held to be invalid for insufﬁciency. The English Court of Appeal also applied the doctrine in dicta
in Sonotone Corp v Multitone Electric Co Ltd (1956), 72 RPC 131 (CA), var’g (1954), 71 RPC 299
(Ch); the patent was held invalid primarily for obviousness, but the Court of Appeal also indicated
in a brief discussion at 146 that it was invalid for failure to fulﬁll the promise of the speciﬁcation.

88

Of the cases prior to Hatmaker HL, supra note 7, Flour Oxidising Co v Hutchinson (1909), 26
RPC 597 (Ch), decided soon after Alsop’s Patent, supra note 28, acknowledged the doctrine but
the promise was interpreted modestly and so as being true. The point was argued in the early case
of Lewis v Marling, supra note 46, but the promise was held not to be essential. The doctrine was
arguably applied in Easterbrook v Great Western Railway Co (1885), 2 RPC 201, Grifﬁn’s Patent
Cases (1884-1886) 81 [Easterbrook], though this may be a case in which a high threshold for utility was applied. It also appears to have been applied in Atkins & Applegarth v The Castner Kellner
Alkali Co Ltd (1901), 18 RPC 281 (Ch), though this may have been a special case because the invention was an improvement where the essence was a cheaper process.
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come.89 Perhaps because of this, there are few English cases at all in which the promise of the patent is a live issue. In the last edition of his treatise dealing with the
English law prior to the Patents Act, 1977, Blanco White remarked that “[c]lear as the
old cases are” that a false promise will render an otherwise useful patent invalid, “it
would be foolhardy to rely on an objection of inutility in such a case in these days.
Kraft and Hatmaker at least would surely in these days have been held valid.”90
4.0

CANADIAN IMPLEMENTATION

4.1

Emergence in Canadian Law

The promise of the patent doctrine played no signiﬁcant role in Canadian patent
law until 2005. I am aware of only two cases that considered a heightened utility
requirement based on the promise of the speciﬁcation,91 and one more which arguably did so.92 In all three cases the promise was modestly construed and the claimed

89

See e.g. Goddard, supra note 78 at 361, which was the example given by Parker J in Alsop’s Patent, supra note 28 at 753. Of the post-Hatmaker cases, in American Cyanamid Co v Ethicon Ltd,
[1979] RPC 215 (Ch) [Cyanamid] the invention concerned synthetic surgical sutures, which in the
speciﬁcation were said to have properties “conveniently close to … catgut” (at 260). The defendant
argued that this was a promise that the speciﬁc characteristics of the claimed sutures would be
close to those of catgut, and that this promise was false. Graham J clearly recognized the false
promise doctrine at 261, but he construed the patent as promising no more than a suture that would
be surgically useful, and so interpreted that the promise was fulﬁlled (at 260). Henriksen v Tallon
Ltd, [1965] RPC 434, [1965] FSR 215 (HL) indirectly adverts to the false promise doctrine at 443,
but the issue was one of claim construction, and Kraft, supra note 86, was distinguished on the
basis that in Kraft there was “a failure of a promise within the claim going to the root of the
claim.” Olin Mathieson Chemical Corp v Biorex Laboratories Ltd, [1970] RPC 157 (ChD) indirectly adverts to the doctrine at 195 but the promise was interpreted modestly and so as being
true. Valensi v British Radio Corporation (1972), [1973] RPC 337, [1972] FSR 273 at 311 (CA)
directly refers to the doctrine, but held at 315 that the promise at issue was not material and so the
objection failed. In EI Du Pont de Nemours & Co v Enka BV (No 1), [1988] FSR 69 (Pat Ct) false
suggestion was pleaded, but the attack was rejected on the basis that there was no promise but
merely a statement of the purpose to which the invention might be applied.

90

Blanco White, 5th ed, supra note 73 at s 4-403, 121, n 16.

91

The clearest support for the promise of the patent doctrine was in Wellcome Foundation Ltd v Apotex Inc (1991), 39 CPR (3d) 289 (FCTD), aff’d with respect to utility 60 CPR (3d) 135 (FCA),
concerning compound claims. The defendant argued that the patent was invalid because not all the
compounds had therapeutic utility (see 348). MacKay J held at 350 that the utility was only as intermediates in making useful end products, without any promise that the intermediates would
themselves be therapeutically useful. In his analysis MacKay J did examine the speciﬁcation itself,
and the Court of Appeal, in afﬁrming, remarked at 154 that “[s]ince the utility of a patent must ultimately be judged against its promise the exercise requires that the speciﬁcation be carefully
construed to determine exactly what that promise is.” See also Corning Glass Works v Canada
Wire & Cable Ltd (1984), 81 CPR (2d) 39 (FCTD).

92

Mobil Oil Corp v Hercules Canada Inc (1994), 57 CPR (3d) 488 (FCTD), aff’d with respect to
utility (1995), 63 CPR (3d) 473 (FCA), is a case in some ways on the border between utility and
claim construction. The invention concerned an adhesive. Relying on data in the speciﬁcation the
defendant argued that the claims only encompassed a product with a bond strength above a certain
level. Wetston J rejected this, saying at 513 that “[t]he data presented in the patent does not deﬁne
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invention was held to be useful. A fourth case implicitly rejected the doctrine.93 A
few more cases used “promise” language in discussing the utility of the patent, but
only in the uncontroversial senses as a synonym for utility,94 or as referring to the
claim as construed.95
The real emergence of the doctrine began in 2005 with Bristol-Myers Squibb Co
v Apotex Inc/nefazodone.96 Bristol-Myers Squibb (BMS) had commenced an infringement action against Apotex in 2000 for a patent respecting nefazodone. In 2003,
BMS withdrew from the market because of liver toxicity. Apotex then amended its
statement of defence to allege lack of utility on the basis that the patent promised
“minimal side effects.”97 The BMS/nefazodone decision arose from a subsequent
motion for discovery in which the relevancy question was whether the liver toxicity
raised a triable issue as to lack of utility.98 Prothonotary Aronovitch held that it did,
on the ground that “the notion of inutility does encompass the promise of the patent,”99 quoting a passage from the Supreme Court of Canada decision in Consolboard, which in turn quoted with approval a passage from Halsbury’s as saying that
an invention lacks utility if “it will not do what the speciﬁcation promises that it

the promise of the patent. It is merely provided as an example of the enhanced adhesion which
may be achieved using the subject ﬁlm, as compared with a ﬁlm of homopolymer polypropylene.
If it was intended that the invention relate to a ﬁlm with at least 250 g/in. bond strength, it would
be so claimed.” In context this is a matter of claim construction, though it could also be taken as a
modest interpretation of the promise of the patent by Wetston J. The Court of Appeal treated the
matter as being one of construction and infringement rather than utility.
93

In Unilever PLC v Procter & Gamble Inc (1995), 61 CPR (3d) 499 (FCA), aff’g (1993), 47 CPR
(3d) 479 (FCTD), the defendants argued that the patent concerning a laundry fabric softener was
invalid because it failed to achieve the promise of reducing staining. The Court of Appeal treated
this point as being coextensive with claim construction, saying that because the claims had not
been construed to encompass reduced staining, the premise for this argument “simply disappears
and requires no further consideration.” This is effectively a rejection of the promise of the patent
doctrine in which utility is treated separately from claim construction and infringement.

94

See New Process Screw, supra note 25 and Feherguard Products Ltd v Rocky’s of BC Leisure Ltd
(1995), 60 CPR (3d) 512 (FCA), aff’g (1994), 53 CPR (3d) 417 (FCTD). In TRW Inc v Walbar of
Canada Inc (1991), 39 CPR (3d) 176 (FCA) var’g (1986), 10 CPR (3d) 184 (FCTD), the Court of
Appeal used language that strongly suggests the application of the promise of the patent doctrine,
but on my reading the case really turns on claim construction and traditional inoperability.

95

See Ernest Scragg & Sons Ltd v Leesona Corp, 26 Fox Pat C 1, [1964] Ex CR 649; American Cyanamid Co v Charles E Frosst & Co, 29 Fox Pat C 153, [1965] 2 Ex CR 355; Burton Parsons
FCTD, supra note 26; TRW Inc v Walbar of Canada Inc (1986), 10 CPR (3d) 184 (FCTD), var’d
(1991), 39 CPR (3d) 176 (FCA).

96

2005 FC 1348, 45 CPR (4th) 423, Kelen J [BMS/nefazodone FC], aff’g 2005 CarswellNat 3461
(Aronovitch Pr) [BMS/nefazodone Pr].

97

BMS/nefazodone FC, ibid at para 5.

98

Ibid at para 23.

99

BMS/nefazodone Pr, supra note 96 at para 9.

- 397 Siebrasse, Norman, “The False Doctrine of False Promise” (2013) 29 CIPR 3

29 R.C.P.I.

REVUE CANADIENNE DE PROPRIÉTÉ INTELLECTUELLE

23

will do.”100 Referring to passages from the disclosure, as opposed to the claims,
which referred to “minimal side effect potential,” the Prothonotary noted that “[t]he
language of Apotex’s amendments that invoke the promise of the patent mirrors
that of the patent as it relates to side effects.”101 Kelen J afﬁrmed, quoting the same
passage from Consolboard as authority.102
Reliance on this passage from Consolboard as authority for the promise of the
patent doctrine is important, because the Supreme Court of Canada is, of course,
better authority on the Canadian Act than is a decision of the House of Lords interpreting the UK Act, and the ﬁrst wave of modern Canadian cases invoking the doctrine rely similarly on Consolboard. 103 The passage in Halsbury’s quoted in
Consolboard cites Alsop’s Patent and Hatmaker for the key proposition that an invention lacks utility if “it will not do what the speciﬁcation promises that it will
do,”104 so the approval of this passage from Halsbury’s could be taken as indirect
approval of those decisions.
However, Consolboard is very weak authority for the promise of the patent doctrine. The question of whether the promise was fulﬁlled was not a live issue in Consolboard,105 and neither the decision as a whole nor the particular passage is

100

Consolboard Inc v MacMillan Bloedel (Sask) Ltd, [1981] 1 SCR 504 at 525 [Consolboard], quoting Halsbury’s Laws of England, vol 29, 3rd ed (London: Butterworths, 1964) at 59, quoted by
BMS/nefazodone Pr, supra note 96 at para 9.

101

Ibid at para 10.

102

BMS/nefazodone FC, supra note 96 at para 20.

103

In addition to BMS/nefazodone, discussed supra note 96 and accompanying text, Pﬁzer Inc v Apotex Inc/quinapril (NOC), 2005 FC 1205 at para 69 [Pﬁzer/quinapril (NOC) FC], rev’d 2007 FCA
209, 60 CPR (4th) 81 [Pﬁzer/quinapril (NOC) FCA] (ACCUPRIL); Laboratoires Servier v Apotex
Inc/perindopril, 2008 FC 825 at para 270 ﬁrst bullet [Servier/perindopril FC], aff’d 2009 FCA 222
[Servier/perindopril FCA] (COVERSYL); and Sanoﬁ-Aventis Canada Inc v Apotex Inc/ramipril,
2009 FC 676 at para 145 ﬁrst bullet [Sanoﬁ v Apotex/ramipril FC] aff’d 2011 FCA 300, 97 CPR
(4th) 415 [Sanoﬁ v Apotex/ramipril FCA] (ALTACE), all rely on Consolboard for the promise of
the patent doctrine, as does Lilly/olanzapine FCA, at para 76, quoted in the epigraph, supra note 1.
Apart from reliance on Cyanamid, supra note 89, by the Court of Appeal in Pﬁzer Canada Inc v
Ranbaxy Laboratories Ltd/atorvastatin (NOC), 2008 FCA 108, 67 CPR (4th) 23 [Pﬁzer/atorvastatin (NOC) FCA], rev’g 2007 FC 91, 56 CPR (4th) 96 [Pﬁzer/atorvastatin (NOC) FC], discussed
below, note 132 and accompanying text, direct or indirect reliance on English cases appears primarily in more recent cases: Astrazeneca Canada Inc v Mylan Pharmaceuticals ULC/anastrozole
(NOC), 2011 FC 1023 at para 136, Rennie J [Mylan Pharmaceuticals ULC/anastrozole (NOC)
FC], aff’d 2012 FCA 109 [Mylan Pharmaceuticals ULC/anastrozole (NOC) FCA], and Bauer
Hockey Corp v Easton Sports Canada Inc, 2010 FC 361 at para 290 [Bauer FC], aff’d 2011 FCA
83, 92 CPR (4th) 103, both quoting Fox, Canadian Patent Law, supra note 74 at 152-53, who cites
Alsop’s Patent, supra note 28; and see Pﬁzer Canada Inc v Mylan Pharmaceuticals ULC/donepezil
(NOC), 2011 FC 547 at para 212, 93 CPR (4th) 81 [Pﬁzer/donepezil (NOC) FC], aff’d 2012 FCA
103 [Pﬁzer/donepezil (NOC) FCA] tracing the doctrine to Hatmaker HL, supra note 7.

104

Halsbury’s, supra note 100 at 59, n (d).

105

“There is no suggestion here that the invention will not give the result promised.” Consolboard,
supra note 100 at 525.
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directly concerned with the promise of the patent in the sense of a heightened utility
requirement. The question in Consolboard was whether it was necessary for the
patentee to disclose the utility in the speciﬁcation, and the Court prefaced its citation of Halsbury’s by stating that the Federal Court of Appeal had erred in holding
that such disclosure was required. The Court then quoted from Halsbury’s as follows:
There is a helpful discussion in Halsbury’s Laws of England (3rd ed.), vol. 29, at 59,
on the meaning of “not useful” in patent law. It means “that the invention will not
work, either in the sense that it will not operate at all or, more broadly, that it will not
do what the speciﬁcation promises that it will do.” There is no suggestion here that the
invention will not give the result promised. The discussion in Halsbury’s Laws of England, ibid, continues:
… [T]he practical usefulness of the invention does not matter, nor does its commercial utility, unless the speciﬁcation promises commercial utility, nor does it
matter whether the invention is of any real beneﬁt to the public, or particularly
suitable for the purposes suggested.
and concludes:
… [I]t is sufﬁcient utility to support a patent that the invention gives either a
new article, or a better article, or a cheaper article, or affords the public a useful
choice.
Canadian law is to the same effect.106

The speciﬁc point of the discussion was that the Federal Court of Appeal had erred
in requiring a disclosure of utility and the thrust of this passage is to set a relatively
low standard for utility. In particular, the statement approved in Consolboard that it
is sufﬁcient utility to provide “a new article, or a better article, or a cheaper article,
or afford the public a useful choice,” is inconsistent with, or at least in tension with
the false promise doctrine, which sets a high standard for utility. In both Alsop’s
Patent and Hatmaker the patentee provided a new and better process and at the
very least a useful choice, and yet the patent was held invalid. As a recent Canadian
case involving helicopter landing gear states in applying the promise of the patent
doctrine, “[t]he Court has rejected any suggestion by [the patentee’s] experts that
the utility of the [patent in issue] is simply to provide a working landing gear.”107

106

Consolboard, supra note 100 at 525. The Court also quoted Uniﬂoc Reagents, Ltd v Newstead Colliery, Ltd (1943), 60 RPC 165 at 184 (Ch) for the proposition that, “[i]f when used in accordance
with the directions contained in the speciﬁcation the promised results are obtained, the invention is
useful in the sense in which that term is used in patent law.” On the facts, the question in Uniﬂoc
was purely one of operability; the decision implicates neither the promise of the patent doctrine nor
comparative utility (described below).

107

Eurocopter v Bell Helicopter Textron Canada Limitée, 2012 FC 113 at para 337, Martineau J
[Eurocopter].
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This tension may be resolved if we recognize that the phrase, “it will not do
what the speciﬁcation promises that it will do,” conﬂates two distinct lines of authority. One, which includes Hatmaker and Alsop’s Patent, does indeed support the
promise of the patent doctrine and so implies a higher standard of utility than would
otherwise be required. The other implies a lower standard of utility than would
otherwise be required, because it rejects the view that a patentable invention must
be a practical improvement over what went before.108
The notion that an invention must be a practical improvement over what went
before in order to merit a patent may be referred to as a requirement of comparative
utility. It is intuitively sensible. In a very straightforward sense an invention that is
never put into use is not useful, whether that is because it does not work at all or
because it works no better than what went before. By the same token, the applicant
will have provided no beneﬁt to the Crown deserving of a patent monopoly if he
has devised an invention that is no better than what went before. Accordingly, the
early utility cases suggested that the standard for utility was not mere operability,
but rather that the invention must provide some practical advantage over what went
before.109 The requirement of comparative utility was not fully entrenched before it
began to break down. The difﬁculty is that the courts are not well placed to determine whether an invention offers a practical advantage over what went before,

108

Of the cases cited in Halsbury’s, supra note 100 at 59, n (d), Alsop’s Patent, supra note 28, Hatmaker HL, supra note 7, Morgan v Seaward, supra note 42, Re Smith’s Patent, supra note 87, aff’d
sub nom Natural Colour Kinematograph, supra note 87, and (arguably—see discussion in note 88
above) Easterbrook, supra note 88 are false promise cases, while Lane Fox v Kensington and
Knightsbridge Electric Lighting Co Ltd (1892), 9 RPC 413 (CA) [Lane Fox] and Fawcett v Homan
(1896), 13 RPC 398 (CA) are comparative utility cases. Cornish v Keene (1835), 1 WPC 512 is
both. The invention was an elastic cloth that was useful for surgical purposes. It was held both that
utility had to be established for other uses, such as garters, because the patents had promised it to
be useful for such purposes (at 506), and also that it had to be shown that it was an improvement
for those other purposes (at 507). Manton v Parker (1814), Dav PC 327 and Wilson v Union Oil
Mills Co, Ltd (1891), 9 RPC 57 are really cases of simple inoperability.

109

For example, in Morgan v Seaward, supra note 42, the utility of an invention for an improved
steam engine was in issue. All the evidence was that the steam engine was operable and a few had
been made and used, though it was evidently not of commercial value: ibid at 185. Alderson B
charged the jury at 186 that the fact that the engine had not gotten into general use was a fact to be
considered as going to lack of utility, if the engine was worse than the former, “[t]hen it would be
of no use.” It is true that very little additional utility would sufﬁce: see ibid at 172, 186. But the
simple fact that the invention was operable and of a novel construction and so presented an alternative in principle would not be enough if it did not possess some real practical advantage, however
limited. Notwithstanding the evidence of operability, the jury found the steam engine not to be useful and this point was not challenged on appeal. Similarly, in Cornish v Keene, supra note 108
concerning a patent for elasticized fabric, there was evidence of the nature that “though it is cheaper it is heavier” (at 506). Tindal CJ did not instruct the jury that it was enough that the public is
offered a choice; instead, his instruction at 507 was that “you must ask yourselves, whether in
making braces, garters, and other articles, for which this web was originally intended, and before
the improvement was applied by the public, this has made an improvement upon it before the patent was applied, and is more beneﬁcial and useful to the public than the other was. That is one of
the questions which you will have to determine.”
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because this will depend on matters such as current prices of raw materials or the
whims of fashion.110 But if utility is not deﬁned by a comparison with the state of
the art, how is it to be deﬁned? That answer, given by cases such as Lane Fox v
Kensington111 and Fawcett v Homan,112 is that utility is deﬁned by the patent itself.
This avoids the need for the courts to assess whether an invention is socially beneﬁcial. These cases were both properly cited by Halsbury’s for the proposition that
lack of utility means that the invention “will not do what the speciﬁcation promises
that it will do,” but both were rejections of comparative utility.113 Rejection of comparative utility is not inconsistent with the promise of the patent doctrine, because
measuring utility by the internal standard of the patent can satisfy both at once.
Nonetheless, to reject comparative utility is not the same thing as accepting the
promise of the patent doctrine.
Although Consolboard does quote with approval a phrase from Halsbury’s,
which in turn cites Alsop’s Patent and Hatmaker, the phrase itself conﬂates two different concepts, so it is not entirely clear which doctrine is being approved. If anything, Consolboard is better authority against the false promise doctrine than in
favour of it. The discussion as a whole implies a relatively low standard for utility,
and the statement, approved in Consolboard, that “it is sufﬁcient utility to support a
patent that the invention gives either a new article, or a better article, or a cheaper
article, or affords the public a useful choice,”114 is inconsistent on its face with the
false promise doctrine. In any event, my argument does not turn on a close parsing
of Consolboard. The more important point is that in Consolboard the discussion as
a whole was directed at establishing the completely different proposition that it is
not necessary to disclose the utility of an invention in the patent. A single ambiguous phrase, taken out of context, on a point that is not at issue, is the weakest possible authority. Consequently, the promise of the patent doctrine rests on the
authority of Hatmaker and Alsop’s Patent and not on the incidental and indirect approval of those cases in Consolboard.

110

Badische Anilin und Soda Fabrik AG v Levinstein (1887), LR 12 App Cas 710, 4 RPC 449 (HL) at
719 (Lord Herschell), 715 (Lord Halsbury) [cited to App Cas]. See also Morgan trial, supra note
42 at 186; Purdue Pharma v Pharmascience Inc, 2009 FC 726 at para 8.

111

Supra note 108.

112

Ibid.

113

See Lane Fox, supra note 108 at 431, where the English Court of Appeal held that utility “depends
not on whether by following the directions in the complete speciﬁcation all the results now necessary
for commercial success can be obtained, but on whether by such directions the effects which the patentee professed to produce could be produced, and on the practical utility of those effects.” Similarly,
in Fawcett v Homan, supra note 108, the English Court of Appeal stated at 405 “[i]f an invention
does what it is intended by the patentee to do, and the end attained is itself useful, the invention is
a useful invention,” explaining that “[a] patent for such an invention cannot be held bad for want
of utility by comparing it with other known methods or things which may be preferred to it. A patent may be useful although, owing to other circumstances, the public will not make use of it.”

114

Halsbury’s, supra note 106 at 59.
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Returning to the modern Canadian cases, the ﬁrst decision that I have found in
Canadian law invoking the promise of the patent to establish a higher utility than
the minimum required for patentability followed soon after BMS /nefazodone, in
Heneghan J’s decision in the notice of compliance (NOC) case of Pﬁzer v Apotex/
quinapril (NOC).115 The claims in issue were to quinapril and related compounds.116
Quinapril, used in the treatment of hypertension, is in a class of drugs known as
angiotensin-converting enzyme inhibitors (ACE inhibitors), after their mechanism
of action.117 The question was whether the utility requirement was satisﬁed simply
by establishing that quinapril was an ACE inhibitor or whether it was necessary to
show that it was effective in treating hypertension.118 The distinction was important
because not all ACE inhibitors would be sufﬁciently powerful to treat hypertension.119
There was no mention of the utility in the claims themselves, which were for the
compound. Relying on statements in the disclosure, Heneghan J held that the purpose described was to treat hypertension, and not merely ACE inhibition. 120
Heneghan J’s conclusion regarding the promise was determinative in her holding
that the invention lacked demonstrated utility,121 although it was not determinative
of the result, because Heneghan J held that utility was established by sound prediction,122 and in any event she held the claims invalid123 for overbreadth. The Court of
Appeal reversed on the overbreadth point124 and afﬁrmed on sound prediction,125
115

Pﬁzer/quinapril (NOC) FC, supra note 103. Two patents were in issue, but validity was raised only
in respect of Canadian Patent No 1,341,330.

116

Claims 3 and 5 of ’330 patent, described at Pﬁzer/quinapril (NOC) FC, supra note 103 at para 13.

117

Angiotensin is a hormone that causes vasoconstriction. Its production is catalyzed by the angiotensin converting enzyme. ACE inhibitors reduce production of angiotensin by inhibiting production
of the angiotensin converting enzyme.

118

Pﬁzer/quinapril (NOC) FC, supra note 103 at paras 62-63.

119

Ibid at para 73.

120

Ibid at para 66.

121

Ibid at para 73.

122

Heneghan J held, ibid at para 108, that the claims were invalid as overbroad, but otherwise survived all validity attacks.

123

As noted in the ﬁrst citation to each case, many of the pharmaceutical cases discussed in this article
are proceedings under the Patented Medicines (Notice of Compliance) Regulations, SOR/93-133
[PM(NOC) Regulations], in which a generic pharmaceutical company seeks a notice of compliance
from the minister of health authorizing sale of a generic version of a drug. On application by an innovator pharmaceutical company holding a relevant patent, the minister will be prohibited from
issuing a notice of compliance to the generic unless, inter alia, a court has declared that the patent
in question is not valid or not infringed: PM(NOC) Regulations, s 7(2)(b). In such proceedings a
ﬁnding as to validity is not in rem, so the patent remains valid and enforceable even if it is held invalid for the purpose of the proceeding. However, the law that is applied in making that
determination is the same as in a determination of validity in an infringement action. For convenience, in this article I simply refer to a ﬁnding relating to “validity,” and I do not distinguish
between these types of proceedings, except where it is necessary to do so.

124

Pﬁzer/quinapril (NOC) FCA, supra note 103 at para 128.

125

Ibid at para 154.
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thus upholding the validity of the patent, without discussing demonstrated utility
and without mentioning the promise of the patent.
Heneghan J’s quinapril decision was followed only a few weeks later by Mactavish J’s very similar decision in Aventis Pharma Inc v Apotex Inc/ramipril (NOC)126
concerning a compound claim for a class including ramipril, another ACE inhibitor.127 Again the question was whether the patent promised only ACE inhibition or
also anti-hypertensive activity, and again the patent was construed as promising
both after an explicit analysis of the promise as a separate heading.128 The point was
apparently not determinative, as sound prediction would not have been established
even if only ACE inhibition had been promised,129 and the Court of Appeal afﬁrmed
on the facts, with only an indirect reference to the promise of the patent.130
The promise of the patent was subsequently raised in a few more Federal Court
decisions, although inconclusively,131 before reaching the Federal Court of Appeal,
albeit in a modiﬁed form, in the 2008 decision in Pﬁzer Canada Inc v Ranbaxy

126

2005 FC 1283, 43 CPR (4th) 161, Mactavish J [Aventis Pharma/ramipril (NOC) FC], aff’d 2006
FCA 64, 46 CPR (4th) 401, Richard CJ; Evans, Pelletier JJA [Aventis Pharma/ramipril (NOC) FCA].

127

Patent 1,341,206; see Aventis Pharma/ramipril (NOC) FC, ibid at para 68 construing the claim.

128

Ibid at paras 276-281, under the heading “ii) What did the ’206 Patent Promise by Way of Utility?”

129

The premise of Mactavish J’s analysis was that a sound prediction of both ACE inhibition and antihypertensive activity was necessary to sustain the patent (see ibid at paras 96, 137, 158), and so
Mactavish J did not explicitly address whether the evidence established a sound prediction of ACE
inhibition alone. However, it appears from the evidence that formed the basis of her conclusion
that even ACE inhibition could not be soundly predicted: see in particular the evidence discussed
at paras 140-141, and at para 143 accepting this evidence. Note that Mactavish J held at para 322
that Apotex had not established lack of utility, but this was in the context of rejecting Apotex’s
argument that by the time of the litigation some compounds had been demonstrated to lack utility,
so this ﬁnding did not rescue the patent. Note also that Mactavish J discussed the promise of the
patent only after deciding sound prediction, but the sound prediction analysis is clearly based on
the same promise that was subsequently discussed, so it appears that this was simply a matter of
the order in which the decision was written.

130

Aventis Pharma/ramipril (NOC) FCA, supra note 126 at para 47, held that Mactavish J has an evidentiary basis to support her conclusion that Schering could not soundly predict the usefulness of
the claimed compounds “for their stated purpose.”

131

Sanoﬁ-Aventis Canada Inc v Laboratoire Riva Inc/ramipril (NOC), 2007 FC 532, 58 CPR (4th)
109 [Sanoﬁ v Laboratoire Riva/ramipril (NOC)] concerned the same patent as was at issue in
Aventis Pharma/ramipril (NOC) FC, supra note 126, and, appealing to comity (para 46), Harrington J construed it in the same way as Mactavish J, although on the facts he found that the
promise was satisﬁed (para 50). In Astrazeneca AB v Apotex Inc/omeprazole (NOC), 2007 FC 688,
60 CPR (4th) 199 [Astrazeneca AB/omeprazole (NOC)] the patent claimed “treatment” of a particular disease by treatment with omeprazole. Apotex argued that the patent promised eradication
of the disease, but this was really a matter of construction of the claim term “treatment” in light of
the disclosure. In Pﬁzer Canada Inc v Apotex/atorvastatin, 2008 FC 13, 64 CPR (4th) 1, Barnes J
construed the promise of the patent at para 59, but the case turned on Barnes J’s conclusion that the
patent was not a valid selection patent because Pﬁzer had not established any unexpected advantage over the genus: para 120. A few other cases mention the “promise” of the patent, but not in a
relevant context.
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Laboratories Ltd/atorvastatin (NOC),132 which dealt with a selection patent of an
enantiomer over the racemate. At ﬁrst instance, von Finckenstein J had held the relevant claims invalid for insufﬁcient disclosure on the basis that although the patent
asserted a ten-fold increase in activity in enantiomer as compared with the racemate, the data supported only a two-fold increase in activity.133 Because von Finckenstein J characterized the issue as being one of sufﬁciency rather than utility, this
would have been weak authority on the promise of the patent as a matter of utility,
but the Court of Appeal expressly afﬁrmed the false promise doctrine:
The decision in American Cyanamid v Ethicon Limited, [1979] RPC 215 at 261 (ChD),
stands for the proposition that although a patentee is not obligated to promise a result
in the patent, if he does make such a promise, he will be held to it.134

However, the court went on to hold that von Finckenstein J’s construction was
incorrect, and the patent only promised “unexpected and surprising” results. Consequently, the patent was not invalid for the falsity of the promise. Note that although American Cyanamid v Ethicon afﬁrms the false promise doctrine, it is weak
authority, because on the facts the promise was modestly construed.135 Cyanamid
does not afﬁrm and apply a vital doctrine, but illustrates the way in which the doctrine was normally avoided in English law. Thus in Pﬁzer/atorvastatin (NOC), the
Court of Appeal afﬁrmed the false promise doctrine in dicta, even though it had
never before been applied in Canadian law to hold a patent to be invalid as lacking
in utility and it had never before been directly considered at the appellate level. In
so doing, the Court of Appeal relied on what was strictly dicta in an English trial
decision, apparently without recognizing that the doctrine was largely obsolete in
English law and without any analysis of whether it was sound in Canadian law.
Comparative law is certainly extremely valuable, but it must be employed “mindfully.”136 It is both curious and unfortunate that decades after appeals to Privy
Council were abolished, we remain so much in thrall to English law that a major
new direction in Canadian law could have such a slender basis.
Two more cases deserve particular attention in the development of the doctrine
in modern Canadian law. Laboratoires Servier v Apotex Inc/perindopril,137 released
in 2008, soon after the Court of Appeal’s decision in Pﬁzer/atorvastatin (NOC), was
the ﬁrst infringement action, as opposed to an NOC proceeding, to directly address
the promise of the patent.138 It concerned yet another ACE inhibitor, perindopril,
132

Pﬁzer/atorvastatin (NOC) FCA, supra note 103.

133

Pﬁzer/atorvastatin (NOC) FC, supra note 103 at para 122.

134

Pﬁzer/atorvastatin (NOC) FCA, supra note 103 at para 53, citation omitted.

135

See discussion supra note 89.

136

Amazon.com, Inc. v Canada (Attorney General), 2010 FC 1011, 86 CPR (4th) 321 at para 32.

137

Servier/perindopril FC, supra note 103.

138

There were only two marginally relevant cases in the interim. In Pﬁzer Canada Inc v Pharmascience Inc/amlodipine (NOC), 2008 FC 500, a selection patent case, Hughes J was of the view that
section 27(3) of the Act requires the patentee to disclose data in the patent that would establish the
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and once again the question was whether the patent promised merely ACE inhibition or also anti-hypertensive activity. By this time the promise of the patent doctrine had evidently developed a higher proﬁle. The construction of the promise was
“[c]entral to the question of utility” and the position of the parties “diverge[d] dramatically.”139 Moreover, although in Pﬁzer v Apotex/quinapril (NOC)140 and Aventis
v Apotex Inc/ramipril (NOC)141 the promise had been construed by the court on the
basis of the speciﬁcation alone, in Servier/perindopril the court extensively discussed testimony from expert witnesses as to how they would construe the promise.
The testimony of expert witnesses on this point is not legally groundbreaking, because it follows from the general principle that the patent is to be construed as it
would be by a person skilled in the art to which it pertains, but it illustrates that the
doctrine had matured.142
In Servier/perindopril, then, the promise of the patent doctrine was a hotly contested issue in a full infringement action and Snider J’s decision contained the most
extensive discussion of the promise of the patent to date. Citing Consolboard,
Snider J stated that although “utility is measured against what the patentee promises
will be accomplished by his invention,”143 she must be mindful that “where the language of the speciﬁcation, upon a reasonable view of it, can be so read as to afford
the inventor protection for that which he has actually in good faith invented, the
court, as a rule, will endeavour to give effect to that construction.”144 This provides
a principled basis for adopting a modest construction of the promise. In the result,
she construed the patent as promising only that the compounds would be ACE inhibitors, and that the references to an anti-hypertensive activity generally referred
only to a possible use, rather than a promised use.145 The appeal from Snider J’s decision was only the second modern case, after Pﬁzer/atorvastatin (NOC), in which
the promise of the patent doctrine reached the Court of Appeal, and the ﬁrst in
promised utility. He therefore construed the promise of the patent in light of the speciﬁcation and
found that the promise was sufﬁciently supported by the data in the speciﬁcation. Shire Biochem
Inc v Apotex/modaﬁnil (NOC), 2008 FC 538, 67 CPR (4th) 94, concerned a formulation patent for
modaﬁnil, which Hughes J held invalid for failure to fulﬁll the promise of improved potency and
safety. However, it appears that the patent might more properly have been held invalid as being an
arbitrary, and therefore obvious, selection patent. This case reﬂects the tendency of Canadian
courts to treat the advantages necessary to ground a selection patent as a matter of utility: see discussion below, note 158.
139

Servier/perindopril FC, supra note 103 at para 273.

140

Pﬁzer/quinapril (NOC) FC, supra note 103.

141

Aventis Pharma/ramipril (NOC) FC, supra note 126.

142

There was also some reference to expert views on the construction of the promise in the earlier decisions in Astrazeneca AB/omeprazole (NOC), supra note 131, and Sanoﬁ v Laboratoire Riva/
ramipril (NOC), supra note 131, although in both these cases the discussion was relatively limited.

143

Servier/perindopril FC, supra note 103 at para 273 to the same effect, ibid at para 270; and see citing Consolboard, supra note 100.

144

Ibid at para 281, quoting Consolboard, supra note 100 at 521.

145

Ibid at para 287.
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which the issue was fully canvassed. Nevertheless, the Court of Appeal did not address any basic issues relating to the doctrine. Rather, all that was disputed were details such as whether the abstract might be used in construing the patent (it cannot),
and whether Snider J’s construction of the promise was correct (it was).146
Snider J’s decision in Servier/perindopril may be contrasted with her decision
almost exactly one year later in Sanoﬁ-Aventis Canada Inc v Apotex Inc/ramipril.147
Again the question was whether the patent promised that the claimed compound,
ramipril in this case, was useful merely as an ACE inhibitor or also as an antihypertensive agent.148 In Sanoﬁ v Apotex/ramipril, however, Snider J construed the patent
as promising that all of the compounds will have utility as both ACE inhibitors and
as antihypertensives.149 The two cases can no doubt be distinguished on the basis of
the language of the speciﬁcation, as Snider J distinguished Heneghan J’s decision in
Pﬁzer/quinapril (NOC),150 but Snider J’s statement of principle is in sharp contrast
to her earlier statement in Servier/perindopril:
This passage [from his expert report] demonstrates that Dr. Bartlett has not construed
the claims in light of the promised utility; rather he has modiﬁed or read down the
promise of the patent to suit his understanding of the claims. I cannot accept this reasoning. Such an approach to the question of the promise of the patent excuses the inventors from any requirement of precision in their claims or in the patent speciﬁcation.
If a patentee promises a particular result, he should be held to that promise.151

Thus the promise of the patent doctrine became established in Canadian law
through a combination of Federal Court decisions and afﬁrmation in dicta by the
Court of Appeal. It was given deﬁnitive approval in the 2010 decision of the Court
of Appeal in Lilly/olanzapine (No 1), from which the epigraph to this article is
taken, and in which the court also stated that “[t]he promise of the patent is fundamental to the utility analysis” and “is to be ascertained at the outset of an analysis
with respect to utility.”152 Even in that case, the application of the false promise
doctrine was not the central issue. O’Reilly J at trial held that the patent in question
was invalid as not being a valid selection patent.153 The issue on appeal was whether
the conditions for a valid selection patent constitute an independent basis on which

146

See the discussion of utility in Servier/perindopril FCA, supra note 103 at paras 100-113, especially
at para 105, holding that the abstract cannot be considered, and at para 110, afﬁrming Snider J’s
construction of the promise. The Court of Appeal also afﬁrmed Snider J’s ﬁnding on the facts that
the promise as construed was met: para 113.

147

Sanoﬁ v Apotex/ramipril FC, supra note 103.

148

Ibid at para 119.

149

Ibid at para 132.

150

Ibid at para 135.

151

Ibid at para 128 (emphasis added).

152

Lilly/olanzapine (No 1) FCA, supra note 1 at para 93.

153

Ibid at para 139.
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to attack the validity of a patent.154 The Court of Appeal held it was not, and that
because of O’Reilly J’s error in this respect he had not adequately addressed the
relevant issues, including utility.155 The Court of Appeal discussed the promise of
the patent doctrine at length, but in the context of saying that a valid selection patent “must promise an advantage” when compared with the genus.156 Although true
enough,157 this additional advantage is not necessarily the same as a heightened utility requirement based on the promise of the patent. Thus the afﬁrmation of the
promise of the patent doctrine as a requirement of utility resulted from what is
arguably a conﬂation of the concept of utility and the advantages necessary to support a selection patent.158
It was not until 2011 that the Court of Appeal ﬁnally directly afﬁrmed a decision in
which the construction of the promise of the patent was determinative as to lack of
utility.159 In a second decision, a few weeks later, the Court of Appeal aggressively
applied the doctrine to hold a patent invalid for failure to meet the promised utility,
reversing the trial judge who had interpreted the promise more modestly.160 But, as
we have seen, the doctrine was effectively established well before then. Consequently, construing the promise of the patent, a practice that was almost unknown
before 2005, now usually occupies a distinct section of a typical patent opinion,
with its own heading.

154

Ibid at para 4.

155

Ibid.

156

Ibid at para 78.

157

See Sanoﬁ SCC, supra note 52 at paras 10, 31-32.

158

The Court of Appeal treated the advantages necessary to ground the selection patent as being a
matter of utility: Lilly/olanzapine (No 1) FCA, supra note 1 at paras 74-79. This is in contrast to
European and US law, in which the requirement of an additional advantage is considered to be a
matter of obviousness. In European law, see Dr Reddy’s Laboratories v Eli Lilly/olanzapine,
[2009] EWCA Civ 1362, [2010] RPC 9 at paras 34-53, discussing also the European Patent Ofﬁce
(EPO) jurisprudence. US law does not have any distinct doctrine related to selection patents as
such, but the issue is dealt with under the general law of obviousness: see e.g. Sanoﬁ-Synthelabo v
Apotex, Inc, 550 F 3d 1075 (Fed Cir 2008), dealing with the US patent corresponding to that at
issue in Sanoﬁ SCC, supra note 52. The argument that the advantages of a selection patent are relevant to obviousness was expressly rejected by the Court of Appeal in Lilly/olanzapine (No 1)
FCA, supra note 1 at para 90. This is not the place to discuss which approach to selection patents
is correct, but the European and US approach at least calls into question the approach adopted by
the Federal Court of Appeal.

159

Novopharm Ltd v Eli Lilly & Co/atomoxetine, 2010 FC 915, 87 CPR (4th) 310, Barnes J [Novopharm/atomoxetine], aff’d sub nom Eli Lilly & Co v Teva Canada Ltd, 2011 FCA 220, 94 CPR
(4th) 95 (Can Patent No 2,209,735; STRATTERA).

160

See Pﬁzer Canada Inc v Apotex Inc/latanoprost (NOC), 2011 FCA 236 [Pﬁzer v Apotex/latanoprost FCA], rev’g 2010 FC 447, 84 CPR (4th) 1 [Pﬁzer v Apotex/latanoprost (NOC) FC]: see
discussion below, note 198 and accompanying text.
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Summary of the Cases

It is difﬁcult to say deﬁnitively whether the false promise doctrine is determinative
as to utility in a particular case. The promise of the patent is normally the sole basis
for measuring utility, and the court does not always state expressly whether the invention had the “scintilla” of utility that would otherwise have been necessary to
support a patent. Also, the tendency of Canadian courts to treat the advantages related to selection patents as being a matter of utility161 can make it difﬁcult to discern whether the utility standard being applied in a particular case stems from the
promise of the patent or the “advantage” required of a selection patent. With those
caveats, I have found 20 cases since 2005 in which the promise of the patent was a
live issue. In 12 of these cases the promise was construed against the patentee.162 In
these 12 cases, this higher standard was apparently determinative of lack of demonstrated utility in respect of important claims in 7 cases. Of these 7 cases, the higher
standard was also determinative of lack of utility in 5 cases;163 in 2 cases utility according to the higher standard was established on the basis of sound prediction.164

161

See discussion supra note 158.

162

The seven cases in which the promise was construed in favour of the patentee are Servier/perindopril, supra note 103 (promise met on a modest construction); Lundbeck Canada Inc v Apotex/
citalopram (NOC), 2009 FC 146, 73 CPR (4th) 69 [Lundbeck/citalopram (NOC) FC], aff’d 2010
FCA 320, 88 CPR (4th) 325 [Lundbeck/citalopram (NOC) FCA] (promise met on a modest construction); Pﬁzer Canada Inc v Pharmascience Inc/latanoprost (NOC), 2009 FC 1294, 81 CPR
(4th) 423, aff’d 2011 FCA 102, 92 CPR (4th) 301 [Pﬁzer v Pharmascience/latanoprost FCA];
GlaxoSmithKline Inc v Pharmascience Inc/rosiglitazone (NOC), 2011 FC 239 [GSK/rosiglitazone
(NOC)] (promise met on a modest construction); Novo Nordisk Canada Inc v Cobalt Pharmaceuticals Inc/repaglinide (NOC), 2010 FC 746 [Novo Nordisk/repaglinide (NOC)] (promise met on a
modest construction); Mylan Pharmaceuticals ULC/anastrozole (NOC) FC, supra note 103 (promise met on a modest construction); Fournier Pharma Inc v Sandoz Canada Inc/fenoﬁbrate (NOC),
2012 FC 741 [Fournier Pharma/fenoﬁbrate (NOC)] (promise met on a modest construction: in a
use claim, the promise is to be found solely in the claims); Bristol-Myers Squibb Co v Mylan/efavirenz (NOC), 2012 FC 1142 (promise met on a modest construction; the lack of utility was in any
event insufﬁciently alleged in the notice of allegation).

163

Pﬁzer v Apotex/latanoprost (NOC), supra note 160 (determinative at the Court of Appeal level: see
discussion below, note 198 and accompanying text); Astrazeneca Canada Inc v Apotex Inc/esomeprazole (NOC), 2010 FC 714, 88 CPR (4th) 28, Hughes J (determinative of lack of utility, but not
determinative of the result, because the invention was also obvious); Novopharm/atomoxetine,
supra note 159; Sanoﬁ/PLAVIX, supra note 4 (Can Patent No 1,336,777; PLAVIX) (the construction of the promise was determinative of lack of demonstrated utility. Sound prediction would have
been established but for the holding that the supporting data had to be disclosed in the speciﬁcation: to that extent the false promise and factual-basis doctrines were co-determinative of
invalidity); Lilly/olanzapine (No 2), supra note 4 (a selection patent case in which it is difﬁcult to
disentangle the unexpected additional advantages necessary to support a selection patent from the
heightened utility requirement derived from the promise of the patent, but O’Reilly J at para 209
states, “[i]f the utility of the invention in the ’113 patent relates merely to a compound with potential antipsychotic properties that might have relatively low EPS liability, that utility had been
demonstrated by the tests conducted prior to the ﬁling date”).

164

Pﬁzer/quinapril (NOC), supra note 103 (determinative of lack of demonstrated utility at the Federal
Court, but utility was established on the basis of sound prediction: see discussion above, note 115
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Of the 5 cases in which the higher standard was not determinative of lack of demonstrated utility, in 2 cases even a lower standard would not have been met on the
facts165 and in 3 cases even the higher standard was met on the facts.166 The false
promise doctrine is particularly important in pharmaceutical cases; of these 20 cases turning on the promise of the patent, only 2 were not pharmaceutical cases, and
in those 2 cases the doctrine was not determinative of any important claims.167
This means that in consequence of the false promise doctrine, in more than half
of the cases—12 of 20—in which the issue was raised, the patentee was held to a
higher standard of utility than is required by the Patent Act. When the patentee was
held to a higher standard of utility, this higher standard was determinative of the
utility issue roughly half the time. This underestimates the importance of the false
promise doctrine; in some of the cases in which the promise was modestly construed and held to be met on the facts, a more stringent construction would have resulted in a contrary conclusion.168
The doctrine is also becoming increasingly prominent. As noted at the outset of
this section, there were no cases before 2005 in which the promise of the patent
doctrine was invoked to hold the patentee to a higher standard of utility. Of the 20
cases raising the issue since then, 2 were decided in 2005, none in 2006, 1 in each
of 2007 and 2008, 3 in 2009, 5 in 2010 and 2011, and 3 to the date of submission of
this article in 2012.169 It is also noteworthy that none of the cases in which the patentee has been held to a higher standard based on the promise of the patent were
ﬁled when the doctrine was a live issue in Canadian law.170

and accompanying text); Pﬁzer/donepezil (NOC), supra note 103 (determinative of lack of demonstrated utility, though utility established on basis of sound prediction).
165

Aventis Pharma/ramipril (NOC) FC, supra note 126; Sanoﬁ v Apotex/ramipril, supra note 103
(patent failed to deliver promised utility, but this appears not to have been determinative of the result, because even the lower standard was not met on the facts: see ibid at para 185. In any event,
the doctrine was not determinative of the result because the invention was obvious).

166

Sanoﬁ v Laboratoire Riva/ramipril (NOC), supra note 131, Harrington J (Harrington J construed
the promise in the same manner as Mactavish J in Aventis Pharma/ramipril (NOC) FC, supra note
126, but held on the facts that the promise was met); Bauer, supra note 103 (relatively high standard for promise, but met on the facts); Eurocopter, supra note 107 (relatively high standard for
promise, but met on the facts for the more important claims).

167

The non-pharmaceutical cases were Bauer, supra note 103, and Eurocopter, supra note 107. In
both of these, the court construed the patent as promising a high utility, but that promise was met
on the facts for the more important claims. In Eurocopter, the doctrine was determinative of utility
and validity for an unimportant claim that was never practised and not infringed.

168

See e.g. GSK/rosiglitazone (NOC), supra note 162, discussed below, note 181 and accompanying
text. It is not clear how many other cases would fall into this category, because the courts do not
typically discuss whether the higher promise would have been met.

169

This is based on the date of the trial decision in the cases listed in section 4.2.

170

The ﬁling dates for the patents at issue in the 20 cases are in the 1980s and ’90s, with the latest ﬁling date being 13 June 1998, for the patent at issue in Bauer, supra note 103.
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Construing the Promise

In contrast to the extensive jurisprudence on claims construction, little jurisprudence
explicitly considers how to construe the promise of the patent.171 In principle it
seems clear that the promise of the patent should be construed using the same purposive approach that is used in construing the claims, because both are aspects of
construction of the patent, which is, increasingly, explicitly recognized.172 The early
cases tended to focus purely on the text of the patent, but this is likely because the
issue was not seen as sufﬁciently central to warrant testimony from expert witnesses.
As the prominence of the doctrine has increased, it is now standard to consider the
evidence of expert witnesses as to what promise was intended. Nonetheless, the
text remains the basic starting point. In particular, the focus is on the text of the disclosure, though there has been some recent suggestion that in the case of use claims
the promise of the patent should be based on the claims.173
In order to appreciate the practical difﬁculties associated with the construction of
the promise, it is necessary to consider some detailed examples. Because the focus
is on the text of the disclosure, direct statements in the disclosure regarding the function of the claimed invention will typically be interpreted as promises. For example,
in Sanoﬁ v Apotex/ramipril, Snider J’s construction of the patent as promising antihypertensive activity relied on the following “key statement” in the speciﬁcation:
The compounds of this invention have useful pharmacological properties. They are
useful in the treatment of high blood pressure. The compounds of the present invention can be combined with pharmaceutical carriers and administered in a variety of
well-known pharmaceutical forms suitable for oral or parental administration to provide compositions useful in the treatment of cardiovascular disorders and particularly
mammalian hypertension.174

171

GSK/rosiglitazone (NOC), supra note 162 at para 83; Mylan Pharmaceuticals ULC/anastrozole
(NOC) FC, supra note 103 at para 127.

172

Mylan Pharmaceuticals ULC/anastrozole (NOC) FC, ibid at para 126 ff.

173

Fournier Pharma/fenoﬁbrate (NOC), supra note 162 at para 126.

174

Sanoﬁ v Apotex/ramipril FC, supra note 103 at para 122 (Snider J’s emphasis). See also Aventis
Pharma/ramipril (NOC) FC, supra note 126 at para 279, Mactavish J construing the same patent in
the same way in reliance on the same passage from the disclosure. Harrington J also construed this
patent in the same way in Sanoﬁ v Laboratoire Riva/ramipril (NOC), supra note 131, relying in
part on Mactavish J’s construction. Harrington J also considered the opinion of expert witnesses.
See also Pﬁzer/quinapril (NOC) FC, supra note 103, in which Heneghan J’s conclusion that the
patent promised antihypertensive activity relied on statements from the speciﬁcation that the
claimed compounds “are useful in reducing or relieving hypertension” and that by administration
of the compound “hypertension in the species of mammal suffering therefrom is alleviated,” and
that the claimed compounds “can be utilized to achieve the reduction of blood pressure”: para 65,
quoting the speciﬁcation, with emphasis on these phrases. Heneghan J also relied on the abstract in
construing the promise, para 64, but this is no longer permitted.
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Snider J remarked that “[t]here is absolutely no language on [pages] 23-25 of the
patent description that places any limitation on the usefulness of any of the
compounds.”175
Similarly, in her earlier Servier/perindopril decision, Snider J held that the statement that the claimed compound “inhibent notamment la transformation du décapeptide angiotensine I en l’octapeptide angiotensine II, responsable dans certains
cas de l’hypertension artérielle, en agissant sur l’enzyme de conversion,”176 was an
unambiguous promise of ACE inhibition. On the other hand, with respect to antihypertensive activity, the disclosure stated:
L’emploi en thérapeutique de ces composés permet donc de réduire ou même
supprimer 1’activité de ces enzymes responsables de la maladie hypertensive ou de
1’insufﬁsance cardiaque. L’action sur la kininase II a pour résultat 1’augmentation de
la bradykinine circulante et également la baisse de la tension artérielle par cette
voie.177

Snider J considered that this passage was ambiguous. Focusing on the ﬁrst sentence, she noted that it could mean that the compounds would have an antihypertensive utility or simply that they may have such utility.178 That strikes me as a fair
reading of that sentence, which states that the claimed compounds will inhibit the
angiotensin-converting enzyme and that those enzymes are responsible for high
blood pressure, without going so far as to say that the ACE inhibition caused by the
compounds will be sufﬁcient to reduce blood pressure. The second sentence, however, seems to ﬁll this gap, because it goes on to state that “the action” (presumably
the action of the claimed compound) on the angiotensin-converting enzyme “results
in … a reduction in blood pressure.”179 Nonetheless, Snider J construed the patent as
promising only that the compounds would be ACE inhibitors, and that the references
to anti-hypertensive activity generally referred only to a possible use, rather than a
promised use.180 My point here is not that Snider J should have construed the patent

175

Sanoﬁ v Apotex/ramipril FC, supra note 103 at para 123. Note that pages 24-25 also discuss dosage and other issues related to the administration of the compound to humans, and page 1 also
states that “[t]he present invention relates to carboxyalkyl dipeptides which are useful as inhibitors
of angiotensin-converting enzyme and as antihypertensive agents.”

176

Servier/perindopril FC, supra note 103 at paras 284-285.

177

Speciﬁcation at 3, quoted ibid at para 284.

178

Servier/perindopril FC, supra note 103 at para 286.

179

My translation. Note that “kininase II” is an alternative term for the angiotensin converting enzyme
(ACE).

180

Servier/perindopril FC, supra note 103 at para 287; at para 293 Snider J ultimately construed the
promise as being that “all of the compounds claimed will have some level of ACE inhibition when
measured in vitro and that some of the compounds will have sufﬁcient activity to treat hypertension and cardiac insufﬁciency.” Snider J distinguished Heneghan J’s decision in Pﬁzer v Apotex/
quinapril (NOC) on the basis of the speciﬁc language of the speciﬁcation, noting that the patent at
issue in the quinapril case stated that the compositions “are useful as antihypertensive agents”:
ibid at paras 290, 292 (Snider J’s emphasis).
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as promising antihypertensive activity, but rather that some very ﬁne distinctions
must necessarily be drawn; Snider J’s interpretation was reasonable, in my view, but
the contrary interpretation would also have been reasonable. Recall that in this case
Snider J had referred to the need to construe the patent in a manner that would afford the inventor “protection for that which he has actually in good faith invented,”
and her interpretation of this passage may reﬂect an application of that principle.
Difﬁcult cases are perhaps more the rule than the exception. In GSK/rosiglitazone (NOC),181 the construction of the promise turned on three paragraphs of the
disclosure, including the statement that “[i]t has now surprisingly been discovered
that certain novel substituted-thiazolidinedione derivatives show improved bloodglucose lowering activity and are therefore of potential use in the treatment and/or
prophylaxis of hyperglycaemia and are of particular use in the treatment of Type II
diabetes.”182 The question was whether the patent promised “use” or “potential use”
in the treatment of Type II diabetes, and this turned on whether the initial reference
to “potential” use should be read into the second reference to “particular use” in
treating diabetes. One of the expert witnesses called this “splitting hairs,”183 but it
was crucial hair-splitting, because the only testing that had been carried out was a
primary screen that was sufﬁcient to establish potential use, but not to establish
usefulness in treating diabetes.184 A further statement at page 21 that the invention
“provides a method for the treatment and/or prophylaxis of hyperglycaemia in a human” was adverted to,185 but did not ﬁgure prominently in Hughes J’s construction
of the patent.186 In the result, Hughes J construed the patent as promising only potential use, and the patent was consequently held to be valid.187
Astrazeneca Canada Inc v Mylan Pharmaceuticals ULC/anastrozole (NOC)188
provides another example of an ambiguous reference. Some cancers, including the
majority of breast cancers, are considered “estrogen-dependent” in that they require
a supply of the hormone estrogen to grow. Formation of estrogen requires a step
known as “aromatisation of the steroid ring A.” This aromatisation is effected by
the enzyme aromatase. The parties agreed that the patent promised inhibition of
aromatase and the question was whether it also promised therapeutic utility against
estrogen-dependent cancers and fewer side effects than aminoglutethimide, which

181

Supra note 162.

182

Can Patent No 1,328,452, quoted ibid at para 90; see also para 13 noting the importance of these
paragraphs.

183

GSK/rosiglitazone (NOC), supra note 162 at para 107.

184

Ibid at para 117.

185

Ibid at para 18.

186

The heading to the discussion of the promise of the patent, ibid at paras 90-94, was “Construing
Page 1 of the ’452 Patent.”

187

Ibid at para 118.

188

Mylan Pharmaceuticals ULC/anastrozole (NOC) FC, supra note 103.
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was the ﬁrst aromatase inhibitor to be widely used in breast cancer patients.189 The
key passage in the speciﬁcation noted that estrogen-dependent cancers can be treated
by “removing the source” of estrogen by surgically removing the organs that produce estrogen. It then went on to say that
[a]n alternative way of obtaining the same effect is by administering a chemical compound which inhibits the aromatisation of the steroid ring A, and the compounds of
the invention are useful for this purpose.190

The controversial phrase was “for this purpose.”191 Does “this” refer to “obtaining the same effect”—that is, the treatment of estrogen-dependent cancers? Or does
“this” refer to inhibition of aromatisation of the steroid ring A? In the result, after
considering expert evidence, Rennie J concluded that “this” referred to aromatase inhibition.192 Controversy also arose over the statement in the speciﬁcation that “[i]t is a
particular object of the present invention to provide aromatase inhibitory compounds
with fewer undesirable side effects than aminoglutethimide.”193 The word “object”
might imply merely a hope, while the phrase “to provide” suggests that this result
would actually be achieved. On the basis of both the dictionary meaning of “object”
as a goal or thing sought194 and the observation that the patent did not disclose any
clinical testing, which would be necessary to support a promise of fewer side effects,195 Rennie J interpreted the statement as merely a goal and not a promise.196
These cases illustrate the difﬁculties that arise in construing the promise from
the text of the disclosure. In principle, context and purpose should also be considered to arrive at an interpretation that harmonizes all these considerations.197 In
practice, the courts are sometimes willing to use contextual considerations aggressively in construing the promise of the patent. An extreme example is provided by
Pﬁzer v Apotex/latanoprost (NOC),198 in which the patent claimed “a therapeutic
composition for topical treatment of glaucoma … containing [specified compounds] in an amount sufﬁcient to reduce intraocular pressure without causing sub-

189

Ibid at para 93; and see ibid at para 15 regarding aminoglutethimide.

190

Can Patent No 1,337,420, quoted ibid at para 96.

191

Ibid at para 97.

192

Ibid at para 109.

193

Ibid at para 119.

194

Ibid at paras 132-133.

195

Ibid at para 135.

196

Ibid at para 139.

197

See Canada Trustco Mortgage Co v Canada, 2005 SCC 54 at para 10, [2005] 2 SCR 601; note that,
as pointed out in Whirlpool Corp v Camco Inc, 2000 SCC 67, [2000] 2 SCR 1067 at para 49, letters
patent are deﬁned to be a “regulation” under the Interpretation Act, RSC 1985, c I-21, s 2(1), and
are thus subject to the same principles of interpretation that apply to statutes more broadly.

198

Supra note 160.
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stantial ocular irritation.”199 The question was whether the patent promised reduced
irritation in chronic treatment of glaucoma. This was important because as of the
time of ﬁling the inventors had only conducted single dose studies.200 Heneghan J at
ﬁrst instance construed the patent as simply promising “treatment” rather than
“chronic treatment”201 and she accordingly held that the invention was useful because it “offers the public a useful choice from what was offered as the state of the
art.”202 She consequently held the patent to be valid. The Federal Court of Appeal
held that this was an error in light of the uncontested evidence that a person skilled
in the art would know glaucoma is “a chronic condition that required chronic treatment.”203 The Court of Appeal held that it is “an error to construe the promise of
the … patent without consideration as to the nature of the disease it purports to treat
effectively.”204 Thus “treatment” was construed as “chronic treatment” due to the
chronic nature of the disease. In so construing the patent, the Court of Appeal made
no reference whatsoever to the disclosure. The Court of Appeal consequently concluded that the claimed invention was invalid on the sole basis that it lacked utility.205 Notwithstanding that glaucoma is a chronic condition, it seems clear that an
effective temporary treatment would constitute sufﬁcient utility to support a patent,
and the Court of Appeal did not suggest otherwise. The Court of Appeal’s decision
means that if a patentee wishes to patent an invention that provides only temporary
treatment for a chronic condition, it is necessary to say so explicitly; failure to
make any reference to chronic treatment is not enough. It is difﬁcult to see how the
drafter of the patent could have anticipated this, 20 years earlier. It is also difﬁcult
to see where this logic could end. No doubt there are many properties that might be
desired for a drug in the treatment of glaucoma, or any disease. Is it necessary to
explicitly “unpromise” any desirable properties that the invention does not have?
Another disquieting aspect of Pﬁzer v Apotex/latanoprost (NOC) is that in its
earlier decision in Pﬁzer v Pharmascience/latanoprost (NOC), involving the same
patent, a differently constituted panel of the Court of Appeal had upheld a ﬁnding

199

Can Patent No 1,339,132, claim 1.

200

Pﬁzer/latanoprost (NOC) FCA, supra note 160 at para 31.

201

Pﬁzer v Apotex/latanoprost (NOC) FC, supra note 160 at para 192.

202

Ibid at para 175.

203

Pﬁzer v Apotex/latanoprost (NOC) FCA, supra note 160 at para 24 and similarly at para 27.

204

Ibid at para 27.

205

Ibid at para 54. Similarly, in Novopharm/atomoxetine, supra note 159, the patent claimed “[t]he
use of tomoxetine for treating attention-deﬁcit/hyperactivity disorder in a patient in need thereof”:
Can Patent No 2,209,735, claim 1. Barnes J at ﬁrst instance held at para 112 that “the inventors
claimed a new use for atomoxetine to effectively treat humans with ADHD. What is implicit in this
promise is that atomoxetine will work in the longer term.” Consequently, utility could be established only if it could be shown that atomoxetine was clinically useful in treating ADHD: para 93.
In the result, Barnes J held that utility was not established, and for that reason alone the patent was
invalid.
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by the same trial judge that the same patent was useful, on the basis of a modest
construction of the promise.206 Although these were both decisions under the
PM(NOC) Regulations, so that the prior decision was not binding, this divergence
nonetheless illustrates the unpredictable nature of the construction of the promise.
Apotex Inc v Sanoﬁ-Aventis/clopidogrel 207 is another case in which the context
led to an aggressive interpretation of the promise. The case dealt with the blockbuster blood thinner PLAVIX, and the question again was whether the patent promised use in humans, or merely potential use in humans.208 Although the word
“humans” appears nowhere in the patent,209 Boivin J considered the wording used
in the patent “as making an explicit promise in humans.”210 In particular, he referred to a passage describing a study “which demonstrates another advantage of
the invention, namely that the salts of the [claimed compound] have a better therapeutic index than the salt of the [prior art compound].”211 Several passages on the
ﬁnal two pages of the disclosure were also important. Here the patent stated that
“the medicine of the invention” could be made available for oral, rectal, or parenteral administration,212 and Boivin J concluded that “it would be reasonable for the
[person skilled in the art] to understand that clopidogrel is a medicine for humans
rather than for rats.”213 It is certainly reasonable for the skilled reader to understand
that the medicine was ultimately intended as a medicine for humans. Nonetheless,
it does not necessarily follow that the patent promised that such utility was established, particularly as it is well accepted that therapeutic utility in humans is not necessary to support a patent. At best, this is a case in which the failure to insert the
word “potential” throughout the patent resulted in invalidity.
4.4

Deﬁnition and Disclosure

The cases discussed above illustrate that the construction of the promise of the patent, and consequently the validity of the claims, may turn on what might fairly be
called a “hair-splitting” interpretation of the words of the speciﬁcation that recalls

206

Pﬁzer v Pharmascience/latanoprost FCA, supra note 162. In the Pharmascience litigation, the opinion of the court was written by Noël JA, with Trudel JA and Mainville JA concurring; in the Apotex
litigation, the opinion of the court was written by Trudel JA, with Sharlow JA and Stratas JA concurring. Trudel JA was the sole member common to both panels.

207

Sanoﬁ/PLAVIX, supra note 4.

208

Ibid at para 144.

209

As noted by Boivin J, ibid at para 158.

210

Ibid at para 163.

211

’777 Patent at 12, referred to by Boivin J, ibid at para 163, ﬁrst bullet.

212

’777 Patent at 20, referred to by Boivin J, ibid at para 163, ﬁrst bullet.

213

Ibid. Boivin J also noted, ibid, that the patent referred to examples of dosage regimes as depending
on the age of the patient and severity of the disorder, and the last page of the disclosure stated that
“the medicine of the invention can be usefully administered in the treatment and prevention of
platelet disorders.”
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the “meticulous verbal analysis” of the type disparaged in Catnic.214 The difference
between validity and invalidity may turn on the verb tense, or on the ambiguity of
the referent of a demonstrative. The courts have begun to react against this. The
Court of Appeal has recently afﬁrmed that
the use of the speciﬁcation of a patent in order to construe its promise “is not to serve
as an invitation to a zealous lawyer to read a patent speciﬁcation in such a way as to
persuade a Court, one way or the other, as to what the promise is.” As recently aptly
noted by Zinn J. of the Federal Court, “the jurisprudence does not permit an unescorted and unchaperoned romp through the disclosure.” The disclosure in the speciﬁcation
is to be understood from the viewpoint of a skilled person in the art or science to
which the invention pertains, without resort to technicalities but rather for the purpose
of seeking a construction of the claims which is reasonable and fair for both the patentee and the public.215

This point is well taken. It is no doubt true that the courts (including the Court of
Appeal) are sometimes overly meticulous in interpreting the promise. The Court of
Appeal could clarify the principles of construction of the patent in several ways.
The Consolboard principle that the patent should be interpreted “to afford the inventor protection for that which he has actually in good faith invented,” has largely
disappeared from the promise of the patent jurisprudence after it was raised by
Snider J in Servier/perindopril.216 Does this remain a guiding principle? The leading
English cases establish that a promise must be material before its falsity will invalidate a patent. This requirement is rarely considered in the modern Canadian case.217
Is it a requirement in the Canadian version of the doctrine? If not, why not, and if
so, why is it not normally considered before holding the invention to lack utility?
However, none of these clariﬁcations address the fundamental problem, either at
a practical or a principled level. At a practical level, even if the doctrine is accepted,
the difﬁculties in construction illustrated by the above examples will not be remedied by clarifying the law. The root of the difﬁculty is that, under the promise of the
patent doctrine, the utility of the invention is deﬁned in the disclosure. The traditional purpose of the disclosure is to describe how to make and use the invention.218 Disclosing utility is different from deﬁning utility and the two are inherently
in tension. At the level of principle, in the next section I will argue that the promise
of the patent doctrine is fundamentally inconsistent with the Canadian Patent Act.
The distinction between disclosure and deﬁnition is evident in both US and
European law, which both require a disclosure of utility but do not have a promise

214

Catnic Components Ltd v Hill & Smith Ltd, [1982] RPC 183 at 243 (HL).

215

Pﬁzer/donepezil (NOC) FCA, supra note 103 at para 57 citations omitted.

216

Supra note 103.

217

Of the cases in which the promise was determinative of utility cited in section 4.2, only Sanoﬁ/
PLAVIX, supra note 4, has any discussion of materiality, and even that was tangential.

218

Consolboard, supra note 100 at 517, 520.
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of the patent doctrine. The US courts do not distinguish between ﬁne shades of utility: the question is simply whether a plausible utility is disclosed. If the examiner
has reason to doubt the plausibility of the disclosed utility, she may ask for proof,
but the question then is whether the invention satisﬁes the minimum standard for
patentable utility, not whether it satisﬁes the precise degree of utility set out in the
patent.219 Similarly, in the European Patent Ofﬁce, “the invention claimed must
have such a sound and concrete technical basis that the skilled person can recognise
that its contribution to the art could lead to practical exploitation in industry.”220 In
both jurisdictions, the question is simply whether a skilled person could recognize
how the invention could be useful. Although it may be necessary to have a statement of utility, particularly when that utility would not be obvious, the precise
wording of the statement of utility is not important.
Deﬁnition and disclosure are necessarily in tension because the former requires
precision in order to exactly capture the inventor’s contribution, and no more, while
the latter requires a full description of the invention and its background. This tension means that the task of construing the promise of the patent will remain difﬁcult, even after Canadian patent drafters learn to adapt to the new doctrine, and
regardless of any clariﬁcation provided by the courts.
Consider the most basic question, which emerges from the easy cases. Why
would a patentee make a clear statement of the utility of the invention, such as stating that the claimed compounds “are useful in the treatment of high blood pressure,” if she did not intend to be held to that promise? The answer is that the
patentee must disclose the utility of the invention if that utility would not be obvious to a person skilled in the art.221 An invention is not patentable if it is not useful. Because the public must be able to practise the invention, a claimed invention
will lack utility whether the invention in fact has no utility at all or whether it is
useful but its utility is known only to the patentee. As a practical matter, the utility
of mechanical inventions is often obvious, as was the case in Consolboard, so an
express statement of utility is not necessary, but the utility of a typical pharmaceutical invention, such as a new pharmaceutical compound, is often not obvious and
therefore must be disclosed. Even if the patentee considers that the utility would be
obvious to a skilled person, it is wise to state the utility in disclosure to avoid the
risk that a court or the examiner will come to a different conclusion.
In an attempt to persuade the examiner that the invention is not obvious, a patent
drafter may use laudatory language regarding use that arguably extends beyond
what is actually known by the patentee. In principle, this should be irrelevant, because obviousness is assessed on an objective test and not on the basis of what the
219

See generally In re Brana, 51 F 3d 1560 (Fed Cir 1995).

220

T 0898/05, Hematopoietic receptor/ZymoGenetics at para 21.

221

See Siebrasse, “Factual Basis,” supra note 17 at 56-59. This is notwithstanding the holding in
Consolboard, supra note 100, that utility need not be disclosed; on the facts in Consolboard, the
utility was obvious to a skilled person.
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inventor subjectively believes.222 The examiner should not accept such statements
blindly, but should assess their merits on the basis of information disclosed in the
speciﬁcation or made available during prosecution. But even if some sanction is
needed to ensure that “pufﬁng” regarding the advantages of the invention does not
cross the lines to deceit, the remedy lies in section 53(1) of the Act, which, as discussed below, has a much higher standard for wilfulness of deceit than is found in
the false promise doctrine. To use the promise of the patent doctrine to control this
type of deceit is contrary to the Act, because it avoids section 53(1), which speciﬁcally addresses this issue, and thereby substitutes a lower standard for invalidating
the patent than is statutorily mandated.223
Second, and more broadly, “the inventor must act uberrima ﬁdes and give all information known to him that will enable the invention to be carried out to its best
effect as contemplated by him.”224 This is the basic requirement for a fulsome disclosure. Although the exact bounds of this requirement with respect to disclosure of
utility are not entirely clear, it is certainly clear that as a matter of policy we want
the inventor to make the fullest possible disclosure of the utility.225 Suppose, for example, the invention is a novel compound that the applicant knows to be therapeutically useful in treating eczema and has some reason to believe would be useful in
treating cancer. The use in treating eczema would support a claim to the compound
as such but, if the patentee makes no mention at all of the use for cancer treatment,

222

The particular inventor, ignorant of a crucial piece of prior art, may in fact have exercised inventive ingenuity, and yet the patent will be invalid: Nichia Corporation v Argos Ltd, [2007] EWCA
Civ 741 at paras 14-19.

223

In Hoffmann-La Roche Limited v Apotex Inc/MMF (NOC), 2011 FC 875, O’Reilly J held at para
21 that “where advantages form part of the stated invention, it would be unfair to allow the patent
holder to rely on those advantages to show that the invention was unobvious and, at the same time,
dismiss those advantages as being irrelevant to utility. A patent holder cannot read up the invention
for obviousness and read it down for utility.” With respect, this is not persuasive. In the ﬁrst place,
the obviousness inquiry is objective and does not depend on the statement of advantages in the
speciﬁcation, but on the evidence. Second, the patent is being “read down” for the purpose of utility only if one accepts in the ﬁrst place that utility is deﬁned by the promise of the patent, which is
the point at issue.

224

Minerals Separation North American Corp v Noranda Mines Ltd, [1947] Ex CR 306, 12 CPR 102
at 112 [Minerals Separation].

225

The law is not entirely clear because most leading cases on this point amount to instances of insufﬁcient disclosure: see e.g. Morgan v Seaward, supra note 42; R v Arkwright, (1785) 1 WPC 64;
Minerals Separation, ibid. Cases of deliberate concealment of known utility are rare. However,
some cases, although not directly on point, suggest that deliberate concealment of a known utility
would invalidate the claims: see Lundbeck/citalopram (NOC) FCA, supra note 162 at paras 117-118,
aff’g Lundbeck/citalopram (NOC) FC, supra note 162 at para 147; Ratiopharm Inc v Pﬁzer Ltd/
amlodipine besylate, 2009 FC 711 at paras 191-194, 76 CPR (4th) 241, aff’d, though not on this
point speciﬁcally, 2010 FCA 204, 87 CPR (4th) 185. The decision of the Supreme Court of Canada
in Teva Canada Ltd v Pﬁzer Canada Inc/VIAGRA, 2012 SCC 60, released after this article was
submitted, has clariﬁed the circumstances in which a patent may be held invalid for failure to fully
disclose the nature of the invention, but it did not deal speciﬁcally with a failure to disclose utility.
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the patent may be invalid for failure to make full disclosure. Certainly, as a matter
of policy, we want to ensure at a minimum that the inventor is not discouraged from
making such a disclosure. But if any statement respecting use for treating cancer
may be construed as a promise, the patent drafter is in a difﬁcult position. If the inventor believes that it will be useful for treating cancer and says as much, this may
be taken as a promise of utility, with the result that the patent will be held invalid if
it turns out that the evidence at the date of ﬁling is not sufﬁcient to establish this
utility. On the other hand, if the applicant does not mention or downplays its expectations regarding utility in cancer, the disclosure is impaired. It might be said that
this is not really a problem, because the patentee need only be careful in the language she chooses; if she means potentially useful, she should say so. This makes
the point that the promise of the patent doctrine inevitably leads to a meticulous interpretation of the disclosure, where the precise language used can lead to invalidity;
the patent drafter is caught between the Scylla of false promise and the Charybdis
of disclosure.
This tension reﬂects much the same problem that gave rise to claims. Originally,
patents were granted by the Crown on the basis of a vague general description.226
This presented difﬁculties both for the public, which was not given clear notice of
the scope of the monopoly, and for the patentee, whose patent might be held invalid
as being overly broad.227 To remedy this problem, the Crown began to grant patents
subject to a proviso in the grant itself obliging the inventor to disclose the invention
within a speciﬁed period, usually six months.228 A standard form soon emerged re226

See E Wyndham Hulme, “On the Consideration of the Patent Grant, Past and Present” (1897) 13
Law Q Rev 313 [Hulme, “Consideration of the Patent”]; Davies, supra note 54; JN Adams &
G Averley, “The Patent Speciﬁcation: The Role of Liardet v Johnson” (1986) 7 J Legal Hist 156;
Edward C Walterscheid, “The Early Evolution of the United States Patent Law: Antecedents
(Part 3)” (1995) 77 J Pat & Trademark Off Soc’y 771 [Walterscheid Part 3].

227

Thomas Terrell, The Law and Practice Relating to Letters Patent for Inventions (London: Henry
Sweet, 1884) at 85 states as a rule that a patent without claims will be construed as claiming everything described, citing Tetley v Easton (1857), 2 CB (NS) 706, 140 ER 593; see to the same effect
Hindmarch, supra note 52 at 155. It is doubtful that this was an absolute rule. Although the headnote of Tetley v Easton, ibid, states this rule, it is not clearly supported by the case, because the
patent at issue had extensive and detailed claims; and see e.g. Harmar v Playne, 11 East 101 for a
case in which a reference to an earlier patented invention was held sufﬁcient despite the absence of
clear claims in the patent at issue. The point remains that the patentee would prefer to rely on express disclaimers rather than an uncertain construction of the speciﬁcation.

228

The speciﬁcation as we know it began to emerge around the turn of the 18th century to remedy
these problems: see Hulme, “Consideration of the Patent,” supra note 226; D Seaborne Davies,
“The Early History of the Patent Speciﬁcation: Part II” (1934) 50 LQR 260; Allan A Gomme, Patents of Invention: Origin and Growth of the Patent System in Britain (London: Longmans Green
and Co, 1946) at 31-33. An inﬂuential revision of the traditional view was Adams & Averley, supra
note 226, and Walterscheid Part 3, supra note 226, provides an excellent critical review. It is not
clear whether the practice was instigated by the patentee, to make the grant more certain, as argued
by Hulme, “Consideration of the Patent,” ibid, or at the insistence of the law ofﬁcers, who functioned as patent examiners, to beneﬁt the public by clarifying the scope of the monopoly, as argued
by Adams & Averley, ibid, and Walterscheid Part 3, ibid. A combination of both factors may have
been involved.
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quiring the inventor “by an instrument in writing under his hand and seal particularly
to describe and ascertain the nature of the said invention, and in what matter the
same is to be performed, and to cause the same to be enrolled within six calendar
months.”229 With hindsight, we can see that the two clauses of the proviso—
”describe and ascertain” and “in what manner the same is to be performed”—correspond to the modern claims and disclosure in requiring demarcation and
description, respectively, of the invention.230 This dual function put the patentee in a
delicate position: “He must not claim too much, and yet he must claim sufﬁcient.”231
As Fletcher Moulton LJ explained:
These two things—the delimitation of the invention, and full practical directions how
to use it—are in their nature almost antagonistic. … The one duty required [the inventor] to state his invention in its most general form, and the other duty required him to
state it in its best and therefore in a very special form. Out of that has arisen the practice, which originally was perfectly optional, of having a separate part of the Speciﬁcation primarily designed for delimitation. That is what we call the Claim.232

Thus the problem of reconciling these “antagonistic” functions of disclosure and
deﬁnition was solved by the introduction of claims. Although we now think that the
primary function of claims is to deﬁne the scope of the monopoly for the beneﬁt of
the public, claims were originally introduced “for the security of the patentee, that
he may not be supposed to claim more than what he can support as an invention” in
his efforts to make full disclosure.233 They were standard in essentially modern
form by the time they were made compulsory in English law.234
229

British United Shoe Machinery Company Ld v A Fussell & Sons Ld (1908), 25 RPC 631 at 650
[Fussell & Sons].

230

Ibid.

231

Terrell, supra note 227 at 84 (original emphasis); and see Terrell, ibid at 84-89, describing the relevant case law. See also Hindmarch, supra note 52 at 156, noting the two-fold object of the
speciﬁcation as both deﬁning and disclosing the invention. During the same period, the requirement that the invention be worked within the realm and apprentices trained, which were common
conditions in the earlier grants, gradually faded away: see Edward C Walterscheid, “The Early
Evolution of the U.S. Patent Law: Antecedents (5, Part II)” (1996) 78 J Pat & Trademark Off
Soc’y 665 at 786, summarizing historical research on this point. The net effect was that the patent
system changed from one in which patents were granted with neither disclosure nor claims, and the
consideration for the grant was the establishment of a new industry, to one in which patents had
both disclosure and claims and the consideration was dissemination of new information.

232

Fussell & Sons, supra note 229 at 650.

233

Kay v Marshall (1836), 2 WPC 36, 40 ER 418 at 423; see also Plimpton v Spiller (1876), 6 ChD
412 at 426-27 and Terrell, supra note 227 at 85-89.

234

In the United Kingdom, it was not until 1883 that separate claims were for the ﬁrst time made
compulsory by the Patents, Designs and Trade Marks Act, supra note 65, s 5(5), though by that
time claims as fully elaborate and in essentially the same form as any found today were standard.
The Act made this practice universal, but it was not considered to be a dramatic development either
in law or in practice: see Lord Diplock’s remarks in Beecham Group Ltd v Bristol Laboratories Ltd
(No 1), [1978] RPC 153 at 199 (HL). In the United States, the requirement of a distinct claim in
which the applicant for a patent was to “particularly specify and point out the part, improvement or
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By making the disclosure serve the function of deﬁning the utility of the invention, the false promise doctrine re-creates the dilemma that gave rise to claims in
the ﬁrst place. As Canadian patent drafters adapt to the doctrine, we should expect a
similar response as that which arose over 100 years ago. That is, we might expect
to see applications devote a section of the disclosure to specifying precisely the
promised utility, while disclaiming any suggestion of utility that might be found
elsewhere in the disclosure.235 However, deﬁning the invention precisely, even in a
separate section of the disclosure, is not an easy solution for the patent drafter. A
patentee typically wants to patent early, but only after having sufﬁcient evidence of
utility to be able to satisfy the utility requirement with some margin of safety. Yet
what constitutes a “scintilla” of utility sufﬁcient to support a patent is not welldeﬁned in Canadian law236 and at the time of drafting there is also uncertainty as to
what degree of utility the patentee will be able to establish in litigation. If the applicant speciﬁes a utility that is too low, the patent may be invalid on the basis that the
promised utility does not satisfy the utility requirement, even if the proven utility
does meet that requirement.237 If, on the other hand, the applicant speciﬁes a utility
that is too high, the patent may be invalid for failure of the promise, even though
sufﬁcient utility was actually established, which is the current situation.
combination, which he claims as his own invention or discovery” was provided for in the Patent
Act of 1836, 5 Stat 117. The Canadian Act of 1859, An Act Respecting Patents for Inventions,
S Prov C 1859 (22 Vict), c 34 [Patents for Inventions, 1859] was based on the earlier US Act, and
the language in section 7 relating to the speciﬁcation was copied almost verbatim from that Act,
with the curious omission of the phrase just quoted. This is likely because, in light of UK practice,
the more general language that remained was thought adequate to require sufﬁcient delimitation of
the invention. The Patent Act, RSC 1906, c 69, s 13 required claims in essentially modern terms.
235

This will be part of the disclosure rather than the claims, because to specify a use in the claim
would limit the patentee to that use, even in a case where the patentee is entitled to claim more
broadly, as for example in the case of a new compound. This will require an amendment to the
speciﬁcation when priority is claimed from a foreign ﬁling, but it appears that this would not constitute new matter, so that the applicant will still be entitled to the priority of the foreign ﬁling.
Section 38.2 of the Patent Act, supra note 15, prohibits amendments that describe matter not reasonably to be inferred for the speciﬁcation as originally ﬁled (and see Patent Rules SOR/96-423,
Rule 181, prohibiting added matter); although there do not appear to be any Canadian cases interpreting this provision (see Re RWB Trust (Trustees of) (2009), 79 CPR (4th) 125 at para 20 (PAB &
Com’r Pat)), the view of the Patent Ofﬁce seems to be that clariﬁcation of the utility of the invention does not constitute impermissible amendment: see Re Application No 139,256 (1977), 51 CPR
(2d) 95 (PAB & Com’r Pat). No doubt it will require litigation to the Federal Courts to establish
deﬁnitively whether such statements constitute added matter. Even if they do, this would not affect
the substance of my argument, because the foreign drafter with the foresight to contemplate a Canadian ﬁling could clearly add such a statement. That it is less likely that a foreign drafter would do
so illustrates the arbitrary nature of the requirement.

236

This is partly because the minimum necessarily depends on the exact nature of the invention. Because recent cases have generally deﬁned utility by the promise of the patent, relatively little case
law exists on what constitutes the minimum utility. Compare HGS v Lilly, supra note 13, addressing the minimum standard of utility under the UK Act and the European Patent Convention.

237

It is not clear whether such a patent would be held invalid under current Canadian law, because I
am not aware of any cases in which the promised utility was insufﬁcient to satisfy the minimum
requirement.
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Because the patentee is not required to promise any utility, the safest course is
therefore to disclaim any promise. The applicant cannot remove any statement respecting utility; as we have seen, this is necessary to satisfy the disclosure requirement. Rather than positively stating a utility, the applicant might insert a statement
to the effect that “No statement in this disclosure is to be construed as a promise of
utility.” Formally, a disclaimer of any promise would be acceptable as a matter of
the promise of the patent doctrine, because it is accepted that “[w]here the speciﬁcation does not promise a speciﬁc result, no particular level of utility is required; a
“mere scintilla” of utility will sufﬁce.”238 The patentee would of course still have to
satisfy the utility requirement, but the necessary utility would be the minimum required by law, rather than being deﬁned by the patent itself. By retaining the discussion of utility, the patentee would satisfy the disclosure requirements, and by
disclaiming the promise the applicant would avoid its current dilemma.
Thus it is likely that the false promise doctrine will be entirely avoided if the
courts are willing to accept such a disclaimer. But if this is so, what is the point of
the doctrine? In the 10 or 15 years between the time that such patents are drafted
and the time that they are litigated, many patents will be invalidated on the basis of
a doctrine that will ultimately be obsolete. Conversely, if the promise of the patent
doctrine is sound, perhaps the courts should not be willing to accept such a disclaimer. Of course, to refuse to give effect to such a disclaimer would require the
Supreme Court to overrule Consolboard, which held that it is not necessary to disclose the utility in the speciﬁcation, but this option must be considered if the false
promise doctrine is sound as a matter of policy. The folowing section deals with
that question. I argue that, far from being a sound policy that should be preserved
despite the difﬁculties it causes, the false promise doctrine is fundamentally inconsistent with the modern Canadian Patent Act.
5.0

ANALYSIS

5.1

Special Consideration Theory

The argument against the false promise doctrine is straightforward. The Canadian
Patent Act provides that an inventor who meets the statutory criteria, including the
requirement that the invention be “useful,” is entitled to a patent. The application of
the false promise doctrine, the focus of this article, leads to a crucial problem: a
patent for an invention may be held invalid notwithstanding that the invention is
useful and otherwise patentable. This is contrary to the Act. Under the Canadian
Act, there is no basis for holding a patent for a useful invention to be invalid simply
because it may be construed as promising more than is necessary to satisfy the utility requirement.
The key to this argument is that, under the Canadian Act, an inventor whose invention meets the statutory criteria is entitled to a patent: the Commissioner of Patents
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Lilly/olanzapine (No 1) FCA, supra note 1 at para 76.
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has “no discretion to refuse a patent … if the statutory criteria are met.”239 This was
not true under English law when the doctrine was developed, or at the time of Alsop’s Patent and Hatmaker. We have seen that the English law relating to the promise of patent was based on the theory that a patent is a bargain between the Crown
and the inventor, by which the patent is granted in return for the particular invention speciﬁed in the disclosure. As Snider J put it, “[i]f a patentee promises a particular result, he should be held to that promise.”240 The difficulty with this
argument is that a patent is not a promise. The rationale for the false promise doctrine was sound in English law when the doctrine originated. At that time, a patent
truly was a special kind of contract in which the applicant made speciﬁc promises,
and the patent was granted on the strength of those representations. For a long time
in the English system the grant of letters patent was within the discretion of the
Crown in practice, and for a longer time it was true in principle. The English system was based on the Statute of Monopolies, which merely conﬁrmed the common
law limits on the exercise of the Crown prerogative. English law was not codiﬁed
until 1852, and even then, as we have seen, the prerogative basis for the grant was
maintained.
The basis of the Canadian patent system is very different. As is well known, our
Act is based on the US Act, and, as Fox has noted, “[t]he effect of the Canadian enactment was to bring the patent system into line with that obtaining the United
States to the extent that an inventor in Canada no longer rests his claim to a patent
on grace or expediency but is entitled to it ex debito justitiae.”241 A Canadian patent
is not a promise, nor is it analogous to one. It is a statutory right, and an applicant
who satisﬁes the statutory requirements is entitled to a patent as of right, not as a
matter of discretion.
This fundamental difference in the nature of the patent grant eviscerates the speciﬁc consideration rationale for the false promise doctrine. The rationale for holding the patentee to its promise regarding utility was that the Crown might have
refused to grant the patent on the basis of a lesser promise, even if that lesser promise could have supported a valid patent. For a court to uphold a patent on the basis
that the lesser promise was sufﬁcient would be to second-guess the Crown in the
exercise of its discretion. This is not true in Canadian law. The commissioner does
not have the discretion to say to an applicant, “you have disclosed a new, useful,
and non-obvious invention, but in your case we will not grant the patent unless you
establish some extra utility.” Consequently, there is no problematic secondguessing required for a court to say that the patent would have been granted on the
basis of a lesser promise of utility; the court need only assess whether that utility is
sufﬁcient to support a patent. If so, the patentee has a statutory right to have the
patent granted, if the other statutory conditions are also met.
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Harvard College v Canada, supra note 14 (Binnie J’s emphasis).
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Sanoﬁ v Apotex/ramipril FC, supra note 103 at para 128.
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Fox, Canadian Patent Law, supra note 74 at 5.
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It might be argued that regardless of whether the patent would have been granted
had the promise not been made, the deceit in making the false promise should vitiate the patent. The difﬁculty with this argument is that the Canadian law of patents
is “wholly statutory,” and consequently, “the general concepts which are the common currency of patent lawyers are founded on a statutory text, and cannot have
any other ﬁrm foundation.”242 The Canadian Act is very different from the UK Act
in relevant respects. In English law, the common-law grounds of revocation were
statutorily preserved until 1932.243 After that point, the grounds for revocation were
codiﬁed, but the basis for the false promise doctrine was preserved by the statutory
provision that a patent may be revoked by the court if “the patent was obtained on a
false suggestion or representation.”244 This provision ﬁnally disappeared with the
Patents Act, 1977,245 and the false promise doctrine disappeared from English law
along with it.
In Canada the grounds for revocation of a patent have always been statutory.
The provision of the Act relevant to deceit is section 53(1), which states:
A patent is void if any material allegation in the petition of the applicant in respect of
the patent is untrue, or if the speciﬁcation and drawings contain more or less than is
necessary for obtaining the end for which they purport to be made, and the omission
or addition is wilfully made for the purpose of misleading.246

Although this provision is perhaps more often applied with respect to statements
in the petition,247 it applies on its face to statements made in the speciﬁcation itself.248 Section 53(1) directly addresses the question of false promises, as is evident
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Sanoﬁ SCC, supra note 52 at para 12, quoting in part Lord Walker in Synthon BV v SmithKline
Beecham plc, [2006] 1 All ER 685, [2005] UKHL 59 at paras 57-58, internal quotation marks and
citations omitted.
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Until 1932, the English Acts provided that a patent might be revoked on every ground on which a
patent might have been repealed by scire facias, the common-law action for revocation of a patent:
see e.g. Patent and Design Act, 1907, supra note 65, s 25(2)(a), as enacted. The Patents and Designs Act, 1932 (UK), 22 & 23 Geo V, c 32, s 3 repealed the references to scire facias and fully
codiﬁed the grounds for revocation, amending s 25 of the Patent and Designs Act, 1907.
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Patents Act, 1949, supra note 65, s 32(1)(j). See Raleigh v Miller, supra note 79 at 324, expressly
stating that this provision (Patents and Designs Act, 1907, supra note 65, s 25(2)(k) as amended,
which was in effect at the time) is the statutory basis for the false promise doctrine; to the same effect, see also Pharmacia Corp, supra note 8 at para 54.
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Supra note 8, Schedule 1, 1(1), (2).

246

Patent Act, supra note 15, s 53(1).
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See Corlac Inc v Weatherford Canada Ltd, 2010 FC 602, 84 CPR (4th) 237; 671905 Alberta Inc v
Q’Max Solutions Inc, 2003 FCA 241, 27 CPR (4th) 385 [671905 Alberta Inc]; and Apotex Inc v
Wellcome Foundation Ltd/AZT, 2002 SCC 77, [2002] 4 SCR 153, 21 CPR (4th) 499 [Wellcome/
AZT], all dealing with statements regarding inventorship. For a review, see Steven Garland &
Cameron Weir, “The Duty of Candour in Canada” (2011) 27 CIPR 219.
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See TA Blanco White, Patents for Inventions and the Protection of Industrial Designs, 4th ed
(London: Stevens, 1974) at s 4-702, making this point regarding the corresponding UK provision.
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from a comparison with Parker J’s statement in Alsop’s Patent that “[i]f [the patent]
be avoided it can only be because it contains a misrepresentation so material that it
can be said the Crown has been deceived.”249 The Patent Act is not a perfectly coherent and comprehensive statute, so that recourse to case law and general principles, including common-law principles, is often appropriate.250 However, given the
statutory nature of Canadian patent law, a statutory provision that is on its face directly on point must be considered to have displaced the common law to the extent
of any inconsistency. To the extent that the promise of the patent doctrine relies on
deceit, it must be addressed under section 53, and not on the basis of a commonlaw doctrine. A fortiori, it is wrong to import the old English statutory provision relating to false suggestion in order to displace the relevant Canadian provision.
Thus, if the false promise doctrine in Canadian law is to be based on a concept of
deceit, it must rest, if at all, on section 53(1) of the Canadian Act.
Can section 53(1) support the false promise doctrine? In even asking this question we have already departed from the false promise doctrine as it is currently applied, because, at the very minimum, section 53(1) would have to be explicitly
considered and applied.251 With that said, if the promise of the patent doctrine implicitly addressed all the requirements of section 53(1), the doctrine might be substantially preserved. However, this is not the case, because it is extremely doubtful
that the requirements of that provision would be met.
The ﬁrst branch of section 53(1) requires that the untrue statement be “material.”
If this branch were invoked, it is difﬁcult to see how a statement implying a greater
degree of utility than necessary could be considered material. In English law, when
the grant of a patent was discretionary, a court could not conclude that a patent
would have been granted notwithstanding the false promise, because it was not
clear that the Crown would agree to grant a patent that merely satisﬁed the minimum utility requirement. It was plausible that a promise that was worded as being
an important part of the patent could have been the real consideration to the grant,
even though sufﬁcient utility was otherwise established. The discretionary nature of
the grant therefore implied that the materiality criterion was open-ended and, arguably, relatively stringent. In order to defer to the Crown’s judgment, the court
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Alsop’s Patent, supra note 28 at 753.
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See e.g. Consolboard, supra note 100, remarking that the disclosure provision of the Act “simply
does not lend itself to a tight, literal interpretation.”
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There are no decisions analyzing the promise of the patent in terms of section 53(1). There are two
cases raising the promise of the patent in which section 53(1) was also discussed—namely, Bauer
FC, supra note 103, and Novo Nordisk/repaglinide (NOC), supra note 162. In Bauer FC, ibid at
paras 323-36, the arguments in respect of section 53(1) were related to alleged deﬁciencies in the
discussion in the speciﬁcation of problems faced in the prior art. These were entirely distinct from
those related to the promise of the patent. In Novo Nordisk/repaglinide (NOC), ibid, there was some
suggestion at para 326 that the allegedly false promise of the patent was implicated in section 53(1),
but the discussion in the decision again related to entirely distinct issues, in particular the omission
of a legend relating to two charts (paras 344-350) and misleading study data (paras 351-364).
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should hold that a promise is material so long as it is sufﬁciently important that it
might have inﬂuenced the Crown in deciding whether to make the grant. Rather
than allow a patent to stand that might not have been granted, the safer course
would be to hold the patent invalid and allow the patentee to request an amendment, so that the Crown itself would make the determination as to whether the
promise in question was an essential basis of the grant. This logic explains why the
materiality requirement was often couched in terms of whether the statement was a
promise or a statement of advantage. This is a particularly conservative approach to
determining materiality, because it requires the court to construe the speciﬁcation
only in order to determine whether or not a promise was made. If a promise was
made, the court would not consider its importance, but would in effect presume that
any promise must be material.
The situation is entirely different under the modern Canadian system in which a
patentee has a right to a patent if the statutory criteria are met. As I have emphasized, this article is concerned with cases in which the invention had sufﬁcient utility to support a patent; in other words, the patent would have been granted even if
the promise in question had not been made. How can it be said that the promise was
material to the grant, when the applicant had a statutory right to the grant even
without the promise? On a “but for” test for materiality, which asks whether the
patent would have been granted but for the false promise, the false promise is
clearly not material. The materiality requirement in itself it probably not a strict
“but for” test, because section 53(1) applies in a range of circumstances, not all of
which are amenable to such an approach.252 But even on a lower standard, which
asks merely whether the false promise might have inﬂuenced the decision to grant
the patent, the same point remains—how could the false promise have affected the
decision to grant the patent, when the applicant had a statutory right to the grant if
the promise in question had not been made?
On its face, the second branch of section 53(1) might be more apposite, because
it applies when the speciﬁcation contains “more or less than is necessary” for obtaining its purpose. This sets a low standard, which might be applicable merely if
the statement were untrue but not material. But the second branch requires also that
the omission or addition be “wilfully made for the purpose of misleading.”253 Wilfulness was not part of the common law, nor was it part of the UK statutory false
252

See Corlac Inc v Weatherford Canada Ltd, 2011 FCA 228 at para 126 [Corlac FCA], holding that
“materiality is a fact-speciﬁc determination.” In particular, it is difﬁcult to apply a “but for” test in
the context of a false statement of inventorship, such as was at issue in Corlac. See also the extended discussion in Prestige Group (Australia) Pty Ltd v Dart Industries Inc (1990), 95 ALR 533
at 554, [1992] FSR 143 (FCA) rejecting a strict “but for” test. However, the Australian provision at
issue was similar to the “false suggestion” provision of the UK Acts, and so it is not particularly
good authority as to the interpretation of Canadian provision.
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At one time there was some question as to whether the wilfulness requirement applied to a material
misstatement in the petition, but it is now established that it does: 671905 Alberta, supra note 247
at para 31. It is clear on the face of the provision that the wilfulness requirement applies with respect to statements in the speciﬁcation or drawings.
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suggestion provision. In an important recent decision on section 53(1) dealing with
a false statement of inventorship, the Federal Court of Appeal was “loath” to conclude that a wilfully misleading statement had been made, given the “draconian
remedy” of invalidity in the absence of analysis by the trial judge as to the applicant’s belief.254 Similarly, it has been said that section 53 “implicates the notion of
fraud.”255 This implies that a ﬁnding of wilfulness cannot depend on the falsity of
the statement, but would require an analysis of the subjective intent of the drafter.
Such an analysis has never been carried out in any of the false promise cases. It is
certainly possible that, in some cases, a false statement in the disclosure as to the
utility of the invention might be wilfully made for the purpose of misleading, but it
is abundantly clear that the statements that have been held to be false promises in
the cases to date have been made in the course of a bona ﬁde effort to make full disclosure as to the utility of the invention. For a patentee to say that an ACE inhibitor
“is useful,” rather than “is potentially useful,” in treating hypertension may be
false, in a strict sense, but it is impossible to see how this could amount to wilful
deceit. This is particularly so when, as we have seen, such a statement, even if untrue, is not material to the grant. Although the second branch of section 53(1) does
not on its face require materiality, it would be a harsh application of the provision
to hold a patent invalid, even for a wilfully misleading statement, if that statement
was not material. In any event, this brings us back to the basic point that section
53(1) cannot be the basis of the false promise doctrine if it is not expressly applied
and interpreted.
In summary, the promise of the patent doctrine in English patent law was
founded on the premise that the grant of the patent is an exercise of the royal prerogative. This is not true in Canada. Consequently, application of the doctrine,
which would deny a patent to an inventor whose invention satisﬁes the utility requirement, is contrary to the Canadian Act. If the doctrine is to be justiﬁed on the
basis of deceit, rather than on the discretionary nature of the grant, it must be addressed under section 53(1) of the Act. It is highly unlikely that the application of
section 53(1) could justify the result in the typical false promise case but, in any
event, the false promise doctrine does not capture the requirements of section
53(1). If that provision is to be used to invalidate patents with a false statement in
the disclosure, it must be applied explicitly.
5.2

Internal Deﬁnition Theory

As discussed above, the passage from Halsbury’s quoted in Consolboard, that utility means that an invention “will not do what the speciﬁcation promises that it will
do,” conﬂates two different lines of authority. I have discussed the false suggestion
line of authority at length and showed why it cannot support the false promise doctrine in Canadian law. But the other line of authority, rejecting comparative utility,
254

Corlac FCA, supra note 252 at para 120.
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Eli Lilly Canada Inc v Apotex Inc, 2008 FC 142, 63 CPR (4th) 406 at para 62, aff’d, without reference to this point, 2009 FCA 97; Novo Nordisk/repaglinide (NOC), supra note 162 at para 328.
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arrives at a similar conclusion. Perhaps that line of authority can support the false
promise doctrine, on the argument that “utility” for the purposes of the Act is deﬁned by the speciﬁcation. The point is best captured in Lindley LJ’s statement in
the leading case of Lane Fox v Kensington:
Utility is often a question of degree, and always has reference to some object. Useful
for what? is a question which must be always asked, and the answer must be, Useful
for the purposes indicated by the patentee.256

This is distinct from the theory of speciﬁc consideration. It does not rely on the
grant of a patent being discretionary in nature. We can admit that the patentee is entitled to a patent if the disclosed invention is “useful,” but what does it mean to be
“useful”? The answer, according to Lane Fox, is that utility is deﬁned by the speciﬁcation. On this view, the statutory basis for the promise of the patent doctrine is
not section 53, but the reference to “utility” in the deﬁnition of invention. If this
theory is sound, it would also justify the current judicial neglect of the materiality
requirement; there is no need to consider whether the promise is material, because
the promise simply deﬁnes utility. I refer to this as the “internal deﬁnition” theory
of the promise of the patent doctrine, because it posits that the utility is deﬁned by
the patent itself, rather than by some external standard.
Although the internal deﬁnition theory answers some objections to the speciﬁc
consideration justiﬁcation for the false promise doctrine, it has its own difﬁculties.
First, it is a post hoc justiﬁcation for the false promise doctrine, which, as we have
seen, was historically founded on the speciﬁc consideration theory. Consolboard itself is no better authority for the internal deﬁnition theory when used to support an
elevated standard for utility than it is for the speciﬁc consideration theory, and for
the same reasons. As discussed above, the thrust of Consolboard is to set a relatively
low standard for utility.
Second, it does not in any event justify the false promise doctrine. In the problematic application of the doctrine, the speciﬁcation reveals two uses—for example, ACE inhibition and use as an antihypertensive. The false promise doctrine
requires that utility be assessed on the basis of the highest utility disclosed. The
view that utility is necessarily deﬁned by the speciﬁcation does not explain why it
is the highest of the two utilities disclosed that must be used. Why should the utility
not be deﬁned as the lesser utility? The internal deﬁnition theory does not answer
this question. (This is in contrast to the speciﬁc consideration doctrine, which holds
that all statements that are construed as promises must be satisﬁed.)
Most fundamental, it is simply not correct to say that the utility must be deﬁned
by the speciﬁcation. In Consolboard, the Supreme Court stated that utility need not
be disclosed in the patent at all.257 For that reason, the promise of the patent doctrine holds that if the patentee does not state a utility, utility will be measured by the
256

Lane Fox, supra note 108 at 431. Lane Fox is cited in Halsbury’s, supra note 100 at 59, n (d).
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Consolboard, supra note 100 at 526.
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external standard of a “scintilla” of utility. And even if there is a statement of utility
in the patent itself, the internal deﬁnition theory does not explain why that should
be the measure of utility, rather than the external standard. The problem is the same
as when the patent itself contains two statements of utility.
An external standard for utility always exists, because it is necessary to the function of the utility requirement. Lane Fox was decided relatively early in the development of the utility requirement. It was a leading case in rejecting the theory of
comparative utility, and it remains good law in that sense. But the law has developed, and we now have a better understanding of the function of the utility requirement, which, as the Supreme Court explained in Wellcome/AZT, is to prevent
the grant of a patent monopoly too early in the innovation process.258 If a patentee
“had not established such utility by tests or sound prediction at the time it applied
for its patent, then it was offering nothing to the public but wishful thinking in exchange for locking up potentially valuable research turf.”259 Allowing early patenting provides an incentive to take the essential ﬁrst steps and allows the inventor to
make the public disclosure necessary to bring the invention into commercial use,260
but at the same time it shuts down competition in the ﬁeld, and thereby makes it
more difﬁcult to take the equally essential subsequent steps.261 By ensuring that a
patent is not available for “mere speculation,”262 the utility requirement balances
these considerations. Exactly the same rationale for the requirement of utility/
industrial applicability has been established by the US Supreme Court, the UK Supreme Court, and the European Patent Ofﬁce.263 This purpose requires that the
minimum standard for utility must be set independently of the patent itself. A new
compound may be thought to have potential as an anti-cancer drug, for example,
and it may be useful in the sense of being the active object of research, but if the research has not progressed far enough, it will not be patentable because the utility is
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Though Lane Fox, supra note 108 at 431, clearly foreshadowed the modern understanding.
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Wellcome/AZT, supra note 247 at para 52.
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So, for example, the clinical trials necessary to obtain regulatory approval must as a practical matter be public. At the other end of the spectrum, small inventors often rely on patents to secure
venture capital and other funding.
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This is something of an oversimpliﬁcation, because it is clear that, in practice, providing early patent protection discourages other researchers from taking subsequent steps, but at the same time it
encourages the patentee to make substantial investments in the post-patenting development needed
to turn an invention into a marketable innovation. Although the details are too complex to be summarized in a sentence, the basic point is that early patenting has advantages and disadvantages that
must be balanced.
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Wellcome/AZT, supra note 247 at para 69.
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In the United Kingdom, see HGS v Lilly, supra note 13 at paras 38-39, 107(i)-(iii); in the European
Patent Ofﬁce, see T 0939/92 Triazole/AgrEvo [AgrEvo]; T 0870/04 BDP1 Phosphatase/MaxPlanck at para 21; T 0898/05 Hematopoietic Receptor/Zymogenetics at paras 5, 7; in the United
States, see Brenner v Manson, 383 US 519, 534-35, 534-36 (1966); In re Fisher, 421 F 3d 1365
(Fed Cir 2005); and see Siebrasse, “HGS v Lilly: How Soon Is Too Soon to Patent?” (2011) 24 IPJ
41 at 42-44, discussing the conceptual convergence between these jurisdictions on this point.
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“mere speculation.”264 This is so even if the patent itself asserts that the utility is as
a target for further research and even if there is a commercial market for the drug
for that purpose. Thus the function of the utility requirement requires that utility be
measured by an external standard when the external standard is higher than the utility promised by the patent. This is inconsistent with the view that utility must be
deﬁned by the patent itself.
In summary, the internal deﬁnition theory supports the promise of the patent
doctrine only if it is necessary to deﬁne utility not just by any internal standard, but
by the most stringent internal deﬁnition. This is clearly not correct. The function of
the utility requirement necessitates that the minimum standard be determined externally to the patent itself. An invention that satisﬁes that external standard has sufﬁcient utility to support a patent and it is always possible to measure utility against
this external standard. The internal deﬁnition theory therefore does not avoid the
fact that the false promise doctrine can hold a patent to a higher standard for utility
than is set out in the Act.
6.0

CONCLUSION

If an inventor were to state in his speciﬁcation that his invention is a work of
genius, the standard for determining whether his invention was inventive would
nonetheless be whether it would have been obvious to a person of ordinary skill in
the art, not whether it would have been obvious to a genius.265 It seems self-evident
that the standard for the inventive step is deﬁned by the Act, not by the patent speciﬁcation. In this article, I have argued that the same holds true in respect of the utility requirement. The standard for determining whether an invention is “useful”
within the meaning of the Patent Act is set by the Act, not by the patent speciﬁcation. That the contrary view should have come to be established in Canadian law is
the consequence of importing an English doctrine that was developed under a fundamentally different regime, in which the grant of a patent was a discretionary
exercise of the Crown prerogative and not a statutory right. This importation was
perhaps facilitated by the intuitive sense that a person should be held to her promise. But patent law is not based on moral intuition; its basis is “wholly statutory.” If
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There are few good examples in Canadian cases of a court holding that an invention lacks utility
on the basis that it lacks even a “scintilla” of utility, because utility attacks have recently been
dominated by the promise of the patent doctrine. A good example from US law is provided by In re
Fisher, supra note 263, in which the patentee claimed DNA sequences known as “expressed sequence tags” or “ESTs.” These are short sequences of DNA that are known to be fragments of
genes expressed in known tissues, but neither the identity of the gene itself nor its function is
known. Despite this limited knowledge, the patent at issue in Fisher claimed a variety of uses for
ESTs that were not merely speculative, such as their use as markers or probes: Fisher, ibid at 1368.
The US Federal Circuit held that ESTs were not patentable, because “[t]he claimed ESTs themselves are not an end of Fisher’s research effort, but only tools to be used along the way in the
search for a practical utility” (at 1376). In the United Kingdom, see HGS v Lilly, supra note 13,
setting the minimum level of utility relatively far upstream in the research process.
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the draconian sanction of invalidation is to be applied, it must rest on a ﬁrm statutory foundation, not on a sense of moral disapproval. Moreover, any such disapproval is misguided. The “promise” terminology has skewed the entire perception
of the issue. The statements that are construed as promises, no matter how clear, are
intended to disclose the invention, not deﬁne it; to inform, not to promise.
The false promise doctrine is important in practice, unsound in principle, and incompatible with the Canadian Patent Act. Unfortunately, it now seems to be ﬁrmly
entrenched in the Federal Court, so that intervention by either the legislature or the
Supreme Court will be necessary to dispose of this doctrine. In my view, an appeal
to the Supreme Court would be adequate and preferable, because rejecting the false
promise doctrine does not require any fundamental change to the established principles of the Patent Act. On the contrary, reform requires only the recognition that the
doctrine is inconsistent with the Act and unsupported by Supreme Court precedent.

